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I. INTRODUCTION

1. TheWorking Group on the Modification of the Common Regulations Under the Madrid
Agreement Concerning the International Registration of Marks and the Protocol Relating to

that Agreement (hereinafter “the Working Group”) held its second session in Geneva from
June 11 to 15, 2001.

2. Thefollowing member States of the Madrid Union were represented at the session:
Australia, Austria, Bulgaria, China, Croatia, Democratic People' s Republic of Korea,
Denmark, Estonia, Finland, France, Germany, Greece, Hungary, Italy, Japan, Latvia,
Lithuania, Norway, Portugal, Romania, Russian Federation, Slovakia, Slovenia, Spain,
Sweden, Switzerland, The former Yugoslav Republic of Macedonia, Turkey, Ukraine,
United Kingdom (30).
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3.  Thefollowing member States of the Paris Union were represented by observers:
Canada, Indonesia, Iran (Islamic Republic of), Ireland, Republic of Korea,
United States of America (6).

4.  Representatives of the following intergovernmental organizations took part in the
session in an observer capacity: Benelux Trademark Office (BBM), Commission of the
European Communities (CEC) (2).

5.  Representatives of the following international non-governmental organizations took part
in the session in an observer capacity: European Brands Association (AIM), International
Association for the Protection of Intellectual Property (AIPPI), International Chamber of
Commerce (ICC), International Federation of Industrial Property Attorneys (FICPI),
International Trademark Association(INTA), Licensing Executives Society (International)
(LES) (6).

6. Thelist of participantsis given in Annex | to this report.

7. Mr. Frangois Curchod, Deputy Director General, opened the session and welcomed the
participants on behalf of the Director General of WIPO.

8.  The Working Group unanimously elected Mrs. Debbie Ranning (Norway) as Chair, and
Mrs. Duan Chuane (China) and Mr. Tibor Ivanovic (Croatia) as Vice-Chairs. Mr. Malcolm
Todd (WIPO) acted as Secretary of the Working Group.

9.  Discussions were based on the following documents drawn up by the International
Bureau: “Proposals for the modification of the Common Regulations under the Madrid
Agreement and Protocol — (1) Proposals approved in the first session of the Working Group”
(document MM/WG/2/2), “Proposals for the modification of the Common Regulations under
the Madrid Agreement and Protocol — (2) New and revised proposals’

(document MM/WG/2/3), “Proposals for the modification of the Common Regulations under
the Madrid Agreement and Protocol — (2) New and revised proposals. addendum”
(document MM/WG/2/3 Add.), “Notes on new and revised proposals for modification of the
Common Regulations under the Madrid Agreement and Protocol” (document MM/WG/2/4),
“Draft Administrative Instructions for the application of the Madrid Agreement Concerning
the International Registration of Marks and the Protocol Relating Thereto”

(document MM/WG/2/5) and “ Draft Administrative Instructions for the application of the
Madrid Agreement Concerning the International Registration of Marks and the Protocol
Relating Thereto: addendum” (document MM/WG/2/5 Add.).

10. The Secretariat noted the interventions and recorded them on tape. This report
summarizes the discussions without necessarily reproducing all the comments that were
made.
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1. PROPOSALS FOR THE MODIFICATION OF THE COMMON REGULATIONS
UNDER THE MADRID AGREEMENT AND PROTOCOL

11. Thetext of the amended provisions of the Common Regulations as approved by the
Working Group is given in Annex 1. Changes are indicated (in bold and strikeout) by
reference to the proposals as submitted to the Working Group. Thisincludes afew purely
editorial changes introduced by the Secretariat. In general, the discussion concerning a given
provision is recorded in this report only where the text of the provision as approved differs
from that contained in the documents submitted to the Working Group (MM/WG/2/2,

3and 3Add.).

Rule 1 (i), (xviibis), (xviiibig), (xix), (xixbis), (xxvibis), and (xxxi)

12. The Delegation of the United States of America asked why the definition of
“notification of provisional refusal” in the proposed amended version of Rule 1(xix) referred
only to a declaration under paragraph (1) of Article 5 of the Agreement and the Protocol, in
view of the fact that there was a reference in paragraph (5) to a provisiona refusal. The
Secretariat replied that the purpose of this definition was to make clear that the notification of
aprovisional refusal under Rule 17 was the exercise of “the right to declare that protection
cannot be granted” mentioned in Article 5(1) of the Agreement which, unlike the
corresponding provision of the Protocol, did not use the words “notification” or “refusal.”

13. The Secretariat drew attention to the fact that item (xviiibis) was redundant since the
expressions defined therein were not used in the Regulations. Further, the word “aso” should be
omitted from item (xviibis) as it was unnecessary and could be misinterpreted.

Rule 3(2)

14.  Further to a suggestion by the Secretariat, it was agreed that the words “if such
subsequent designation or request is made through an Office” at the end of Rule 3(2)(a) would
be deleted, as it appeared unnecessary to require a separate communication where the form is
already signed either by the holder or by an Office under Rule 24 or 25.

Rule7

15. The Delegations of Germany, Italy, Lithuania, Slovakia and Sweden—countries having
made the notification under Rule 7(1)—supported the proposed deletion of that provision.

16. Asregards the setting of a date by which a natification already made should be
withdrawn, the Delegation of Sweden expressed doubts since such withdrawal depended, as
far as Sweden was concerned, on the outcome of the process for amending the corresponding
provision inits national law. It was therefore agreed that any reference to a date by which the
notification should be withdrawn be omitted from Rule 7(3)(b) and instead that the issue be
addressed by the Assembly of the Madrid Union in the form of a recommendation stating in
substance that notifications under Rule 7(1) should be withdrawn as soon as possible by the
Contracting Parties concerned. The Secretariat indicated that the text of the deleted
paragraph (1) would be given in afootnote in the published text of the Regulations.
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Rule 9(4) and (5)

Rule 9(4)(a)(viibis)

17. Having noted that several national legidations provided for the possibility that a mark
consist of a color or acombination of colors, it was agreed that paragraph (4)(a)(viibis) would
be modified to read: “where the mark that is the subject of the basic application or the basic
registration consists of a color or combination of colors as such, an indication to that effect.”

Rule 9(4)(b)(v)

18. Following a proposal by the Delegation of the Russian Federation, supported by the
Delegation of Hungary and the Representatives of AIPPI and INTA, it was agreed that the
words “non-distinctive” would be deleted from paragraph (4)(b)(v).

19. Further to a question by the Delegation of the United States of America, the Secretariat
confirmed that the intention of paragraph (4)(b)(v) was to leave it to the applicant’s discretion
whether or not to include a disclaimer in the international application.

20. Inreply to aquestion by the Delegations of Japan and Hungary concerning the
possibility for an applicant to disclaim protection in respect of some Contracting Parties only,
the Secretariat explained that this would raise both legal and practical difficulties.

21. Replying to a question by the Delegation of Spain, the Secretariat, noting that
Rule 32(1) referred to the publication in the Gazette of “relevant data,” said that it considered
that disclaimers were part of the relevant data to be published.

22. Findly, further to a suggestion of the Delegation of Spain, supported by the Delegation
of the United States of America, it was agreed that the wording “where the applicant wishes to
disclaim protection for an element of the mark” be replaced by “where the applicant wishes to
disclaim protection for any element of the mark.”

Rule 9(5)(a)

23. The Working Group agreed to amend items (ii) and (iii) of that provision in order to
take account of the “cascade” (Article 1(3) of the Agreement). These items will now read
respectively: “where the applicant has no such establishment in any Contracting State of the
Agreement, that he has a domicile in the territory of the State whose Office is the Office of
origin,” and “where the applicant has no such establishment or domicile in the territory of any
Contracting State of the Agreement, that he is a national of the State whose Office is the
Office of origin.”

24.  Subject to the changes mentioned in the foregoing paragraphs, Rule 9(4) and (5) as set
out in documents MM/WG/2/2 and 3 was approved by the Working Group.
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Rule 14(1)

25. Thisprovision was approved by the Working Group as proposed in
document MM/WG/2/3 Add.

Rule 15

26. This provision was agpproved by the Working Group as proposed in
document MM/WG/2/2.

Rule 16

27. Thisprovision was approved by the Working Group as proposed in
document MM/WG/2/3.

Rule 17
Rule 17(1)

28. Further to adiscussion as to the possibility to find a better term to refer to a provisiond
refusal based on objections raised by an Office on its own initiative (as a counterpart to a
“provisiona refusal based on an opposition”), it was eventually agreed to maintain the term
“ex officio provisiona refusal” in paragraph (1)(a), since it seemed to be clearly understood in
all Contracting Parties. The Secretariat pointed out that the term “ex officio examination” was
aready used in Rule 17(6)(a)(ii).

Rule 17(2)(vi)

29. The Delegation of Japan asked whether, considering in particular the last sentence of
paragraph 15 of the Notes (document MM/WG/2/4), the new wording of Rule 17(2)(vi)
would require a modification of the Japanese law, under which, even where the grounds on
which arefusal was based affected only a part of the goods and services, an action by the
holder before the Japan Patent Office was necessary (for example, the limitation of the list of
goods and services) in order for the remaining goods and services to be accorded protection.
The Secretariat replied that the proposed provision did not differ in substance from the current
wording of Rule 17(2)(vi) insofar as it could be interpreted as allowing an indication that al
goods and services were affected by the provisional refusal and insofar as it was up to each
Contracting Party to make that interpretation. The Secretariat further noted that the
overwhelming mgjority of Offices did notify partial refusals and did not require any action
from the holder in order to assure protection to those goods and services which were not
affected by the grounds for refusal; thiswas greatly in the interest of users.

30. Replying to aquestion raised by the Delegation of Hungary, the Secretariat stated that
the wording of paragraph (2)(vi) allowed for the indication of the goods and services by
reference to the class number, without requiring that the names of the goods and services be
spelled out.
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Rule 17(2)(vii)

31. The Delegation of Germany noted that, under German law, the holder of an
international registration was not invited to file a response to a provisional refusal based on an
opposition, but to request the review of such refusal. Further to this explanation, and taking
also into account suggestions by the Delegations of Hungary and the United States of
America, it was agreed to amend Rule 17(2)(vii) to read as follows. “the time limit,
reasonable under the circumstances, for filing a request for review of, or appea against, the ex
officio provisional refusal or the provisiona refusal based on an opposition and, as the case
may be, for filing a response to the opposition....”

32. Replying to a question raised by the Representative of INTA, the Secretariat stated that
the adverb “preferably” in Rule 17(2)(vii) referred to the indication of the actual date on
which the time limit expired (i.e. the day, the month and the year). Although it was desirable
to give this date, it was not obligatory. However, the indication of the time limit to lodge a
request for review or an appeal (e.g. in terms of atime period counted from the receipt of the
notification of refusal) remained mandatory.

33. The Delegation of Australia expressed concern as regards the requirement under
Rule 17(2)(vii) that the time limit for filing a response to a provisional refusal based on an
opposition be indicated; under Australian law, the time limit to respond to an opposition
started to run from the date on which the opponent submitted evidence supporting the
opposition; at the time at which the provisional refusal was notified, such date was still
unknown. The Secretariat stated that nothing in the provision prevented an Office from
indicating atime limit whose starting point would be an event in the future whose date was
yet undetermined.

Rule 17(3) and (4)

34. There were no comments on these provisions as proposed in document MM/WG/2/3.

Rule 17(5)

35. The Delegation of Germany said that it favored a system whereby the decision (whether
administrative or judicial) that would be notified to the International Bureau would be truly
final; in the case of Germany, the Office awaited the outcome of any appeal to the Federal
Patent Court against the decision of the Office. Likewise, the Delegation of Finland, noting
that under the proposed paragraph (a) the International Register would not necessarily reflect
the final status of protection of a mark, suggested that those Offices which were in a position
to send genuinely final decisions should be allowed to do so. The Secretariat said that an
Office was able to notify afinal decision resulting from proceedings outside the Office under

subparagraph (b).

36. The Delegations of Austria and Hungary and the Representative of AIPPI supported the
proposals contained in subparagraphs (a) and (b), the latter commenting that it was useful for
holders and third parties for a decision of the Office to be recorded and published as soon as
possible, without having to wait for the outcome of any appeal. This position was supported
by the Representative of ICC and FICPI.



MM/WG/2/6
page 7

37. Further to arequest for clarification from the Delegation of Japan concerning the
procedures that should be covered by the terms “once all procedures before the said Office
relating to the protection of the mark have been completed” in subparagraph (@), the
Secretariat said that this was a matter to be determined by each Contracting Party.

38. The Delegation of Switzerland stated that in the particular case of restitutio in integrum,
the Swiss Federa Institute of Intellectual Property took a decision after all procedures before
the said Institute had been considered as completed. In order therefore to reflect the
possibility that the “further decision” mentioned in subparagraph (b) covered the case of a
decision by the Office which followed the ordinary closing of procedures before that Office,
the said subparagraph was amended to read as follows. “Where, following the sending of a
statement in accordance with subparagraph (a), a further decision affects the protection of the
mark, the Office shall, to the extent that it is aware of that decision, send to the International
Bureau a further statement indicating the goods and services for which the mark is protected
in the Contracting Party concerned.”

39. The Working Group agreed that the Notes accompanying the proposals to be submitted
to the Assembly of the Madrid Union would expressly mention the fact that the wording of
subparagraph (b) covered the case of afurther decision by the Office as explained in the
foregoing paragraph. It was further suggested that the Offices could provide information for
publication in the Guide to the International Registration of Marks Under The Madrid
Agreement and the Madrid Protocol concerning the actual procedures which were covered by
subparagraphs (a) and (b) in the respective Contracting Parties.

40. Summarizing the discussion, the Chair noted that there was a consensus that Offices
should send information to the International Bureau once a situation had been reached where
what was in practice likely to be a final decision had been taken. It was up to each Office to
decide when this stage had been reached and in particular to determine whether the
proceedings of a Trial and Appeal Board amounted to “procedures before the Office.”

41. Further to a proposal by the Delegation of the Russian Federation to replace the word
“statement” by “notification” in paragraph (b), the Secretariat stated that word “ notification”
was used in connection with a communication from which stemmed a legal consequence,
whereas the word “ statement” was used in connection with a piece of information furnished
by an Office on the status of the mark.

42. Asregards paragraph (5)(d), the Delegations of Spain and Portugal declared that
they fully agreed with the proposal made by the International Bureau in
document MM/WG/2/3 Add.

43. Asregards paragraph (5)(e), the Delegation of China declared that it fully agreed with
the proposal made by the International Bureau in document MM/WG/2/3 Add.

Rule 17(6)

44. Further to a proposal by the Delegation of Ireland, supported by the Representative of
AIPPI, it was agreed that items (ii) and (iii) of paragraph (6)(a) would be amended to take
account of the fact that the protection of the mark could still be subject, not only to
opposition, but also to observations by third parties.
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45. Following a suggestion by the Representative of AIPPI, the Working Group agreed that
the Notes accompanying the proposals to be submitted to the Assembly of the Madrid Union
would make it clear that the reference to “observations by third parties’ in items (ii) and (iii)
would apply only to those Contracting Parties whose national or regional legisation provided
for such possibility.

Rule 18
Rule 18(1)

46. The Secretariat noted that, in Rule 18(1)(c)(i), the reference to Rule 2(1)(a) should be
replaced by areference to Rule 2 only. It further indicated that Rule 18(1)(d) should be
aligned with Rule 17(2)(vii) as amended during this session.

47. Inreply to aquestion raised by the Delegation of the United Kingdom, the Secretariat
explained that the word “should” in draft Rule 18(1)(d) made it clear that the indication of the
new time limit mentioned in that provision was not a compulsory requirement. The
Delegation of the United States of America indicated that its practice was to set long time
limitsinitially, thereby rendering a new time limit unnecessary. It was agreed to replace, in
what is now Rule 18(1)(e), “should” by “shall, where the applicable law so permits.”

48. The Delegations of Japan, Denmark and the Russian Federation supported aternative A
relating to Rule 18(1) insofar as it provided for atime limit for the Office to send a rectified
notification and clearly set out the consequences in case of an irregular notification of
provisional refusal.

49. The Delegations of Hungary, the United Kingdom and Germany, as well as the
Representative of ICC and FICPI, declared their support for aternative B.

50. The Representative of AIPPI, while favoring aternative B, said that the absence of any
legal consequence if an Office failed to send a rectified notification within the prescribed time
limit did not create a proper balance between the interests of users and those of Offices.

51. With aview to accommodating the various observations made by the Working Group,
the Secretariat suggested to retain alternative B with the following amendments: firstly, the
two-month time limit for an Office to send a rectified notification would be maintained, and,
secondly, where the irregularity consisted in failure to indicate the remedies against the
provisional refusal (as provided for in Rule 18(1)(c)(iv)), the provisional refusal would not be
recorded in the International Register and would not be considered as such unless it was
rectified within this time limit.

Rule 18(2)

52. There were no comments on this provision as proposed in document MM/WG/2/3.
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Rule 20

53. The Secretariat, after recalling that Rule 20(1) allowed for the information relating to a
restriction of the holder’s right of disposal to be sent either by the Contracting Party of the
holder or by the holder himself, suggested that the removal of such arestriction, as provided
for in paragraph (2), should also be alowed to be requested by the holder having requested
the recording of the said restriction. It was agreed to amend Rule 20(2) accordingly.

54. The Representative of INTA suggested to specify in Rule 20(1) the possibility of a partial
restriction of the holder’ sright of disposdl (i.e. in respect of only some of the designated
Contracting Parties).

55. Inreply to observations made by the Delegations of the United States of Americaand
Austria, as well as the Representative of AlIPPI, the Secretariat explained that, under the proposed
wording of Rule 20, just as the under current version of that provision, athird party was entitled to
request the recording of aregtriction, or its removal, but only insofar as the corresponding request
was presented to the International Bureau through the intermediary of an Office (Snce that third
party was unknown to the International Bureau).

56. The Representative of AIM was of the opinion that third parties should not be entitled to
request the recording of arestriction of the holder’ s right of disposal.

57. The Delegation of Hungary noted that a general concern was that no documentary evidence
was required for the recording of arestrictionof the holder’ s right of disposal and wondered to
what extent the furnishing of such documents was necessary. The absence of control could prove
problematic in particular in the case of arequest made by athird party.

58. The Secretariat replied that a request made by athird party for recording a restriction would
necessarily be presented through an Office; it would be up to that Office to check the legitimacy
of therequest. The International Bureau did not have the competence for carrying out such an
examination.

59. The Déegation of Finland suggested to complete paragraph (3) in order to provide that the
information relating to a restriction be aso transmitted to the designated Contracting Parties
concerned.

60. The Chair, taking into account the observations made by the Working Group, proposed
to add at the end of paragraph (1)(a) the words “and, if appropriate, indicate the Contracting
Parties concerned” and to replace in paragraph (3) the words “the holder accordingly” by
“accordingly the holder, the designated Contracting Parties concerned and, where the
recording has been requested by an Office, that Office.” It was so agreed.

61. The Secretariat finally pointed out that the recording of a restriction of the holder’s right
of disposal was at this stage exempted from fees, given in particular the small number of
requests for recording currently received. However, the payment of such afee could be
provided for in the future if the new provision increased significantly the number of requests
for recording presented to the International Bureau.
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Rule 20bis

62. The Ddegation of the Russian Federation asked what was the lega basis for providing in
the Regulations for the recording of licenses. The Secretariat referred to Article 9bis(v) of the
Protocol, which provides for the recording of “any other relevant fact, identified in the
Regulations, concerning the rightsin amark that is the subject of an international registration.”

63. The Deegation of Japan, noting that a modification of Japanese law would be required
before its country could recognize the effects of the recording of licensesin the International
Register, stated that it consdered Rule 20bis(6) to be essentid.

Rule 20bis(1)

64. Further to an intervention by the Delegation of Germany stating that the German Patent
and Trademark Office did not want to be obliged to present requests to record licenses to the
International Bureau, it was agreed that the words “if such Office admits such presentation”
would be added to Rule 20bis(1)(a).

65. Replying to a question by the Delegation of the Republic of Korea, the Secretariat said
that it would not be possible for a licensee to present arequest for recording a sub-license
directly to the International Bureau. The Secretariat also drew attention to the fact that the
guestion of sub-licenses had been deliberately left out of the Joint Recommendation
Concerning Trademark Licenses, adopted by the General Assembly of WIPO and the
Assembly of the Paris Union in September 2000, and suggested that this was an issue which
should similarly be left out of Rule 20bis.

66. Following a proposa by the Delegation of Japan, it was agreed that item (V) in
Rule 20bis(1)(b) would include an indication of the classes of the International Classification
of Goods and Services.

67. With respect to item (vi) of draft Rule 20bis(1)(b), it was agreed, further to a proposal
by the Delegation of the Republic of Korea, that the Notes accompanying the proposals to be
submitted to the Assembly of the Madrid Union would make it clear that, where there was no
indication that a license was exclusive or sole, it could be considered that the license was non-
exclusive.

68. The Delegation of Switzerland, supported by the Delegation of Hungary and the
Representative of AIPPI, suggested that items (vi) and (vii) of subparagraph (b) be transferred
to subparagraph (c), so that the information referred to in such items be optional. Although
the Delegations of Spain, Portugal, Italy and the Republic of Koreawere initially of the
opinion that the aforementioned items should be treated as compulsory information, a
consensus was reached on the transfer of items (vi) and (vii) from subparagraph (b) to

subparagraph (c).

69. Further to a proposal by the Delegation of Italy and the Representative of FICPI, it was
agreed that an indication of the name and address of the representative of the licensee would
be added to Rule 20big(1) as a new item in subparagraph (c).
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Rule 20bis(2) and (3)

70. The Delegation of Japan proposed that the “applicable requirements’ mentioned in
paragraphs (2) and (3) be explicitly identified in those provisions. It was so agreed.

Rule 20bis(4)

71. There were no comments on this provision as proposed in document MM/WG/2/3.

Rule 20bis(5)

72. The Secretariat drew the Working Group’s attention to the fact that the intention of this
provision was to enable an Office to declare that the recording of alicense was without effect,
not the license itself, and that the text would be modified accordingly.

73. Further to aproposal by the Delegation of Spain, supported by the Delegations of the
United States of America and Italy, it was agreed to provide for atime limit for the Office of a
designated Contracting Party to declare that the recording of alicense had no effect in that
Contracting Party. Following a suggestion by the Representative of AIPPI, supported by the
Delegations of Sweden and Spain, an 18-month time limit was agreed upon.

74. Inreply to aquestion by the Delegation of Hungary with respect to Rule 20bis(5)(b)(i),
which pointed out that, under Hungarian law, a license could not be recorded if it was likely
to entail confusion for the consumers, the Secretariat stated that the grounds on which the
recording of alicense could be denied effects in a Contracting Party were a matter |eft entirely
to the law of that Contracting Party.

75. The Representative of AIM commented that a refusal on purely formal grounds to
recognize the effects of alicense should not be final. The Representative of AlPPI asked that
it be made clear in the Notes that would accompany the proposal that such arefusal on formal
grounds should always be open to re-examination.

Rule 20bis(6)

76. The Delegation of China noted that this paragraph excluded the possibility for a
Contracting Party to make the declaration referred to therein after the date on which this rule
came into force or after the date on which the said Contracting Party became bound by the
Agreement or the Protocol. The Representative of AIPPI, noting that, as evidenced by
paragraph 43 of document MM/WG/2/4, the proposed Rule 20bis(6) was conceived as a
“no-roll-back” provision, drew attention to the fact that a Contracting Party whose legidlation
provided for the recording of licenses could, as aresult of a change in its law, subsequently
cease to provide for such recording and could therefore wish to make a declaration under this
paragraph at a later date.
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77. Taking the foregoing observations into account, and aso in order to make it clear that
Contracting Parties whose law did not provide for the recording of licenses could declare that
the recording of licenses in the International Register had no effect on their territory, it was
agreed that paragraph (6) would be re-drafted (as reflected in Annex ) in order to cover all
situations. The Working Group also agreed that the intent and scope of paragraph (6) would
be clarified in the Notes accompanying Rule 20bis in the document to be submitted to the
Assembly of the Madrid Union.

78. The Representative of ICC and FICPI and the Representative of INTA and LES
expressed support for Rule 20bis since it would greatly ssimplify the procedures to record
licenses with effect in several countries. The Representative of AIM asked that it be made
clear in the Notes that would accompany these proposals that the sole purpose of Rule 20bis
was to enable holders or licensees to record licenses if they so wished and did not introduce
any obligation to do so.

Rule 24
79. The Secretariat drew attention to the fact that the terminology of Rule 24(1)(a) would be

aligned with that of Rules 1(xxvibis) and 25(2)(a)(iv) and that the wording of the final
sentence of paragraph 5(c) would be reviewed.

Rule 25(1)(c)

80. Thisprovision was approved by the Working Group as proposed in document
MM/WG/2/3.

Rule 27(4) and (5)

Rule 27(4)

81. The Working Group agreed to provide for an 18-month time limit for an Office to
declare that a change in ownership had no effect.

Rule 27(5)

82. Following a suggestion made by the Delegation of Japan, it was agreed to add at the end
of paragraph (5)(a) a new sentence explaining the effects of a declaration under this provision.

83. The Working Group agreed to provide for an 18-month time limit for the Office of a
designated Contracting Party to declare that a limitation had no effect.
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Rule 28

84. Regarding the time limit for correction provided for in Rule 28(4), the Delegations of
Hungary, France, Germany, Spain, Portugal and Greece favored or declared that they could
accept atime limit of nine months, while the Delegations of Japan, Denmark, the

United Kingdom, Australia, the Republic of Korea and the Representative of AIPPI favored a
time limit of six months and the Delegation of Italy atime limit of 12 months.

85. Taking al views into account, the Working Group agreed that a time limit of nine
months would be retained on the understanding that the International Bureau would keep the
matter under review with a view to proposing a reduction of the time limit to six months in
the future if experience showed that six months were sufficient.

Rule 32(1) and (2)

86. Thisprovision was revised to take account of additional matter to be published and
changes in the numbering of provisions.

Rule 34

87. The Delegation of Australia thanked the Secretariat for its proposal in paragraph (3).
This would enable Australia to set amounts of individua fees which ensured parity of
treatment between applicants designating Australia through the international system and
applicants for national registration. It was Australia' s intention in taking the initiative of this
proposal to encourage the use of the Madrid Protocol.

88. Inreply to a question from the Delegation of Ireland, which mentioned that its country
was in the final stages of ratification of the Protocol, the Secretariat indicated that a
notification under Rule 34(3)(a) would take effect immediately unless a later date was
specified in the notification or, if made before the date of entry into force of the Protocol, with
respect to the Contracting Party concerned, on that date.

89. Following a suggestion by the Delegation of the United States of America, it was agreed

to transfer paragraph (4) of Rule 34, concerning the modes of payment of fees, to the
Administrative Instructions in order to allow account to be taken of more modern methods of

payment when that became practicable.
Rule 38
90. Thisprovision was approved by the Working Group as proposed in

document MM/WG/2/3.

Schedule of Fees (item 7)

91. Thisitem was approved by the Working Group as proposed in document MM/WG/2/3.
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General

92. It was aso agreed that, throughout the English version of the Regulations, the words
“recordal” and “recordals’ would be replaced by “recording” or “recordings.”

[1l. DRAFT ADMINISTRATIVE INSTRUCTIONS FOR THE APPLICATION OF THE
MADRID AGREEMENT CONCERNING THE INTERNATIONAL REGISTRATION OF
MARKSAND THE PROTOCOL RELATING THERETO

93. The provisions as proposed in documents MM/WG/2/5 and MM/WG/2/5 Add. and
approved by the Working Group appear in Annex 111.

IV. FUTURE ACTION: ENTRY INTO FORCE

94. The Secretariat stated that the proposals approved by the Working Group would be
submitted for adoption by the Assembly of the Madrid Union in September 2001. The
document for the Assembly would propose that the entry into force of the amendments to the
Common Regulations be fixed for April 1, 2002, so that the International Bureau, the Offices
and the users would have sufficient time to prepare for the implementation of the changes.

95. Asexceptions, however, the document submitted to the Assembly would propose that
the amendments to Rule 34 concerning the amounts and payment of fees, and in particular the
insertion therein of paragraph (3) relating to the individual fees payable in two parts, as well
as the amendments to Rule 7, could enter into force immediately after the adoption of those
amendments by the Assembly of the Madrid Union.

96. Thisreport was unanimously adopted by
the Working Group on June 15, 2001.

[Annexes follow]
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LISTE DES PARTICIPANTS/LIST OF PARTICIPANTS

. MEMBRESMEMBERS

(dans |’ ordre alphabétique des noms francais des Etats/
in the aphabetical order of the names in French of the States)

ALLEMAGNE/GERMANY

Helga KOBER-DEHM (Mrs.), Trademark Examiner, German Patent and Trademark Office,
Munich

AUSTRALIE/AUSTRALIA

Barbara BENNETT (Mrs.), Deputy Registrar of Trademarks, 1P Australia, Woden ACT
<barbara.bennett@ipaustralia.gov.au>

AUTRICHE/AUSTRIA

Richard FLAMMER, Head, Sub Department lia, Austrian Patent Office, Federal Ministry for
Transport, Innovation and Technology, Vienna
<richard.flammer@patent.omwa.gv.at>

Anton ZIMMERMANN, First Secretary, Permanent Mission, Geneva

BULGARIE/BULGARIA

Stanenka MINTOVA (Mme), examinateur en marques, Office des brevets de la République
de Bulgarie, Sofia
<smintova@bpo.bg>

Magdalena RADULOVA (Mlle), examinateur en marques, Office des brevets de la

République de Bulgarie, Sofia
<mradul ova@bpo.bg>

CHINE/CHINA

DUAN Chuane (Mrs.), Trademark Examiner, Trademark Office, State Administration for
Industry and Commerce (SAIC), Beijing
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CROATIE/CROATIA

Tibor IVANOVIC, Head, International Trademark Department, State Intellectual Property
Office, Zagreb

Jasna KLJAJIC (Ms.), Adviser, Senior Trademark Examiner, State Intellectual Property

Office, Zagreb
<jasna_kljajic@yahoo.com>

DANEMARK/DENMARK

Ellen BREDDAM (Mrs.), Principal Legal Adviser, Danish Patent and Trademark Office,
Taastrup
<ebr@dkpto.dk>

Dorthe VESTERGAARD PEDERSEN (Miss), Head of Section, Danish Patent and

Trademark Office, Taastrup
<dvp@dkpto.dk>

ESPAGNE/SPAIN

Maria Teresa YESTE (Sra.), Consegjera Técnica, Departamento de Signos Distintivos, Oficina
Espariola de Patentes y Marcas, Madrid
<teresa.yeste@oepm.es>

Carmen REQUENA LAVINA (Sra.), Jefe, Area Marcas Internacionales, Oficina Espafiola de
Patentes y Marcas, Madrid

Ana PAREDES (Sra.), Consgjero, Mision Permanente, Ginebra

ESTONIE/ESTONIA

Ingrid MATSINA (Miss), Deputy Head, Trademark Department, The Estonian Patent Office,
Talinn

<ingrid.matsi na@epa.ee>

Karol RUMMI (Mrs.), Head, International Trademark Group, The Estonian Patent Office,
Talinn
<Karol.rummi @epa.ee>
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EX-REPUBLIQUE YOUGOSLAVE DE MACEDOINE/THE FORMER YUGOSLAV
REPUBLIC OF MACEDONIA

Simco SIMJANOV SKI, Head of Department, Industrial Property Protection Office of the
Republic of Macedonia, Skopje
<simcos@ippo.gov.mk>

Natasa ZDRAVKOV SKA (Mrs.), Advisor, Industrial Property Protection Office of the

Republic of Macedonia, Skopje
<natasaz@ippo.gov.mk>

FEDERATION DE RUSSIE/RUSSIAN FEDERATION

Robert VOSKANIAN, Expert, Federal Institute of Industrial Property (ROSPATENT),
M oscow

Gennadi VOSTRIKQV, Head, Trademark Department, Federal Institute of Industrial Property
(ROSPATENT), Moscow

FINLANDE/FINLAND

KristinaNYMAN (Mrs.), Head of Section, National Board of Patents and Registration,
Helsinki
<kristiina.nyman@prh.fi>

Paivi RAATIKAINEN (Miss), Head of Section, National Board of Patents and Registration,
Helsinki
<paivi.raatikainen@prh.fi>

FRANCE

Claude VERCHER, chef du Département des titres, Institut national de la propriété
industrielle (INP1), Lille
<vercher.c@inpi.fr>

Anne-Raphaéle BENS (Mlle), responsable du Service des marques internationales, Institut
national de la propriété industrielle (INP1), Lille
<bens.a@inpi.fr>

Sophie FAURE (Mlle), responsable du Bureau des inscriptions aux registres nationaux,
Institut national de la propriété industrielle (INPI), Lille
<faure.s@inpi.fr>
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GRECE/GREECE

Adamantia NIKOLAKOPOULOU (Mme), chef de Section, Direction de la propriété
industrielle et commerciae, Secrétariat général du commerce, Ministére du développement,
Athenes

HONGRIE/HUNGARY

Endre MILLISITS, Head, International Trademark Section, Hungarian Patent Office,
Budapest
<millisits@hpo.hu>

Krisztina KOVACS (Ms.), Legal Officer, Hungarian Patent Office, Budapest
<kovacs@hpo.hu>

ITALIENTALY

Pasquale IANNANTUONO, conselller juridique, Direction générale de la coopération
économique, Ministére des affaires étrangeres, Rome
<pasqual e.iannantuono@libero.it>

Maria Ludovica AGRO’ (Mme), chef de la Division des enregistrements internationaux et
marques communautaires, Office italien des brevets et des marques, Ministére de I’industrie,
du commerce et de I’ artisanat, Rome

<agro@minindustria.it>

JAPON/JAPAN

Seiji YAMADA, Director, Trademark Planning Office, Japan Patent Office, Tokyo
<yamada-seiji @] po.go.jp>

Takanori TANAKA, Trademark Examiner, Japan Patent Office, Tokyo
<tanaka-takanori @jpo.go.jp>

Takashi YAMASHITA, First Secretary, Permanent Mission, Geneva

LETTONIE/LATVIA

Baiba GRAUBE (Mme), chef de la Section des margues internationales, Office des brevets de
Lettonie, Riga
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LITUANIE/LITHUANIA

Juraté KAMINSKIENE (Mrs.), Chief Specialist, Trademarks and Industrial Designs
Department, State Patent Bureau of the Republic of Lithuania, Vilnius
<j.kaminskiene@vpb.It>

NORVEGE/NORWAY

Debbie RONNING (Mrs.), Head, Legal Department, Norwegian Patent Office, Oslo
<dro@patentstyret.no>

Oluf Grytting WIE, Senior Executive Officer, Norwegian Patent Office, Oslo

<ogw @patentstyret.no>

PORTUGAL

Paulo SERRAO, chef du Département des marques internationales, Institut national de la

propriété industrielle (INPI), Lisbonne
<jpserrao@inpi.min-economia.pt>

REPUBL IQUE POPULAIRE DEMOCRATIQUE DE COREE/DEMOCRATIC PEOPLE'S
REPUBLIC OF KOREA

HWANG Myong Hui (Mme), chef de la Division de I’ examen des marques et des dessins et
modéles industriels, Bureau de la métrologie et du contréle de la qualité, Pyongyang

KONG Sok Sun (Mme), fonctionnaire du Départment des marques et des dessins et modeles
industriels, Bureau de la métrologie et du contréle de la qualité, Pyongyang

ROUMANIE/ROMANIA

Constanta MORARU (Mrs.), Head, Legal and International Cooperation Service, State Office
for Inventions and Trademarks, Bucarest
<liviu.bulgar@osim.ro>

Alice Mihaela POSTAVARU (Miss), Head, Legal Bureau, State Office for Inventions and

Trademarks, Bucarest
<liviu.bulgar@osim.ro>

ROYAUME-UNI/UNITED KINGDOM

David C. MORGAN, Head, Trade Mark Examination, The Patent Office, Newport
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SLOVAQUIE/SLOVAKIA

Lubomir DIBDIAK, Industrial Property Office of the Slovak Republic, Banska Bystrica
<ldibdiak@indprop.gov.sk>

SLOVENIE/SLOVENIA

Mateja SPENDAL (Mrs.), Adviser, International Department, Slovenian Intellectual Property
Office, Ljubljana
<m.spendal @sipo.mzt.si>

SUEDE/SWEDEN

Lena GORANSSON NORRSIO (Mrs.), Legal Officer, Swedish Patent and Registration
Office, Stockholm
<lena.norrgo@prv.se>

Anne GUSTAVSSON (Miss), Legal Officer, Swedish Patent and Registration Office,

Stockholm
<anne.gustavsson@prv.se>

SUISSE/SWITZERLAND

AnjaHERREN (Mme), chef du Service juridique des marques, chef adjoint de la Division des
marques, Institut fédéral de la propriété intellectuelle, Berne
<anja.herren@ipi.ch>

ClaudiaMARADAN (Mme), juriste, Institut fédéral de la propriété intellectuelle, Berne
<cmaradan@ipi.ch>

Mathias LOERTSCHER, chef de la Section administration 2, Division des marques, Institut

fédéral de la propriété intellectuelle, Berne
<mathias.|oertscher @i pi.ch>

TURQUIE/TURKEY

Asu YILDIZ (Mrs.), Trademark Examiner, Turkish Patent Institute, Ankara

Yuksel YUCEKAL, Second Secretary, Permanent Mission, Geneva
<mission.turkey-wto@ties.itu.int>
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UKRAINE

Inna SHATOVA (Mrs.), Head, Patent Law Objects Division, Ukrainian Institute of Industrial
Property, Kyiv

Margaryta OZEL (Mrs.), Senior Expert, Ukrainian Ingtitute of Industrial Property, Kyiv

Il. ETATS OBSERVATEURS/OBSERVER STATES

CANADA
Lisa POWER (Mrs.), Assistant Director, Trademarks, Canadian Intellectual Property Office

(CIPO), Hull, Quebec
<power.lisa@ic.gc.ca>

ETATSUNIS D' AMERIQUE/UNITED STATES OF AMERICA

Lynne BERESFORD (Ms.), Deputy Commissioner for Trademarks Examination Policy,
United States Patent & Trademark Office, Washington D.C.
<lynne.beresford@uspto.gov>

Sharon MARSH (Ms.), Administrator for Trademark Policy and Procedure, United States

Patent & Trademark Office, Washington D.C.
<sharon.marsh@uspto.gov>

INDONESIE/INDONESIA

Ilwan WIRANATA-ATMAJA, Minister Counsellor, Permanent Mission, Geneva
Dewi M. KUSUMAASTUTI (Miss), First Secretary, Permanent Mission, Geneva

Umar HADI, Second Secretary, Permanent Mission, Geneva

IRAN (REPUBLIQUE ISLAMIQUE D’)/IRAN (ISLAMIC REPUBLIC OF)

Hassan SOLEIMANI, Legal Expert, Ministry of Foreign Affairs, Tehran
<hsol ei mani @hotmail.com>

Ali HEYRANI NOBARI, Counsdllor, Permanent Mission, Geneva
<a_nobari @hotmail.com>
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IRLANDE/IRELAND

Colm TREANOR, Assistant Principal, Intellectual Property Unit, Department of Enterprise,
Trade and Employment, Dublin
<colm_treanor@entemp.ie>

REPUBLIQUE DE COREE/REPUBLIC OF KOREA

AHN Jae-Hyun, Intellectual Property Attaché, Permanent Mission, Geneva
<iprkorea@orgio.net>

MOK Sungho, Deputy Director, Korean Intellectual Property Office, Tagon City
<mworld@hanmail .net>

[1l. ORGANISATIONS INTERGOUVERNEMENTALEY
INTERGOVERNMENTAL ORGANIZATIONS

BUREAU BENELUX DES MARQUES (BBM)/BENELUX TRADEMARK OFFICE
(BBM)

Christel HEREMANS (Mme), chef du Secteur enregistrement et information, La Haye

Francoise DUFRASNE-BERNARD (Mme), examinateur principal, La Haye

COMMISSION DES COMMUNAUTES EUROPEENNES (CCE)/COMMISSION OF THE
EUROPEAN COMMUNITIES (CEC)

Carina Rehl SUBERG (Mrs.), Lawyer, Legal Department, Office for Harmonization in the
Internal Market (Trade Marks and Designs) (OHIM), Alicante
<carina.soberg@oami.eu.int>
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V. ORGANISATIONS INTERNATIONALES
NON GOUVERNEMENTALES/
INTERNATIONAL NON-GOVERNMENTAL ORGANIZATIONS

Association des industries de marque (AlM)/European Brands Association (AlM):
DawnM. FRANKLIN (Miss) (Representative, Jordans, Buckinghamshire)

Association internationale pour la protection de |a propriété intellectuelle
(AlPPI)/International Association for the Protection of Intellectual Property (AlPPI):
Gerd F. KUNZE (President, Chexbres)

<kunze@bluewin.ch>

Chambre de commerce internationale (CCl)/International Chamber of Commerce (ICC):
Anténio L. DE SAMPAIO (conseiller en propriété intellectuelle, Cabinet J.E. Dias Costa,
LDA., Lisbonne)

<diascosta@jediascosta.pt>

Fédération internationale des conseils en propriété industrielle (FICPl)/International
Federation of Industrial Property Attorneys (FICPI): Anténio L. DE SAMPAIO (conseiller
en propriété intellectuelle, Cabinet J.E. Dias Costa, LDA., Lisbonne)
<diascosta@jediascosta.pt>

International Trademark Association (INTA): Pierre H. HUG (délégué, Hug Interlizenz AG,
Zurich)
<pierre.hug@hug-interlizenz.com>

Licensing Executives Society (International) (LES): Pierre HUG (Past President, Delegate,
Hug Interlizenz AG, Zurich)
<pierre.hug@hug-interlizenz.com>

V. BUREAU/OFFICERS

Président/Chair: Debbie RANNING (Mme/Mrs.) (Norvege/Norway)

Vice-présidents/Vice-Chairs: DUAN Chuane (Mme/Mrs.) (Chine/China)
Tibor IVANQVIC (Croatie/Croatia)

Secrétaire/Secretary: Malcolm TODD (OMPI/WIPO)
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VI. BUREAU INTERNATIONAL DE L’ORGANISATION MONDIALE
DE LA PROPRIETE INTELLECTUELLE (OMPI)/
INTERNATIONAL BUREAU OF THE WORLD INTELLECTUAL
PROPERTY ORGANIZATION (WIPO)

Francois CURCHOD, vice-directeur général/Deputy Director Genera

Département des enregistrements internationaux/I nternational Registrations Department:
Bruno MACHADO (directeur/Director); Salvatore DI PALMA (directeur adjoint et chef de
la Section de I’ administration/Deputy Director and Head, Administration Section);

Malcolm TODD (directeur adjoint et chef de la Section juridique/Deputy Director and Head,
Legal Section); Louise Marié VAN GREUNEN (Ms.) (conseillére juridique principale/Senior
Legal Counsdllor); Denis COHEN (juriste principal, Section juridique/Senior Legal Officer,
Legal Section); Marie-Paule RIZO (Mme) (juriste, Section juridique/Legal Officer, Legal
Section); Junying TAO (Mme) (administratrice al’information, Section juridique/
Information Officer, Lega Section); Hiroshi OKUTOMI (juriste adjoint, Section
juridique/Assistant Legal Officer, Legal Section)

[Annex |1 follows]
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Common Regulations Under the Madrid Agreement Concerning the International
Regidration of Marks and the Protocol Relating to that Agreement

Amended Rules as Approved by the Working Group

Rule 1
Abbreviated Expressions

For the purposes of these Regulations,

() “Agreement” means the Madrid Agreement Concerning the Internationa
Regigtration of Marks of April 14, 1891, as revised at Stockholm on July 14, 1967, and amended

on September 28, 1979,

(xviibis) “Contracting Party whose designation is governed by the Agreement” means a
Contracting Party designated under the Agreement or, where a change of ownership has been
recorded and the Contracting Party of the holder is bound by the Agreement, a designated
Contracting Party which is alse-bound by the Agreement;

It was also agreed that, in the English version of the Common Regulations, the word “recordal”
or “recordals’ would be replaced by the word “recording” or “recordings’ in the following
provisions:

Rule 3(4) (title), Rule 3(4)(b) (twice), Rule 3(6) (title), Rule 3(6)(a) (twice), Rule 3(6)(c)(ii),
Rule 3(6)(e), Rule 6(2)(b)(iii), Rule 6(3) (title), Rule 6(3)(a), Rule 6(3)(b) (twice), Rule 6(3)(c),
Rule 6(4)(a) (twice), Rule 21(2) (title), Rule 22(2) (title), Rule 24(3)(c)(ii), Rule 24(7) (title),
Rule 25(2)(b), Rule 25(2)(c) (twice), Rule 25(4), Rule 26 (title) (twice), Rule 26(1) (twice),
Rule 26(2) (twice), Rule 31 (title), Rule 31(1) (title), Rule 36 (twice), Rule 39(3), Rule 40(2)(iii)
and Rule 40(3)(d).
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(xix) “notification of provisiona refusal” means a declaration by the Office of a
designated Contracting Party, in accordance with Article 5(1) of the Agreement or Article 5(1) of
the Protocal;

(xixbis) “invalidation” means a decision by the competent authority (whether
adminigtrative or judicia) of adesignated Contracting Party revoking or cancelling the effects, in
the territory of that Contracting Party, of an international registration with regard to al or some of
the goods or services covered by the designation of the said Contracting Party;

(xxvibis) “Contracting Party of the holder” means
—  the Contracting Party whose Officeis the Office of origin, or
—  where achange of ownership has been recorded, the Contracting Party, or
one of the Contracting Parties, in respect of which the holder fulfills the

conditions, under Articles 1(2) and 2 of the Agreement or under Article 2 of
the Protocol, to be the holder of an internationa registration;

(xxxi) “Administrative Instructions’ means the Adminigtrative Instructions referred to
inRRule 41.

Rule 2
Communication with the International Bureau

Communi cations addressed to the International Bureau shall be effected as specified in the
Adminigtrative Instructions.

Rule 3
Representation Before the International Bureau

(b) The appointment of arepresentative may aso be made in a separate communication
which may relate to one or more specified international applications or internationa registrations
of the same applicant or holder. The said communication shal be presented to the International
Bureau
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(i) by the applicant, the holder or the appointed representative, or
(i) by the Office of the Contracting Party of the holder.

The communication shall be signed by the applicant or the holder, or by the Office through which
it was presented.

Rule 7
Notification Of Certain Soecial Requirements

(1) [Deleted]

(2) [Intentionto UsetheMark] Where a Contracting Party requires, as a Contracting
Party designated under the Protocol, a declaration of intention to use the mark, it shall notify that
requirement to the Director General. Where that Contracting Party requires the declaration to be
signed by the applicant himsalf and to be made on a separate officia form annexed to the
international application, the notification shall contain a statement to that effect and shall specify
the exact wording of the required declaration. Where the Contracting Party further requires the
declaration to be in English even if the internationa gpplication isin French, or to be in French
even if the international application isin English, the notification shall specify the required
language.

(3) [Notification] (& Any notification referred to in paragraph (2) may be made at the
time of the deposit by the Contracting Party of itsinstrument of ratification, acceptance or
approval of, or on to, the Protocol, and the effective date of the notification shal be the
same as the date of entry into force of the Protocol with respect to the Contracting Party having
made the notification. The notification may also be made later, in which case the notification
shall have effect three months after its receipt by the Director General, or at any later date
indicated in the notification, in respect of any international registration whose date is the same as
or islater than the effective date of the notification.

(b) Any notification made under paragraph (1), asin force before dateOctober 4, 2001,
or shall-bewithdrann by -at-the latest; -[datel—Any-notification-made under-paragraph (2) may be
withdrawn at any time. The notice of withdrawal shall be addressed to the Director General. The
withdrawal shall have effect upon receipt of the notice of withdrawal by the Director Generd or at
any later date indicated in the notice.

Paragraph (1) of Rule 7 read:

“Where a Contracting Party requires that, where its Office is the Office of origin and the holder’s
addressisin the territory of that Contracting Party, designations made subsequently to the
internationa registration be presented to the Internationa Bureau by the said Office, it shall
notify that requirement to the Director Generd.”
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Rule 9
Requirements Concerning the International Application

(4) [Contents of the International Application] (& The internationa application shall
contain or indicate

(i) the name of the applicant, given in accordance with the Administrative
Instructions,

(i) the address of the gpplicant, given in accordance with the Adminigtrative
Instructions,

(iii) the name and address of the representative, if any, given in accordance with the
Adminigrative Instructions,

(iv) where the applicant wishes, under the Paris Convention for the Protection of
Industrial Property, to take advantage of the priority of an earlier filing, a declaration claming the
priority of that earlier filing, together with an indication of the name of the Office where such
filing was made and of the date and, where available, the number of that filing, and, where the
earlier filing relates to less than al the goods and services listed in the internationa application,
the indication of those goods and services to which the earlier filing relates,

(v) areproduction of the mark that shall fit in the box provided on the officia form;
that reproduction shal be clear and shal, depending on whether the reproduction in the basic
gpplication or the basic regigtration isin black and white or in color, be in black and white or in
color,

(vi) where the applicant wishes that the mark be considered as a mark in standard
characters, a declaration to that effect,

(vii) where color is claimed as a ditinctive feature of the mark in the basic application
or basic registration, or where the applicant wishes to claim color as a distinctive feature of the
mark and the mark contained in the basic application or basic registration isin color, an indication
that color is clamed and an indication by words of the color or combination of colors clamed
and, where the reproduction furnished under item(v) isin black and white, one reproduction of
the mark in color,

(viibis) where the mark that is the subject of the basic application or the basic registration
consists of acolor or acombination of colors as such, an indication to that effect, |

(viii) where the basic application or the basic registration relates to a three-dimensional
mark, the indication “three-dimensional mark,”

(iX) where the basic application or the basic registration relates to a sound mark, the
indication “sound mark,”
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(X) where the basic application or the basic regisiration relates to a collective mark or
a certification mark or a guarantee mark, an indication to that effect,

(xi) where the basic application or the basic registration contains a description of the
mark by words and the applicant wishes to include the description or the Office of origin requires
the inclusion of the description, that same description; where the said description isin alanguage
other than the language of the internationa application, it shall be given in the language of the
internationa application,

(xii) where the mark congists of or contains matter in characters other than Latin
characters or numbers expressed in numeras other than Arabic or Roman numerals, a
tranditeration of that matter in Latin characters and Arabic numerds; the tranditeration into Latin
characters shall follow the phonetics of the language of the internationa application,

(xiii) the names of the goods and services for which the international regisiration of the
mark is sought, grouped in the appropriate classes of the Internationa Classification of Goods and
Services, each group preceded by the number of the class and presented in the order of the classes
of that Classification; the goods and services shal be indicated in precise terms, preferably using
the words appearing in the Alphabetical List of the said Classfication; the international
application may contain limitations of the list of goods and services in respect of one or more
designated Contracting Parties; the limitation in respect of each Contracting Party may be
different,

(xiv) the amount of the fees being paid and the method of payment, or instructions to
debit the required amount of fees to an account opened with the International Bureau, and the
identification of the party effecting the payment or giving the instructions, and

(xv) the designated Contracting Parties.
(b) Theinternationa application may aso contain,

(i) where the applicant is anaturd person, an indication of the State of which the
gpplicant isa nationd;

(i) where the gpplicant is alegdl entity, indications concerning the legal nature of
that legal entity and the State, and, where applicable, the territorid unit within that State, under the
law of which the said legd entity has been organized;

(iii) where the mark consists of or contains aword or words that can be trandated, a
trandation of that word or those words into French if the internationa application is governed
exclusvely by the Agreement, or into English or French or both if the internationa application is
governed exclusively by the Protocol or is governed by both the Agreement and the Protocal;

(iv) wherethe applicant claims color as a distinctive feature of the mark, an
indication by words, in respect of each color, of the principal parts of the mark which arein that
color;

(v) where the applicant wishes to disclaim protection for a-ren-distinetive any |
element of the mark, an indication of that fact and of the element or eements for which protection |
is disclaimed.
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(5) [Additional Contents of an International Application] (a) An international application
governed exclusively by the Agreement or by both the Agreement and the Protocol shall contain
the number and date of the basic registration and shdl indicate one of the following:

(i) that the applicant has areal and effective industrial or commercia establishment
in the territory of the Contracting State whose Office is the Office of origin, or

(i) where the applicant has no such establishment in that-any Contracting State of
the Agreement, that he has a domicile in the territory of that-the State whose Office is the Office

of origin, or

(iii) where the applicant has no such establishment or domicilein the territory of that
any Contracting State of the Agreement, that he isa nationd of that-the State whose Office isthe

Office of origin.

(b) Aninternationa application governed exclusively by the Protocol shall contain the
number and date of the basic application or basic registration and shall indicate one or more of the
following:

(i) where the Contracting Party whose Office isthe Office of origin is a State, that
the applicant isanationd of that State;

(i) where the Contracting Party whose Officeis the Office of originisan
organization, the name of the Member State of that organization of which the applicant isa
national;

(iii) that the applicant has a domicile in the territory of the Contracting Party whose
Office isthe Office of origin;

(iv) that the gpplicant has areal and effective industrial or commercia establishment
in the territory of the Contracting Party whose Office is the Office of origin.

(©) Where the address of the applicant given in accordance with paragraph (4)(a)(ii) is
not in the territory of the Contracting Party whose Office is the Office of origin and it has been
indicated under subparagraph (a)(i) or (ii) or subparagraph (b)(iii) or (iv) that the applicant has a
domicile or an establishment in the territory of that Contracting Party, that domicile or the address
of that establishment shall be given in the internationa application.

(d) Theinternationa application shal contain a declaration by the Office of origin
certifying

(i) the date on which the Office of origin received or, as provided for in Rule 11(1),
is deemed to have received the request by the applicant to present the international application to
the International Bureau,

(i) that the applicant named in the internationa application is the same asthe
applicant named in the basic application or the holder named in the basic registration, as the case
may be,
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(i) that any indication referred to in paragraph (4)(8)(viibis) to (xi) and appearing in
the internationa application appears aso in the basic application or the basic registration, asthe
case may be,

(iv) that the mark that is the subject matter of the internationa application isthe same
asin the basic application or the basic registration, as the case may be,

(v) that, if color is claimed as a distinctive feature of the mark in the basic
application or the basic registration, the same claim isincluded in the internationa application or
that, if color is claimed as a ditinctive feature of the mark in the international application without
having being claimed in the basic application or basic registration, the mark in the basic
gpplication or basic regigration isin fact in the color or combination of colors claimed, and

(vi) that the goods and services indicated in the international application are covered
by the list of goods and services appearing in the basic application or basic registration, as the case
may be.

() Where the internationa application is based on two or more basic applications or
basic registrations, the declaration referred to in subparagraph (d) shall be deemed to apply to all
those basic gpplications or basic registrations.

(f) Where the international application contains the designation of a Contracting Party
that has made a natification under Rule 7(2), the international application shal aso contain a
declaration of intention to use the mark in the territory of that Contracting Party; the declaration
shall be considered part of the designation of the Contracting Party requiring it and shall, as
required by that Contracting Party,

(i) besigned by the applicant himsalf and be made on a separate official form
annexed to the international application, or

(i) beincluded in the international application.

Rule 14
Registration of the Mark in the International Register

(1) [Regidtration of the Mark in the International Register] Where the International
Bureau finds that the international application conforms to the applicable requirements, it shal
register the mark in the International Register, notify the Offices of the designated Contracting
Parties of the international registration and inform the Office of origin accordingly, and send a
certificate to the holder. Where the Office of origin so wishes and has informed the International
Bureau accordingly, the certificate shall be sent to the holder through the Office of origin.
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Rule 15
Date of the International Registration

(1) [lrregularities Affecting the Date of the International Registration] Where the
international application received by the International Bureau does not contain al of the following
elements:

(i) indications alowing the identity of the applicant to be established and sufficient
to contact the applicant or his representative, if any,

(i) the Contracting Parties which are designated,
(iif) areproduction of the mark,

(iv) theindication of the goods and services for which registration of the mark is
sought,

the internationa registration shal bear the date on which the last of the missing elements reached
the International Bureau, provided that, where the last of the missing elements reaches the
International Bureau within the two-month time limit referred to in Article 3(4) of the Agreement
and Article 3(4) of the Protocol, the international registration shal bear the date on which the
defective international application was received or, as provided in Rule 11(1), is deemed to have
been received by the Office of origin.

(2) [Date of the International Registration in Other Cases] In any other case, the
international registration shall bear the date determined in accordance with Article 3(4) of the
Agreement and Article 3(4) of the Protocol.

Rule 16
Time Limit for Notifying Provisional Refusal Based on an Opposition

(1) [Information Relating to Possible Oppositions] (a) Where a declaration has been
made by a Contracting Party pursuant to Article 5(2)(b) and (c), first sentence, of the Protocol, the
Office of that Contracting Party shdl, where it has become apparent with regard to a given
international registration designating that Contracting Party that the opposition period will expire
too late for any provisional refusal based on an opposition to be notified to the International
Bureau within the 18-month time limit referred to in Article 5(2)(b), inform the Internationd
Bureau of the number, and the name of the holder, of that internationa registration.

(b) Where, at the time of the communication of the information referred to in
subparagraph (a), the dates on which the opposition period begins and ends are known, those
dates shal be indicated in the communication. If such dates are not yet known at that time, they
shal be communicated to the International Bureau at the latest at the same time as any natification
of aprovisona refusa based on an opposition.
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(c) Where subparagraph (a) applies and the Office referred to in the said
subparagraph has, before the expiry of the 18-month time limit referred to in the same
subparagraph, informed the International Bureau of the fact that the time limit for filing
oppositions will expire within the 30 days preceding the expiry of the 18-month time limit and of
the possibility that oppositions may be filed during those 30 days, a provisional refusal based on
an opposition filed during the said 30 days may be notified to the International Bureau within one
month from the date of filing of the opposition.

(2) [Recording and Tranamittal of the Information] The Internationa Bureau shal record
in the International Register the information received under paragraph (1) and shall transmit that
information to the holder.

Rule 17
Provisional Refusal and Statement of Grant of Protection

(1) [Notification of Provisonal Refusal] (a) A notification of provisiona refusa may
comprise a declaration stating the grounds on which the Office making the notification considers
that protection cannot be granted in the Contracting Party concerned (“ex officio provisiona
refusal”) or a declaration that protection cannot be granted in the Contracting Party concerned
because an opposition has been filed (“provisiona refusal based on an opposition™) or both.

(b) A natification of provisona refusal shall relate to one international registration,
shall be dated and shall be signed by the Office making it.

(2) [Content of the Natification] A notification of provisona refusal shal contain or
indicate

(i) the Office making the notification,

(i) the number of the international registration, preferably accompanied by other
indications enabling the identity of the international registration to be confirmed, such asthe
verbal elements of the mark or the basic gpplication or basic registration number,

(i) [Deleted]

(iv) dl the grounds on which the provisional refusal is based, together with a
reference to the corresponding essentia provisions of the law,

(v) where the grounds on which the provisiona refusdl is based relate to a mark
which has been the subject of an application or registration and with which the mark that isthe
subject of the international registration appearsto be in conflict, the filing date and number, the
priority date (if any), the registration date and number (if available), the name and address of the
owner, and a reproduction, of the former mark, together with the list of al or the relevant goods
and services in the gpplication or registration of the former mark, it being understood that the said
list may be in the language of the said application or registration,
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(vi) ether that the grounds on which the provisonad refusa is based affect dl the
goods and services or an indication of the goods and services which are affected, or are not
affected, by the provisonal refusal,

(vii) thetime limit, reasonable under the circumstances, for filing a request for review
of, or apped againg, the ex officio provisona refusal or the provisiona refusal based on an
opposition and, as the case may be, for filing a response to the opposition, preferably with an
indication of the date on which the said time limit expires, and the authority with which such
request for review, apped or response should be filed, with the indication, where applicable, that
the request for review, the appedl or the response has to be filed through the intermediary of a
representative whose address is within the territory of the Contracting Party whose Office has
pronounced the refusal.

(3) [Additional Requirements Concerning a Notification of Provisonal Refusal Based on
an Opposition] Where the provisiona refusal of protection is based on an opposition, or on an
opposition and other grounds, the notification shall, in addition to complying with the
requirements referred to in paragraph (2), contain an indication of that fact and the name and
address of the opponent; however, notwithstanding paragraph (2)(v), the Office making the
notification must, where the opposition is based on a mark which has been the subject of an
application or registration, communicate the list of the goods and services on which the opposition
is based and may, in addition, communicate the complete list of goods and services of that earlier
gpplication or regigtration, it being understood that the said lists may be in the language of the
earlier gpplication or registration.

(4) [Recording; Transmittal of Copiesof Notifications| The International Bureau shall
record the provisiona refusd in the International Register together with the data contained in the
notification, with an indication of the date on which the notification was sent or is regarded under
Rule 18(1)(de) as having been sent to the International Bureau and shall transmit a copy thereof to |
the Office of origin, if that Office has informed the International Bureau that it wishes to receive
such copies, and, a the same time, to the holder.

(5) [Confirmation or Withdrawal of Provisional Refusal] (a) An Office which has sent to
the International Bureau a notification of provisiona refusal shal, once al procedures before the
said Office relating to the protection of the mark have been completed, send to the International
Bureau a statement indicating either

(i) that protection of the mark is refused in the Contracting Party concerned for al
goods and services,

(i) that the mark is protected in the Contracting Party concerned for al goods and
services requested, or

(iii) the }istof-goods and services for which the mark is protected in the Contracting |
Party concerned.

(b) Where, following the sending of a statement in accordance with subparagraph (a),
the Office-becormes-aware-of-afurther decision affects affecting-the protection of the mark, the
Office shall, to the extent that it is aware of that decison send to the Internationa Bureau a
further statement indicating the goods and services for which the mark is protected in the
Contracting Party concerned.
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() TheInternational Bureau shal record any statement received under
subparagraph (a) or (b) in the International Register and shall transmit a copy thereof to the
holder.

(d) The Office of a Contracting Party may, in a declaration, notify the Director Genera
that, in accordance with the law of the said Contracting Party,

(1) any provisond refusa that has been notified to the International Bureau is
subject to review by the said Office, whether or not such review has been
requested by the holder, and

(i) the decision taken on the said review may be the subject of a further review or
appeal before the Office.

Where this declaration applies and the Office is not in a position to communicate the said decision
directly to the holder of the internationa registration concerned, the Office shall, notwithstanding
the fact that all procedures before the said Office relating to the protection of the mark may not

have been completed, send the statement referred to in subparagraph (a) to the International

Bureau immediately following the said decison. Any further decision affecting the protection of
the mark shall be sent to the Internationa Bureau in accordance with subparagraph (b). |

(e) The Office of aContracting Party may, in adeclaration, notify the Director Genera
that, in accordance with the law of the said Contracting Party, any ex officio provisonal refusal
that has been notified to the International Bureau is not open to review before the said Office.
Where this declaration applies, any ex officio notification of aprovisional refusal by the said
Office shall be deemed to include a statement in accordance with subparagraph (a)(i) or (iii).

(6) [Satement of Grant of Protection] (a) An Office which has not communicated a
notification of provisona refusal may, within the period applicable under Article 5(2) of the
Agreement or Article 5(2)(a) or (b) of the Protocol, send to the Internationa Bureau any of the
following:

(i) astatement to the effect that al procedures before the Office have been
completed and that the Office has decided to grant protection to the mark that is the subject of the
internationd registration;

(i) agatement to the effect that the ex officio examination has been completed and
that the Office has found no grounds for refusal but that the protection of the mark is still subject
to opposition or observations by third parties, with an indication of the date by which such |
oppositions may be filed;

(iii) where a statement in accordance with subparagraph (ii) has been sent, a further
statement to the effect that the opposition period has expired without any opposition or |
observations being filed and that the Office has therefore decided to grant protection to the mark |
that is the subject of the international registration.

(b) The International Bureau shall record any statement received under
subparagraph (a) in the International Register and shall transmit a copy to the holder.
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Rule 18
Irregular Notifications of Provisional Refusal

(1) [Contracting Party Designated Under the Agreement] (&) A notification of
provisona refusal communicated by the Office of a Contracting Party designated under the
Agreement shall not be regarded as such by the International Bureau

(i) if it does not contain any internationa registration number, unless other
indications contained in the notification permit the internationd registration to which the
provisond refusal relates to be identified,

(i) if it does not indicate any grounds for refusal, or

(iii) if it issent too late to the Internationa Bureau, that is, if it is sent after the expiry
of one year from the date on which the recording of the internationa registration or the recording
of the designation made subsequently to the internationa registration has been effected, it being
understood that the said date is the same as the date of sending the notification of the international
registration or of the designation made subsequently.

(b) Where subparagraph (a) applies, the International Bureau shall nevertheless transmit
acopy of the natification to the holder, shdl inform, at the same time, the holder and the Office
that sent the notification that the notification of provisona refusa is not regarded as such by the
International Bureau, and shall indicate the reasons therefor.

(o) If the notification

(1) isnot signed on behalf of the Office which communicated it, or does not
otherwise comply with the requirements of Rule 2(1)}(a) or with the requirement
gpplicable under Rule 6(2),

(i) does not contain, where applicable, the details of the mark with which the mark
that is the subject of the international registration appears to be in conflict
(Rule 17(2)(v) and (3)),

(iii) does not comply with the requirements of Rule 17(2)(vi),

(iv) doesnot comply W|th the reqw rements of +nd+eateiehea=|thems,'—m¢hwh+eha

(Rule 17(2)(V||)) or

(v) [Deleted]

(vi) doesnot contain, where applicable, the name and address of the opponent and
the indication of the goods and services on which the opposition is based
(Rule 17(3)),
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the International Bureau shall, except where subparagraph (d) applies, nonetheless record the
provisond refusa in the International Register. The International Bureau shall invite the Office
which communicated the provisiona refusal to send arectified notification within two months
from the invitation and shal transmit to the holder copies of the irregular notification and of the
invitation sent to the Office concerned.

(d) Where the notification does not comply with the requirements of Rule 17(2)(vii),
the provisional refusal shall not be recorded in the Internationa Register. |f however arectified
notification is sent within the time limit referred to in subparagraph (c), it shall be regarded, for
the purposes of Article 5 of the Agreement, as having been sent to the Internationa Bureau on the
date on which the defective notification had been sent to it. If the notification is not so rectified, it
shall not be regarded as a notification of provisona refusd. In thelatter case, the Internationa
Bureau shall inform, at the same time, the holder and the Office that sent the notification that the
notification of provisona refusal is not regarded as such by the International Bureau, and shall
indicate the reasons therefor.

(e) Any rectified notification shall, where the applicable law so permits, indicate a new
time limit, reasonable under the circumstances, for filing a request for review of, or apped
againg, the ex officio provisional refusal or the provisiona refusal based on an opposition and, as
the case may be, for filing a response to the opposition, preferably with an indication of the date
on which the said time limit expires.

() The International Bureau shall transmit a copy of any rectified notification to the

holder.
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(2) [Contracting Party Designated Under the Protocol] (a) Paragraph (1) shal aso apply
in the case of a notification of provisona refusa communicated by the Office of a Contracting
Party designated under the Protocal, it being understood that the time limit referred to in
paragraph (1)(a)(iii) shall be the time limit applicable under Article 5(2)(a), (b) or (c)(ii) of the
Protocol.

(b) Paragraph (1)(a) shall apply to determine whether the time limit before the expiry of
which the Office of the Contracting Party concerned must give the International Bureau the
information referred to in Article 5(2)(c)(i) of the Protocol has been complied with. If such
information is given after the expiry of that time limit, it shall be regarded as not having been
given and the Internationa Bureau shall inform the Office concerned accordingly.

(©) Where the natification of provisiond refusal based on an opposition is made under
Article 5(2)(c)(ii) of the Protocol without the requirements of Article 5(2)(c)(i) of the Protocol
having been complied with, it shal not be regarded as a notification of provisona refusa. In
such acasg, the International Bureau shal nevertheless transmit a copy of the notification to the
holder, shall inform, at the same time, the holder and the Office that sent the notification that the
notification of provisona refusa is not regarded as such by the International Bureau, and shall
indicate the reasons therefor.

Rule 19
Invalidationsin Designated Contracting Parties

(2) [Recording of the Invalidation and Information to the Holder and the Office
Concerned] The International Bureau shall record the invalidation in the International Register,
together with the data contained in the notification of invalidation, and shal inform accordingly
the holder. The International Bureau shall aso inform the Office that communicated the
notification of invalidation of the date on which the invalidation was recorded in the International
Regigter if that Office has requested to receive such information.
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Rule 20
Redtriction of the Holder’ s Right of Disposal

(1) [Communication of Information] (a) The holder of an internationa regitration or the
Office of the Contracting Party of the holder may inform the International Bureau that the
holder’ s right to dispose of the internationa registration has been restricted and, if appropriate,
indicate the Contracting Parties concerned.

(b) The Office of any designated Contracting Party may inform the International
Bureau that the holder’ s right of disposal has been restricted in respect of the international
registration in the territory of that Contracting Party.

(o) Information given in accordance with subparagraph (a) or (b) shdl consist of a
summary statement of the main facts concerning the restriction.

(2) [Partial or Total Removal of Restriction] Where the International Bureau has been
informed of arestriction of the holder’ s right of disposal in accordance with paragraph (1), the
Office-ef-the Contracting-Pparty that whieh-communicated the information shall also inform the
International Bureau of any partia or total remova of that restriction.

(3) [Recording] The International Bureau shall record the information communicated
under paragraphs (1) and (2) in the International Register and shal inform accordingly the holder,
aceordinghy the designated Contracting Parties concerned and, where the information has been
given by an Office, that Office.

Rule 20bis
Licenses

(1) [Request for the Recording of aLicense] (a) A reguest for the recording of alicense
shall be presented to the International Bureau on the relevant officia form by the holder or, if the
Office admits such presentation, by the Office of the Contracting Party of the holder or the Office
of a Contracting Party with respect to which the license is granted.

(b) Therequest shall eentar-e-indicate
(i) the number of the international registration concerned,
(i) the name of the holder,

(iii) the name and address of the licensee, given in accordance with the
Adminigrative Instructions,

(iv) the designated Contracting Parties with respect to which the license is granted,
(v) that the licenseis granted for all the goods and services covered by the

international registration or the goods and services for which the license is granted, grouped in
the appropriate classes of the International Classification of Goods and Services.;
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(©) Therequest may aso eentair-or-indicate

(i) wherethelicenseeisanatura person, the State of which the licenseeisa
nationdl,

(i) wherethe licenseeisalegal entity, the lega nature of that entity and the State
and, where applicable, the territoriad unit within that State, under the law of which the said legal
entity has been organized,

(iif) that the license concerns only a part of the territory of a specified designated
Contracting Party,=

(iv) where the licensee has a representative, the name and address of the
representative, given in accordance with the Administrative Instructions,

(v) wherethe license is an exclusive license or a sole license, that fact,

(vi) where applicable, the duration of the license.

(d) Therequest shdl be signed by the holder or by the Office through which itis
presented.

(2) [Irregular Request] (a) If the request for the recording of alicense does not comply
with the appheable-requirements of paragraph(1)(a), (b) and (d), the International Bureau shall
notify that fact to the holder and, if the request was presented by an Office, to that Office.

(b) If theirregularity is not remedied within three months from the date of the
notification of the irregularity by the International Bureau, the request shall be considered
abandoned, and the International Bureau shal notify accordingly and at the same time the holder
and, if the request was presented by an Office, that Office, and refund any fees paid, after
deduction of an amount corresponding to one-half of the relevant fees referred to in item7 of the
Schedule of Fees, to the party having paid those fees.

(3) [Recording and Notification] Where the request complies with the applicable
requirements of paragraph (1)(a), (b) and (d), the International Bureau shall record the licensein
the International Register, together with the information contained in the request, shall notify
accordingly the Offices of the designated Contracting Partiesin respect of which the licenseis
granted and shall inform at the same time the holder and, if the request was presented by an
Office, that Office.

(4) [Amendment or Cancellation of the Recording of a License] Paragraphs (1) to (3) shall
gpply mutatis mutandis to a request for the amendment or cancellation of the recording of a
license.
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(5) [Declaration That the Recording of a Given License Has No Effect] (a) The Officeof |
a designated Contracting Party which is notified by the International Bureau of the recording of a
license in respect of that Contracting Party may declare that such recording the said-license hasno |
effect in the said Contracting Party.

(b) The declaration referred to in subparagraph (a) shdl indicate

(i) thereasonsfor which the recording of the license has no effect, |

(i) where the declaration does not affect al the goods and services to which the
license relates, those which are affected by the declaration or those which are not affected by the
declaretion,

(iii) the corresponding essential provisions of the law, and
(iv) whether such declaration may be subject to review or appedl.
() Thedeclaration referred to in subparagraph () shall be retified-sent to the

International Bureau before the expiry of 18 months from the date on which the notification
referred to in paragraph (3) was sent to the Office concerned.

(d) The International Bureau shall record in the International Register any declaration
made in accordance with subparagraph (c) and whieh-shall notify accordingly the party (holder or
Office) that presented the request to record the license.

(de) Any find decison relating to the-a declaration made in accordance with referredto
H-subparagraph (ac) shall be notified to the International Bureau which shall record it in the
International Register and notify accordingly the party (holder or Office) that presented the
request to record the license.

(6) [Declaration That the Recording of a Licenses in the International Register Has No
Effect in a Contracting Party] (a) The Office of a Contracting Party the law of which does not

provide for the recording of trademark licenses may notify the Director Genera that the recording
of licenses in the International Register has no effect in that Contracting Party.

(b) The Office of a Contracting Party the law of which provides for the recording of
trademark licenses may, before the date on which this Rule comes into force or the date on which
the said Contracti ng Party becom& bound by the Agreement or the Protocol notify the Director
Generd that-ae : # the recording of a
licensesin the Internatlonal Reglster has no effect in that Contractl ng Party. Such notification
may be withdrawn at any time.

XtHhha-Earb
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Rule 23
Divison or Merger of the Basic Applications,
of the Registrations Resulting Therefrom,
or of the Basic Registrations

(1) [Notification of the Division of the Basic Application or Merger of the Basic
Applications] Where, during the five-year period referred to in Article 6(3) of the Protocal, the
basic application is divided into two or more applications, or severa basic applications are merged
into a single application, the Office of origin shall notify the International Bureau accordingly and
shall indicate

(1) the number of the internationd registration or, if the international registration has
not yet been effected, the number of the basic application,

(i) the name of the holder or applicant,

(iif) the number of each application resulting from the division or the number of the
gpplication resulting from the merger.

(2) [Recording and Notification by the International Bureau] The International Bureau
shall record the notification referred to in paragraph (1) in the International Register and shall
notify the Offices of the designated Contracting Parties and, at the same time, the holder.

(3) [Division or Merger of Registrations Resulting from Basic Applications or of Basic
Registrations] Paragraphs (1) and (2) shal apply, mutatis mutandis, to the division of any
registration or merger of any registrations which resulted from the basic application or
applications during the five-year period referred to in Article 6(3) of the Protocol and to the
division of the basic registration or merger of the basic registrations during the five year period
referred to in Article 6(3) of the Agreement and in Article 6(3) of the Protocol.

Rule 24
Designation Subsequent to the International Registration

(1) [Entitlement] (&) A Contracting Party may be the subject of a designation made
subsequent to the international registration (hereinafter referred to as “ subsequent designation”
where, a the time of that designation, the holder fulfills the conditions, is-entitled,-under
Article 1(2) and 2 of the Agreement or under Article 2 of the Protocol, to fie-be the holder of an

international appHeationsregistration

(b) Where the Contracting Party of the holder is bound by the Agreement, the holder
may designate, under the Agreement, any Contracting Party that is alss-bound by the Agreement. |

(c) Where the Contracting Party of the holder is bound by the Protocol, the holder may
designate, under the Protocol, any Contracting Party that is alse-bound by the Protocol, provided |
that the said Contracting Parties are not both bound by the Agreement.
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(2) [Presentation; Formand Sgnature] (8 A subsequent designation shall be presented
to the International Bureau by the holder or by the Office of the Contracting Party of the holder;
however,

(i) whereRule 7(1), asin force before dateOctober 4, 2001, applies, it must be
presented by the Office of origin;

(i) where any of the Contracting Parties are designated under the Agreement, the
subsequent designation must be presented by the Office of the Contracting Party of the holder.

(b) The subsequent designation shall be presented on the official form in one copy.
Where it is presented by the holder, it shal be signed by the holder. Whereit is presented by an
Office, it shdl be signed by that Office and, where the Office so requires, dso by the holder.
Whereit is presented by an Office and that Office, without requiring that the holder also sign i,
alows that the holder aso sign it, the holder may do so.

(3) [Contents]

(d) Where the international registration is based on a basic application, a subsequent
designation under the Agreement shall be accompanied by a declaration, signed by the Office of
origin, certifying that the said application has resulted in a registration and indicating the date and
number of that registration, unless such a declaration has already been received by the
International Bureau.

(5) [lrregularities]

(c) Notwithstanding subparagraphs (a) and (b), where the requirements of
paragraph (1)(b) or (c) are not complied with in respect of one or more of the designated
Contracting Parties, the subsequent designation shall be deemed not to contain the designation of
those Contracting Parties, and any complementary or individual fees aready paid in respect of
those Contracting Parties shall be reimbursed. H-\Where the requirements of paragraph (1)(b)
or (c) are net-complied with in respect of al-none of the designated Contracting Parties,
subparagraph (b) shal apply.
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Rule 25
Request for Recording of a Change;
Reguest for Recording of a Cancellation

(1) [Presentation of the Request] (a) A request for recording shall be presented to the
International Bureau on the relevant officia form, in one copy, where the request relates to any of
the following:

() achangein the ownership of the international registration in respect of dl or
some of the goods and services and dl or some of the designated Contracting Parties;

(i) alimitation of the list of goods and services in respect of dl or some of the
designated Contracting Parties,;

(iii) arenunciation in respect of some of the designated Contracting Parties for al the
goods and services,

(iv) achangein the name or address of the holder;

(v) cancedllation of the international registration in respect of all the designated
Contracting Parties for al or some of the goods and services.

(b) Subject to subparagraph (c), the request shal be presented by the holder or by the
Office of the Contracting Party of the holder ; however, the request for the recording of a change
in ownership may be presented through the Office of the Contracting Party, or of one of the
Contracting Parties, indicated in the said request in accordance with paragraph (2)(a)(iv).

() Therequest for the recording of arenunciation or a cancellation may not be
presented directly by the holder where the renunciation or cancellation affects any Contracting
Party whose designation is governed by the Agreement.

(d) Wherethe request is presented by the holder, it shal be sgned by the holder.
Whereit is presented by an Office, it shall be signed by that Office and, where the Office so
requires, aso by the holder. Whereit is presented by an Office and that Office, without requiring
that the holder also sign it, alows that the holder aso sign it, the holder may do so.

(2) [Contents of the Request] (a) The request for the recording of a change or the request
for the recording of a cancellation shal, in addition to the requested change or cancellation,
contain or indicate

(i) the number of the international registration concerned,

(i) the name of the holder, unless the change relates to the name or address of the
representative,

(iii) inthe case of achange in the ownership of the internationa regigtration, the
name and address, given in accordance with the Administrative Instructions, of the natural person
or legal entity mentioned in the request as the new holder of the internationa registration
(hereinafter referred to as “the transferee’),
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(iv) inthe case of achangein the ownership of the international registration, the
Contracting Party or Parties in respect of which the transferee fulfills the conditions, under
Articles 1(2) and 2 of the Agreement or under Article 2 of the Protocol, to be the holder of an |
international registration,

(v) inthe case of achangein the ownership of the interretiona registration, where
the address of the transferee given in accordance withsdbparagraph-(a) item (iii) is not in the |
territory of the Contracting Party, or of one of the Contracting Parties, given in accordance with
sdbparagraph-(ayitem (iv), and unless the transferee has indicated that he is a nationd of a |
Contracting State or of a State member of a Contracting Organization, the address of the
establishment, or the domicile, of the transferee in the Contracting Party, or in one of the
Contracting Parties, in respect of which the transferee fulfills the conditions to be the holder of an
international registration,

(vi) in the case of achange in the ownership of the internationa registration that does
not relate to all the goods and services and to al the designated Contracting Parties, the goods and
services and the designated Contracting Parties to which the change in ownership relates, and

(vii) the amount of the fees being paid and the method of payment, or instructions to
debit the required amount of fees to an account opened with the International Bureau, and the
identification of the party effecting the payment or giving the instructions.

Rule 27
Recording and Notification of a Change or of a Cancellation; Merger of International
Registrations; Declaration That a Change in Ownership or a Limitation Has No Effect

(1) [Recording and Notification of a Change or of a Cancedllation] (a) The International
Bureau shall, provided that the request referred to in Rule 25(1)(a) is in order, promptly record the
change or the cancellation in the International Regigter, shal notify accordingly the Offices of the
designated Contracting Partiesin which the change has effect or, in the case of a cancellation, the
Offices of dl the designated Contracting Parties, and shdl inform at the same time the holder and,
if the request was presented by an Office, that Office. Where the recording relates to a changein
ownership, the Internationa Bureau shal aso inform the former holder in the case of atotd
change in ownership and the holder of the part of the international registration which has been
assigned or otherwise transferred in the case of apartial change in ownership. Where the request
for the recording of a cancellation was presented by the holder or by an Office other than the
Office of origin during the five-year period referred to in Article 6(3) of the Agreement and
Article 6(3) of the Protocol, the International Bureau shall also inform the Office of origin.

(b) The change or the cancellation shall be recorded as of the date of receipt by the

International Bureau of arequest complying with the applicable requirements, except that, where
areguest has been made in accordance with Rule 25(2)(c), it may be recorded as of a later date.

(2) [Deleted]
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(3) [Recording of Merger of International Registrations] Where the same natural person
or legal entity has been recorded as the holder of two or more internationa registrations resulting
from a partid change in ownership-underparagraph-{2), the registrations shdl be merged at the |
request of the said person or entity, made either direct or through the Office of the Contracting
Party of the holder. The International Bureau shall notify accordingly the Offices of the
designated Contracting Parties affected by the change and shall inform at the same time the holder
and, if the request was presented by an Office, that Office,

(4) [Declaration That a Changein Ownership Has No Effect]

() Thedeclaration referred to in subparagraph (a) shall be netified-sent to the
International Bureau before the expiry of 18 months from the date on which the notification
referred to in subparagraph (a) was sent to the Office concerned.

(d) Thelnternational Bureau shal record in the Internationa Register any declaration
made in accordance with subparagraph (¢) and, as the case may be, record as a separate
internationa registration that part of the internationa registration which has been the subject of
the said declaration, and whieh-shal notify accordingly the party (holder or Office) that presented
the request for the recording of a change in ownership and the new holder.

(de) Any fina decison relating to the-a declaration made in accordance with referred-to
subparagraph (ac) shdl be notified to the International Bureau which shall record it in the
International Register and, as the case may be, modify the International Register accordingly, and
shdl notify accordingly the party (holder or Office) that presented the request for the recording of
achange in ownership and the new holder.

(5) [Declaration That a Limitation Has No Effect] (a) The Office of a designated
Contracting Party which is notified by the International Bureau of a limitation of the list of goods
and services affecting that Contracting Party may declare that the limitation has no effect in the
said Contracting Party. The effect of such adeclaration shall be that, with respect to the said

Contracting Party, the limitation shall not apply to the goods and services affected by the
declaration. |

(b) The declaration referred to in subparagraph (a) shal indicate
(i) thereasonsfor which the limitation has no effect,
(i) where the declaration does not affect al the goods and services to which the
limitation relates, those which are affected by the declaration or those which are not affected by

the declaration,

(iii) the corresponding essentia provisions of the law, and
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(iv) whether such declaration may be subject to review or appedl.

() Thedeclaration referred to in subparagraph (a) shall be netified-sent to the
International Bureau before the expiry of 18 months from the date on which the notification
referred to in subparagraph (a) was sent to the Office concerned.

(d) TheInternational Bureau shdll record in the International Register any declaration
made in accordance with subparagraph (c) and whieh-shall notify accordingly the party (holder or
Office) that presented the request to record the limitation.

(de) Any find decison relating to the-a declaration made in accordance with referredto
-subparagraph (ac) shdl be notified to the International Bureau which shall record it in the
|nternational Register and notify accordingly the party (holder or Office) that presented the

request to record the limitation.

Rule 28
Correctionsin the International Register

(1) [Correction] Where the International Bureau, acting ex officio or at the request of the
holder or of an Office, considers that there is an error concerning an international registration in
the International Regigter, it shall modify the Register accordingly.

(2) [Notification] The International Bureau shdl notify accordingly the holder and, at the
same time, the Offices of the designated Contracting Partiesin which the correction has effect.

(3) [Refusal Following a Correction] Any Office referred to in paragraph (2) shdl have
the right to declare in anotification of provisiona refusal addressed to the International Bureau
that it considers that protection cannot, or can no longer, be granted to the international
registration as corrected. Article 5 of the Agreement or Article 5 of the Protocol and Rules 16
to 18 shall apply mutatis mutandis, it being understood that the period alowed for sending the
said notification shall be counted from the date of sending the notification of the correction to the
Office concerned.

(4) [TimeLimitfor Correction] Notwithstanding paragraph (1), an error which is
attributable to an Office and the correction of which would affect the rights deriving from the
internationd registration may be corrected only if arequest for correction is received by the
International Bureau within nine months from the date of publication of the entry in the
International Register which is the subject of the correction.
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Rule 32
Gazette

(1) [Information Concerning International Registrations] (&) The International Bureau
shdl publish in the Gazette relevant data concerning

(iii) provisona refusas recorded under Rule 17(4), with an indication as to whether
the refusdl relates to al the goods and services or only some of them but without an indication of
the goods and services concerned and without the grounds for refusal, and statements and
information recorded under Rule 17(5)(c) and (6)(b);

(viii) cancellations effected under Rule 22(2) or recorded under Rule 27(1) or
Rule 34(3)(d);

(xi) information recorded under Rules 20, 20bis, 21, 22(2)(a), 23, 27(3) and (4)
and 40(3);

(2) [Information Concerning Particular Requirements and Certain Declarations of
Contracting Parties] The Internationa Bureau shal publish in the Gazette

(i) any natification made under Rule 7 or Rule 20bis(6) and any declaration made
under Rule 17(5)(d) or (e);

(iv) any naotification made under Rule 34(22)(b) or (3)(a);

(v) aligt of the days on which the International Bureau is not scheduled to be open to
the public during the current and the following calendar year.

Rule 34
Amounts and Payment Of Fees

(1) [Amountsof Fees] The amounts of fees due under the Agreement, the Protocol or
these Regulations, other than individud fees, are specified in the Schedule of Fees that is annexed
to these Regulations and forms an integral part thereof.
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(2) [Payments] (a) Thefeesindicated in the Schedule of Fees may be paid to the
International Bureau by the applicant or the holder, or, where the Office of origin or the Office of
the Contracting Party of the holder accepts to collect and forward such fees, and the applicant or
the holder so wishes, by that Office.

(b) Any Contracting Party whose Office accepts to collect and forward fees shall notify
that fact to the Director Generd.

(3) [Individual Fee Payablein Two Parts] (8 A Contracting Party that makes or has
made a declaration under Article 8(7) of the Protocol may notify the Director Generd that the
individua fee to be paid in respect of adesignation of that Contracting Party comprises two parts,
the first part to be paid at the time of filing the internationa application or the subsequent
designation of that Contracting Party and the second part to be paid at a later date whichis
determined in accordance with the law of that Contracting Party.

(b) Where subparagraph (a) applies, the referencesinitems 2, 3 and 5 of the Schedule
of Feesto an individua fee shal be construed as references to the first part of the individual fee.

(c) Where subparagraph (a) applies, the Office of the designated Contracting Party
concerned shal notify the International Bureau when the payment of the second part of the
individua fee becomes due. The notification shal indicate

() the number of the internationa registration concerned,
(i) the name of the holder,
(iii) the date by which the second part of the individual fee must be paid,

(iv) where the amount of the second part of the individual feeis dependent on the
number of classes of goods and services for which the mark is protected in the designated
Contracting Party concerned, the number of such classes.

(d) TheInternational Bureau shall transmit the notification to the holder. Where the
second part of the individual feeis paid within the applicable period, the International Bureau
shall record the payment in the Internationa Register and notify the Office of the Contracting
Party concerned accordingly. Where the second part of the individua fee is not paid within the
applicable period, the International Bureau shall notify the Office of the Contracting Party
concerned, cancel the international registration in the International Register with respect to the
Contracting Party concerned and notify the holder accordingly.

(4) [Modes of Payment of Feesto the International Bureau] Fees shal may-be paid to the
International Bureauas specified in the Administrative Instructions.
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(5) [Indications Accompanying the Payment] At the time of the payment of any feeto the
International Bureau, an indication must be given,

(i) beforeinternationa registration, of the name of the applicant, the mark
concerned and the purpose of the payment;

(i) after internationa registration, of the name of the holder, the number of the
internationa registration concerned and the purpose of the payment.

(6) [Dateof Payment] (a) Subject to Rule 30(1)(b) and to subparagraph (b), any fee shdl
be considered to have been paid to the International Bureau on the day on which the International
Bureau receives the required amount.

(b) Where the required amount is available in an account opened with the International
Bureau and that Bureau has received ingtructions from the holder of the account to debit it, the fee
shall be considered to have been paid to the Internationa Bureau on the day on which the
International Bureau receives an internationa application, a subsequent designation, an instruction
to debit the second part of an individua fee, arequest for the recording of a change or an
instruction to renew an internationa registration.

(7) [Changeinthe Amount of the Fees| (a) Where the amount of the fees payable in
respect of the filing of an international application is changed between, on the one hand, the date
on which the request to present the international application to the International Bureau is
received, or is deemed to have been recelved under Rule 11(1)(a) or (c), by the Office of origin
and, on the other hand, the date of the receipt of the international application by the International
Bureau, the fee that was valid on the first date shall be applicable.

(b) Where adesignation under Rule 24 is presented by the Office of the Contracting
Party of the holder and the amount of the fees payable in respect of that designation is changed
between, on the one hand, the date of receipt, by the Office, of the request by the holder to present
the said designation and, on the other hand, the date on which the designation is received by the
International Bureau, the fee that was valid on the first date shall be applicable.

() Where paragraph (3)(a) applies, the amount of the second part of the individua fee
which isvaid on the later date referred to in that paragraph shal be gpplicable.

(d) Where the amount of the fees payable in respect of the renewal of an international
registration is changed between the date of payment and the due date of the renewal, the fee that
was valid on the date of payment, or on the date considered to be the date of payment under
Rule 30(2)(b), shall be applicable. Where the payment is made after the due date, the fee that was
valid on the due date shall be applicable.

(&) Where the amount of any fee other than the fees referred to in subparagraphs (a),
(b), (c) and (d) is changed, the amount valid on the date on which the fee was received by the
International Bureau shall be applicable.
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Rule 35
Currency of Payments

(1) [Obligationto Use SwissCurrency] All payments due under these Regulations shall
be made to the International Bureau in Swiss currency irrespective of the fact that, where the fees
are paid by an Office, that Office may have collected those fees in another currency.

Rule 38
Crediting of Individual Feesto the Accounts
of the Contracting Parties Concerned

Any individua fee paid to the International Bureau in respect of a Contracting Party having
made a declaration under Article 8(7)(a) of the Protocol shall be credited to the account of that
Contracting Party with the International Bureau within the month following the month in the
course of which the recording of the international registration, subsequent designation or renewa
for which that fee has been paid was effected or the payment of the second part of the individual
fee was recorded.

Rule 41
Administrative Instructions

(1) [Establishment of Administrative Instructions;, Matters Governed by Them| (a) The
Director Generd shall establish Administrative Ingtructions. The Director General may modify
them. Before establishing or modifying the Administrative Instructions, the Director General
shall consult the Offices which have a direct interest in the proposed Administrative Instructions
or their proposed modification.

(b) The Administrative Instructions shall deal with matters in respect of which these
Regulations expresdy refer to such Instructions and with details in respect of the application of
these Regulations.

(2) [Control by the Assembly] The Assembly may invite the Director General to modify
any provision of the Administrative Instructions, and the Director Genera shall proceed
accordingly.

(3) [Publication and Effective Date] () The Administrative Instructions and any
modification thereof shall be published in the Gazette.

(b) Each publication shal specify the date on which the published provisions become
effective. The dates may be different for different provisions, provided that no provison may be
declared effective prior to its publication in the Gazette.
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(4) [Conflict with the Agreement, the Protocol or These Regulations] In the case of
conflict between, on the one hand, any provision of the Administrative Instructions and, on the
other hand any provision of the Agreement, the Protocol or these Regulations, the latter shall
prevail.
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SCHEDULE OF FEES

Miscellaneous recordings

7.5 Recording of alicensein respect of an international registration

[Annex I11 follows]

Swiss francs

177
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Part One

Definitions

Section 1. Abbreviated Expressions
(& For the purposes of these Administrative Instructions:

() “Regulations’ means the Common Regulations under the Madrid Agreement
Concerning the International Registration of Marks and the Protocol Relating to that Agreement;

@) “Rule’ meansaRule of the Regulations.
(b)  For the purposes of these Administrative Instructions an expression which is
referred to in Rule 1 has the same meaning as in the Regulations.
Part Two

Forms

Section 2: International Application

(@ Aninternationa application governed exclusively by the Agreement shall be made
on form MM 1.

(b) Aninternational application governed exclusively by the Protocol shall be made on
form MM 2.

(©) Aninternationa application governed by both the Agreement and the Protocol shall
be made on form MM 3.

Section 3: Designation Subsequent to the International Registration

A subsequent designation shall be made on form MMA4.
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Section 4: Other Official Forms
(@ A request for the recording of a change in ownership shall be made on formMM5.

(b) A request for the recording of alimitation of the list of goods and services shall be
made on form MM6.

() A request for the recording of arenunciation shall be made on formMM?7.
(d) A request for the recording of a cancellation shall be made on form MM8.

(&) A request for the recording of a change in the name or address of the holder shall be
made on form MM9.

(f) A request for the recording of alicense shall be made on form MM 13.

Section 5: Unofficial Forms

(@ A request for the recording of a change in the name or address of the representative
may be made on form MM 10.

(b) A request for the renewal of an internationa registration may be made on
formMM11.

() The separate communication relating to the appointment of a representative,
referred to in Rule 3(2)(b), may be made on form MM 12.
Part Three

Communications with the International Bureau; Signature

Section 6: Communication in Writing; Several Documentsin One Envelope

(@& Subject to Section 11(a), communications addressed to the International Bureau
shall be effected in writing by typewriter or other machine and shall be signed.

(b) If severa documents are mailed in one envelope, they should be accompanied by a
list identifying each of them.
Section 7: Sgnature
A signature shall be handwritten, printed or stamped; it may be replaced by the affixing

of ased or, as regards the electronic communication referred to in Section11(a) by a mode of
identification agreed upon between the International Bureau and the Office concerned.
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Section 8: Communications by Telefacsimile

Any communication may be addressed to the International Bureau by telefacsaimile,
provided that, where the communication must be presented on an official form, the officia
form is used for the purposes of the telefacsimile communication.

Section 9: The Original Reproduction or Reproductions of the Mark

(@ Wheretheinternational application is sent by the Office of origin to the
International Bureau by telefacsimile, the original of the page of the official form bearing the
reproduction or reproductions of the mark, signed by the Office of origin and containing
sufficient indications to alow identification of the international application to which it relates,
shall be sent to the International Bureau.

(b) Where an international application is addressed to the International Bureau by
telefacsimile, examination by the International Bureau as to conformity of the international
application with the applicable requirements shall start

()  upon receipt of the original if such an original is received within a period of
one month from the date on which the communication by telefacsimile was received, or

@)  upon expiry of the period of one month referred to in subparagraph (i) if the
said original is not received by the International Bureau within that period.

Section 10:  Acknowledgement and Date of Receipt of Telefacsimile by the
International Bureau

(@ Thelnternational Bureau shall promptly and by telefacsimile inform the sender of a
telefacsimile communication of the receipt of that communication, and, where the telefacsimile
communication received is incomplete or illegible, of that fact also, provided that the sender
can be identified and can be reached by telefacsimile.

(b) Where acommunication is transmitted by telefacsimile and, because of the time
difference between the place from where the communication is transmitted and Geneva, the
date on which the transmittal started is different from the date of receipt by the Internationa
Bureau of the complete communication, the earlier of the two dates shall be considered as the
date of receipt by the International Bureau.

Section 11: Electronic Communications; Acknowledgement and Date of Receipt of
Electronic Transmission by the International Bureau

(@ Where an Office so desires, communications between that Office and the
International Bureau, including the presentation of the international application, shall be by
electronic means in a way agreed upon between the International Bureau and the Office
concerned.
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(b) TheInternational Bureau shall promptly and by e ectronic transmission inform the
originator of an electronic transmission of the receipt of that transmission, and, where the
electronic transmission received is incomplete or otherwise unusable, also of that fact, provided
that the originator can be identified and can be reached.

(c) Where acommunication is by electronic means and, because of the time difference
between the place from where the communication is sent and Geneva, the date on which the
sending started is different from the date of receipt by the International Bureau of the complete
communication, the earlier of the two dates shall be considered as the date of receipt by the
International Bureav.

Part Four

Requirements Concerning Names and Addresses

Section 12; Names and Addresses

(@ Inthecase of anatura person, the name to be indicated is the family or principa
name and the given or secondary name(s) of the natural person.

(b) Inthecaseof alegal entity, the name to be indicated is the full official designation
of the lega entity.

() Inthe case of aname in characters other than Latin characters, the indication of that
name shall consist of a tranditeration into Latin characters which shall follow the phonetics of
the language of the international application. In the case of alegal entity whose nameisin
characters other than Latin characters, the said tranditeration may be replaced by atrandation
into the language of the international application.

(d) Anaddress shal be given in such away as to satisfy the customary requirements
for prompt postal delivery and shall consist, at least, of al the relevant administrative units up
to, and including, the house number, if any; in addition, telephone and telefacsimile numbers,
an e-mail address as well as a different address for correspondence may be indicated.

Section 13: Address for Correspondence

Where there are two or more applicants, new owners or licensees with different
addresses, one address for correspondence shall be indicated. Where no such addressis
indicated, the address of the person named first shall be treated as the address for
correspondence.
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Part Five

Notification of Provisional Refusals

Section 14: Date of Sending of Notification of Provisional Refusal

In the case of a notification of provisional refusal sent through a postal service, the date
of dispatch shall be determined by the postmark. If the postmark isillegible or missing, the
International Bureau shall treat such notification as if it was sent 20 days before the date of its
receipt by the International Bureau. However, if the date of dispatch thus determined is earlier
than the date on which the refusal was pronounced, the International Bureau shall treat such
notification asif it had been sent on the latter date. In the case of a notification of refusal sent
through a delivery service, the date of dispatch shall be determined by the indication given by
such delivery service on the basis of the details of the mailing as recorded by it.

Section 15: Contents of a Notification of Provisional Refusal Based on an Opposition

(1) A notification of provisona refusal based on an opposition shal be confined to the
elements specified in Rule 17(2) and (3). The indication of the grounds on which the provisional
refusal is based, in accordance with Rule 17(2)(iv), shal, in addition to stating that the refusal is
based on an opposition, state concisaly what are the grounds of the opposition (for example,
conflict with an earlier mark or other right, lack of distinctive character). Where the opposition is
based on a conflict with an earlier right other than amark which isregistered or is the subject of an
application for regigtration, that right, and preferably the owner of that right, shal be identified as
concisely as possible. The natification shal not be accompanied by memoranda or evidence.

(2) Any document accompanying the notification which is not on separate sheets of A4
paper or is otherwise not suitable for scanning, and any non-documentary item such as samples or
packaging, will not be recorded and will be disposed of by the International Bureau.

Part Six

Numbering of International Registrations

Section 16: Numbering Following Partial Change in Ownership

(@ Assignment or other transfer of the international registration in respect of only
some of the goods and services or only some of the designated Contracting Parties shall be
recorded in the International Register under the number of the international registration of
which a part has been assigned or otherwise transferred.
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(b) Any assigned or otherwise transferred part shall be cancelled under the number of
the said international registration and recorded as a separate international registration. The
separate international registration shall bear the number of the registration of which a part has
been assigned or otherwise transferred, together with a capital letter.

Section 17: Numbering Following Merger of International Registrations

The international registration resulting from the merger of international registrationsin
accordance with Rule 27(3) shall bear the number of the international registrationof which a
part had been assigned or otherwise transferred, together, where applicable, with a capital
letter.

Section 18: Numbering Following Declaration that a Change in Ownership Has No Effect

The separate international registration which is recorded in the International Register in
accordance with Rule 27(4)(e) shall bear the number of the registration of which a part has
been assigned or otherwise transferred, together with a capital |etter.

Part Seven

Payment of Fees

Section 19: Modes of Payment

Fees may be paid to the International Bureau

(i) by dehit to a current account with the International Bureau,

(i) by payment into the Swiss postal chegue account or to any of the specified bank
accounts of the International Bureau,

(iii) by abanker’s chegue,

(iv) by payment in cash at the International Bureau.

[End of Annex |11 and of document]




