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The Patent
Cooperation Treaty
A Cooperation Among Governments to Benefit
Inventors and Investors
Now Over 100 Countries Participate

Inventors Use One Patent Application to Seek
Protection

Investors Have One Source of Information to
Make Decisions

Basic PCT Timeline

\ Womside Home
Home Filing

0 12 30
\ PCT %

\ \' Outside Home
YHome Filing Non-PCT via PCT
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The PCT

A Patent System That Protects Inventors and
Informs Investors to Form Markets

Major World Languages Used

Inventors Get a Formalities Examination, a
Search, a Publication, and a Preliminary
Substantive Examination

Investors Get Publication Information and
Examination Information

The PCT
(Continued)

e Inventors Get TIME
e |[nvestors Get TIME
The Market Has Its Own Time

Publication at 18 Months from First Application
Filing Sets Time in Motion
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The PCT
(Continued)

» Consolidates Inventor Efforts
» Delays Inventor and Investor Expenses

Maintains Options for Both Inventor and
Investor

Predicts Results of Patenting Systems
Preserves Unity of Invention

PCT Preamble

» Desiring to Make A Contribution to the
Progress of Science and Technology

 Desiring to Perfect the Legal Protection of
Inventions

 Desiring to Simplify and Render More
Economical... the... Protection for Inventions

e Desiring to... Accelerate Access to Technical
Information[of] ... Inventions
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PCT Preamble

» Desiring to Foster and Accelerate Economic
Development of Developing Countries.. to
Increase the Efficiency of their Legal
Systems... Instituted for the Protection of
Inventions,

« The Contracting States have adopted the PCT.

PCT Formalities '

One Application, One Set of Drawings,
Variable Claim Options

Standardized Request and Demand Forms
“PCT Easy Software

Efficient Regional Patent Designations

>6 Designations at One Price
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PCT Search

 Various Authorities including European Patent
Office (EP)

« EP is Premier Searching Authority With Three
Official Languages and Major Venue for
European Patenting

« EP has Quite Refined Customized Functional
Searching Classifications

PCT Publication ~

e |Information for Investors and the Market

e One Documen{The*Pamphléet) Contains
Names of Inventor(s)/Applicant(s); Invention;
Claims; Search Results

« Easily Available on Paper, CD ROM, Internet --
Public and Private Sources

» “Mystery’ of Investment- All Designations
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Article 19
Amendments
Opportunity to Adjust Claims between Search
Results and Publication
« Helpful for Preliminary Protection Designations
First Opportunity to Amend Application

Conservative Use Unless Major Unexpected
Prior Art Found in PCT Search Results

PCT Preliminary | 35 &
Examination

 Various Authorities including EPO (EP)

e |dentify in Demand Form before 19 Months
from First Application Filing

 EP is Premier Substantive Examination
Location

 “Unofficial” Start to EP Regional Examination
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PCT
Preliminary Exam

« EP Patent Attorney Assistance Is Optional

» Direct EP Patent Practice is Very
Efficient and Educational

» Use of Substitute Pages to Amend Application
and Claims

» Goal of a“Positive Repofttfrom EPO
Examiner

PCT
“Positive Repoit

» Very Persuasiv®ecision

» As Close As Inventors and Investors Have to a
Worldwide Patenting Decision

The PCT Application of the Positive Report
Becomes Registered fiiRegistratiohh Countries

A Positive Report from EP Examiner
Minimizes EP Regional Examination
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PCT National or | & st &
Regional Stage
Decision at 30 Months Before Large Expenses

of Translations and National Filing/Associate
Fees

What Elected States to Delete
What Countries in Regional Elections‘tAdd”
Use IPER to Best Advantage

International Phas e 3
Advantages

« One Application
e One Language
e One Extended Timeline

Multiple Choices -- One Best for Each
Invention
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PCT Choice #1

* Where to File?

» Approved Local Receiving Office
« WIPO International Bureau (IB)

» National Security Considerations

PCT Choice #2

 When to File?
 Priority Application
» Paris Convention or WTO Treaty Application
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PCT Choice #3

 When in Paris Convention Year?

« At 11 Months, 29 Days
— Client Decisions
— Patent Term Starts as Late as Possible
» At 4-5 Months
— Patent Term Starts Earlier
— Search Results Available in Paris Convention Year

PCT Choice #4

* What Countries to Designate?

o USA (English)

— Inventor Signatures

— Unity of Invention vs. Restriction Practice

EPO (English)

— One Designation Saves Choice to Regional Stage
ARIPO (English)
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PCT Choice #4
(Continued)

* OAPI Region (French)

« Eurasian Region (Russian)
China

India

Japan

Canada

» Mexico

PCT Choice #4
(Continued)

e Australia

 New Zealand

* United Arab Emirates
South Korea
Singapore

Israel
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PCT Choice #4
(Continued)

* Non-EPO European Countries
— Norway
— Central Europe

e Latin America
— Cuba
— Costa Rica
— Colombia
— Ecuador

PCT Choice #5

* What Claims to Prosecute in National Stage?
* Those Searched.

— No Demand Needed
» Those Preliminary Examined.

— What Was IPER Result?

— Methods of Medical Treatment
— Methods of Doing Business
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PCT Choice #6

* When to Enter National Stage?
» Chapter | after Search and Publication
Chapter Il after Preliminary Examination

Chapter Il during Preliminary Examination
— USA National Stage Issues

—102(e) Status with National Stage

— PCT Article40 vs. “Early Processing

PCT Choice #7

* When to Request Final Examination?
« USA and 102(e) Issues

« Japan before 7 Years from PCT Filing Date
(Soon to be 3 Years)

« Canada before 7 Years from PCT Filing Date
» Korea before 5 Years from PCT Filing Date
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"’ Inventors and Investors he 4t
“at 30 Months from PCT Filing

* A Formalities Examination

A Publication of Invention with Search Report
A Preliminary Examination of Substance

A Clear Route to Registration

A Refined Route to Substantive Allowance
All Before Translations and Local Fees

e A Choice of 100+ Countries

PCT Costs
and Benefits

* Rules Familiarity

e Forms Familiarity

Docketing Familiarity

Payment for Added Time and Service
Claims of Priority

Added Choices Reduce Mechanization of
Office Procedure
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PCT Resources '

o Little Red Book of Treaty and Regulation
e PCT Applicants Guide

 WIPO Internet Web Site
— PCT Publications
— Official Gazette
— Administrative Instructions
— Search and Examining Guidelines

PCT Resources b 3
Continued

 PCT Newsletter

 WIPO PCT Help Desk

WIPO PCT Legal Division

AIPLA PCT Issues Committee

EPO Examination Guidelines (Maroon)
EPO Case Book (White)
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Thank you.

ZRIDGESTONE

BRIDGESTONE/FIRESTONE
AMERICAS HOLDING,; INC.

1200 Firestone Parkway
Akron, Ohio 44317 -0001

John H. Hornickel
Chief Intellectual Property Counsel
Phone: 3303794605 Fax: 330/378816

Email: HornickelJohn@bfusa.com

[End of document]



	E

