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ISSUES SPECIFIC TO THE USA 

 



USA: Indirect filing and security clearance 

The filing date shall be the date on which the Office received the 

international application, provided that it is received by the 

International Bureau (IB) within one month from that date and the 

application is governed exclusively by the 1999 Act. 

 

 

 6 months 

US Patent & 

Trademark Office 

Rule 13(3):  

Rule 13(4):  

The US, whose law requires security clearance, made a 

declaration to extend the above period to six months. 



Declaration under Article 13(1) 

  A single independent and distinct design:  

  - No examination regarding unity of designs by IB 

  - Up to 100 designs may be filed in an application, though  

  patentably distinct designs will be divided out by the  

  United States Patent & Trademark Office (USPTO)  

  - Possibility of refusal by USPTO based on this requirement 

   

  

USA: Unity of Design 

Examples of independent and distinct designs:  

* Images taken from U.S Design Patents (Left to Right) : D414,988; D667,273; D418,013 and D446,425  



USA: Unity of Design 

Examples of multiple indistinct designs in a single application:  

 



Design1 

National 

NO declaration 
Design1 

Design2 

Design3 

For international registrations, 

JPO accepts multiple designs 

and divides them into each 

application, ex-officio. 

KR 

Declaration under Article13(1) : US, JP and KR 

Design1 

JP 

Hague 

Declaration 
Design1 

Design2 

Design3 

Design1 

Design2 

Design3 

US 
Declaration 

Design1 
= 

= 



USA: Claim 

Declaration under Article 5(2) 

 A single claim: 

 

 - Specific wording of the claim (even for multiple designs): 

 

 The ornamental design for «product indication» as 

  shown and described. 

   

 - A missing claim affects the international registration date  

   (and possible cancellation of US designation) 

 

 



USA: Claim 

Paper Applications (form DM/1) Item 12: 

E-filing Interface: 



Declaration under Article 7(2) 

     A single fee: 

  Paid in Two Parts:  Rule 12(3)  

   

USA: Individual designation fee 

1st part: Filing of the international application 

- Undiscounted (default): 733 CHF (1st)  

- Small entity: 367 CHF (1st) 

- Micro entity: 183 CHF (1st)  



USA: Individual designation fee 

To claim micro entity status 
 - Certification required:   

       - Use PDF for E-Filing or DM/1: Annex IV (cover page) and 

         USPTO form: PTO/SB/15A  or PTO/SB/15B for paper applications   

         (available at: http://www.uspto.gov/forms/aia_forms.jsp ) 

http://www.uspto.gov/forms/aia_forms.jsp


Declaration under Article 7(2) 

    A single fee: 

  Paid in Two Parts:  Rule 12(3)  

   

USA: Individual designation fee 

2nd part: Upon Notice of Allowance by USPTO 
 

- Undiscounted (default): 540 CHF (2nd) 

- Small entity: 270 CHF (2nd) 

- Micro entity: 135 CHF (2nd)  
 

- Payment of fee to the IB or the USPTO 

- Covers full 15 year period (no renewal fee)  



(1) Copy of the Notice of Allowance 

(2) Notification for payment 

within 3 months from the 

mailing date of the notice 

(5) Statement of grant of protection 

(4) Notification for payment, if paid to WIPO 

(1) Original Notice of Allowance 

(3) PAYMENT 

USA: Payment of the 2nd part of designation fee 



(1) Copy of the Notice of Allowance 

(2) Notification for  payment 

within 3 months from the 

mailing date of the notice 

(5) Request for cancellation of US designation 

(4) Notification of non-payment 

(1) Original Notice of Allowance 

(6) Publication of 

cancellation 

USA: Payment of the 2nd part of designation fee 

(3) Non-payment 

(6) Notification of 

cancellation  



USA: Information on eligibility for protection 

Information Disclosure Statement (IDS) 

- May be submitted to IB (at the time of filing application only,  

 either by PDF (E-Filing) or paper (use Annex III for cover page)) 

- Otherwise, it must be submitted directly to USPTO (later) 

 

Form (USPTO): http://www.uspto.gov/forms/aia_forms.jsp. 

Information (USPTO): http://www.uspto.gov/web/offices/pac/mpep/s609.html. 

http://www.uspto.gov/forms/aia_forms.jsp
http://www.uspto.gov/web/offices/pac/mpep/s609.html


USA: Information Disclosure Statement (IDS) 

Note: IDS must include a legible copy of each foreign patent and non-

patent literature document (or portion of non-patent literature 

document which caused it to be listed) 

U.S. Patent Documents 

Foreign Patent Documents 

Non-Patent Literature 

Documents 



USA: Oath or Declaration of the creator  

“Declaration of inventorship” 

  

 - Required from each of the creators 

 

Standard WIPO form (DM/1/I) 

http://www.wipo.int/export/sites/www/hague/en/forms/docs/form_dm   

1_annex_I.pdf (in English, French and Spanish) 

 

Electronic WIPO form (DM/1/I) on E-Filing Interface 

 

Standard USPTO form 

http://www.uspto.gov/sites/default/files/forms/aia0001.pdf 

(in 11 languages) 

 

 

http://www.wipo.int/export/sites/www/hague/en/forms/docs/form_dm_1_annex_I.pdf
http://www.wipo.int/export/sites/www/hague/en/forms/docs/form_dm_1_annex_I.pdf
http://www.wipo.int/export/sites/www/hague/en/forms/docs/form_dm_1_annex_I.pdf
http://www.wipo.int/export/sites/www/hague/en/forms/docs/form_dm_1_annex_I.pdf
http://www.wipo.int/export/sites/www/hague/en/forms/docs/form_dm_1_annex_I.pdf
http://www.uspto.gov/sites/default/files/forms/aia0001.pdf


USA: Oath or Declaration of the creator  

“Substitute Statement” 

 May be used where it is not possible to obtain  

         the signature of the inventor. 

 

Standard WIPO form (DM/1/I) 

http://www.wipo.int/export/sites/www/hague/en/forms/docs/  

form_dm_1_annex_I.pdf (in English, French and Spanish) 

 

Electronic WIPO form (DM/1/I) on E-Filing Interface 

 

Standard USPTO form 

http://www.uspto.gov/sites/default/files/forms/aia0002.pdf 

(in 11 languages) 

 

 

http://www.wipo.int/export/sites/www/hague/en/forms/docs/form_dm_1_annex_I.pdf
http://www.wipo.int/export/sites/www/hague/en/forms/docs/form_dm_1_annex_I.pdf
http://www.wipo.int/export/sites/www/hague/en/forms/docs/form_dm_1_annex_I.pdf
http://www.wipo.int/export/sites/www/hague/en/forms/docs/form_dm_1_annex_I.pdf
http://www.wipo.int/export/sites/www/hague/en/forms/docs/form_dm_1_annex_I.pdf
http://www.wipo.int/export/sites/www/hague/en/forms/docs/form_dm_1_annex_I.pdf
http://www.uspto.gov/sites/default/files/forms/aia0002.pdf


 

 

 

ISSUES SPECIFIC TO JAPAN  

        AND THE REPUBLIC OF KOREA 



What is related design? 

Design B may be 

registered as a related 

design of Design A 

Principal design  

Related design  

Design A Design B 
• Similar 

• Filed by the same applicant 

• Filed in appropriate duration 

B A 

Filed on the same date or 

A 

KR: filed within 1 year from the filing date of Design A 

JP: after the filing date and before the date of publication of the 

application for design registration of Design A in the design 

bulletin in JP 

B 

Design A Design B 

DM/084369 



Related design for JP 

Indicate JP 
Indicate related design(s) 

Select one or more designs in present 

application 

Indicate principal design 

One design in the below application/registration 

could be a principal design 

-    The present international application 

- National application filed in JP 

- National registration filed in JP 

- International application designating JP 

- International registration designating JP Reference Type - Select the type of application/registration 

Reference - Indicate the application/registration number 

Principal design - Indicate the design No. of the principal design  

                  (if the application/registration includes several designs)  



Related design for KR 

Indicate KR 
Indicate related design(s) 

Select one or more designs in present 

application 

Indicate principal design 

One design in the below application/registration 

could be a principal design 

-    The present international application 

- National application filed in KR 

- National registration filed in KR 

- International application designating KR 

- International registration designating KR Reference Type - Select the type of application/registration 

Reference - Indicate the application/registration number 

Principal design - Indicate the design No. of the principal design  

                  (if the application/registration includes several designs)  



Related design – DM/1 form 

check JP and/or KR 

Indicate related design(s)  

all or some of the designs in 

present application 

Indicate principal design 

(i) 

- Check one of the boxes 

- Indicate the number of the 

application/registration    

(if it is not in the present 

application) 

(ii) 

- Indicate design number if 

the application/registration 

includes several designs 



Exception to lack of novelty: JP, KR 

Design 

A 

International 

application 

Design 

A 

Design 

A 

Disclosure of Design A and/or 

Design B does not become a 

reason for lack of novelty and 

does not become basis of a 

reason for lack of creativity either  

 

- Filing within 6 months from the 

date of disclosure 

- With declaration concerning 

exception to lack of novelty 

Examination by 

JPO/KIPO 

In an exhibition,  published materials 

such as a magazine, catalog, or 

through the internet media, etc. 

Disclosure of Design A  
Filing of IA 

Design 

B 

Disclosure of Design B  

- Same/similar/any 

- Disclosed by the creator or applicant  (the person who had the 

right to obtain a design registration when disclosure was made) 



Exception to lack of novelty: JP, KR 

International  

publication 

 

 

Filing 

JP 

KR 

Directly to JPO 

(original document) 

within 30 days after publication 

Grant of  

protection 

Opposition Invalidation 

Notification 

for refusal 

Directly to KIPO within 1 months 

from the date of receiving 

notification of opposition or 

invalidation 

Directly to KIPO within 2 

months from the date of 

receiving notification of 

refusal 

(Only in KR) After filing, directly to KIPO 

•Upon submitting written opinion against notification of refusal  

•Upon submitting  written refutation against opposition or invalidation 

Submit to IB 

At the time of filing 

Supporting document 



Exception to lack of novelty: JP, KR 

Select the corresponding design(s) in 

present application 

Indicate JP or KR 

* Only for KR 

< ‘More optional contents’  tab > 



Exception to lack of novelty: JP, KR 

DM/1  (Application form in paper filing)  

- Remain empty if exception to lack of novelty 

is claimed for all designs 

- Indicate design no., if it concerns only some 

design(s),  not all designs  

Check JP and/or KR 

Only for KR, 

Supporting document may be 

submitted 

Check 

box 



Exception to lack of novelty: KR 

Supporting document only for KR 

Cover sheet (DM/1/II)  

Contents of supporting document 

- Type, date, place of disclosure 

- Person who disclosed the design 

- Evidence of disclosure 

     (Source: website, printed materials) 

This Annex must be submitted 

with the DM/1 form (it cannot 

be submitted alone) 

Cover sheet  

- User reference  (if any) 

- Design no. for which exception to lack 

of novelty is claimed in item 15 

      * Empty if it concerns all designs 

- Number of total pages 



Declaration under Rule 9(3) by JP 

Six views  

     front view, back view, top view, bottom view, left view and right view  

     by the orthographic projection, are required 

 



Declaration under Rule 9(3) by KR 

A design of a set of articles 

      one view of the coordinated whole and corresponding views of      

      each of its components    

 

 
KR 30-0728275  (Set of table with chair for outdoor use) 

• Six views with perspective views were included for A, B, and C, 

respectively 

< Perspective A > 

(table + chair) 

< Perspective B > 

(table) 

< Perspective C > 

(chair) 



Declaration under Rule 9(3) by KR 

Typefaces 

     views of the given characters, a sample sentence  and typical characters 

 

 
KR 30-0576060  (English typeface) 

(52 given characters) (sample sentence as 

with above) 

(typical characters as 

with above) 



Declaration under Rule 18(1)(b) by KR 

• Industrial Applicability 

  - Definition of design 

  - Insufficient disclosure 

• Novelty 

• Creativity 

• Not to be any of the unregistrable Design 

Categories (ex. public order) 

• Industrial Applicability 

  - Definition of design 

  - Insufficient disclosure 

• Novelty (X) 

• Creativity (X) 

• Not to be any of the unregistrable 

Design Categories(ex. public order) 

    < Substantive examination > 
  (Except for class 2, 5, and 19) 

< Partially substantive examination > 
 (Class 2, 5, and 19) 

Extension to 12 months of refusal period 
 

   - Class 2, 5, or 19  6 months from the date of publication 

     * Class 2 (clothing, footwear), 5 (textile, sheet materials), 19 (stationary) 
 

  - Others except for class 2, 5, or 19  12 months from the date of publication 



 

 

 

PRIORITY DOCUMENTS 

 



Priority documents for US 

Application  Int. application 

Design 

B 
Design 

A 

Design 

A 

International  

publication 

Design 

A 

Designation: US  

with priority claim 

In country A 
Same as or similar 

to Design A 

Priority period (6 months) 

Direct submission 

 to USPTO 

(paper only) 

Supporting 

document 

Design B does 

not become a 

ground of 

refusal 

Original priority documents must be submitted directly to the USPTO, at the 

latest before “the date the issue fee is paid” (according to Title 37 – Code of 

Federal Regulations Patents, Trademarks, and Copyrights (37 CFR) §1.55, 

paragraphs (g)(1) and (m)).   

Within 

 pendency 



Priority documents for JP 

Application  Int. application 

Design 

B 
Design 

A 

Design 

A 

International  

publication 

Within 

 3 months 

Design 

A 

Designation: JP  

with priority claim 

In country A 
Same as or similar 

to  Design A 

Priority period (6 months) 

Direct submission 

 to JPO 

(paper only) 

Supporting 

document 

Design B does 

not become a 

ground of 

refusal 

Original priority documents must be submitted directly to the JPO  

within 3 months from the date of publication of the international registration. 



Priority documents for KR 

Application  Int. application 

Design 

B 
Design 

A 

Design 

A 

International  

publication 

Within 

 3 months 

Design 

A 

Designation: KR 

with priority claim 

In country A 
Same as or similar 

to Design A 

Priority period (6 months) 

Direct submission 

 to KIPO  

(paper or online) 

Supporting 

document 

Design B does 

not become a 

ground of 

refusal 

< Interim measure agreed with KIPO > 

- Priority documents can be attached to international application”. 

- by using E-filing interface, under “Priority” tab or by using Annex II 



Priority claim for US, JP, KR 

Select country code 

Select the date of earlier filing 

Select the corresponding design 

in present application 

Only for KR 

Copy of priority document issued 

by the Office of earlier filing 

• (Only for KR) Priority document should be submitted at the 

time of filing (It cannot be submitted alone) 



Priority claim for JP, KR 

DM/1  (Application form – paper filing)  

Only for KR designation 



Priority documents for KR 

Cover sheet for paper filing  
Cover sheet (DM/1/V) 

- User reference  (if any) 

- Design no. for which priority is 

claimed in item 13 

- Number of total pages 

Priority document in paper filing 

Copy of priority document only for KR 

  (issued by the Office of earlier filing ) 

This Annex must be submitted with the DM/1 

form at the time of filing.  

 (It cannot be submitted alone) 



 

 

 

STATISTICS FOR GROUNDS OF 

REFUSALS 



0
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May 13th Jun Jul Aug Sept Oct Nov Dec Jan Feb Mar Apr May 13th

Number of US designations in international registrations, 
compared with recorded Grants of protection and refusals, 
May 13th, 2015 to May 13th 2016 

Total designations Total recorded SGP Total rec. refusals

• Designations 1,263, grant of protection 0, refusals 20  

    (Criteria: date inscribed in the International Register) 



Grounds of refusals by USPTO  
(from May 13th, 2015 to May 13th, 2016 ) 

Source: Internal (unofficial) statistics 

Number of refusals by USPTO 
 

           38 designs 
  (20 international registrations) 

Main grounds of refusals 

 

1. Unity of design issue 

           27 designs 
 

2. Insufficient disclosure 

           10 designs 
 

3. Other grounds 

            8 designs 
 

4. Ambiguous/broad indication  

    of product 

            1 design 
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Grounds 

Total number of refusals by USPTO  

Design basis Registration basis 

38 20 

Insufficient disclosure  10 26.3% 9 45.0% 

Creator’s details missing 0 0% 0 0% 

Missing or wrong indication of 

related design (competitive 

application on the same filing date) 

0 0% 0 0% 

Ambiguous/broader product 

indication 
1 2.6% 1 5.0% 

Lack of novelty 0 0% 0 0% 

Lack of creativity  0 0% 0 0% 

Incompliance with definition of 

design 
0 0% 0 0% 

Public order issue 0 0% 0 0% 

Unity of design issue 27 71.1% 10 50.0% 

Others** 8 21.1% 8 40.0% 

Grounds of refusals by USPTO (from May 13th, 2015 to May 13th, 2016)* 

* Based on qualitative analysis of the recorded refusals 

** “Others” refers to: Several identical designs, Issue with the submitted views… 
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Number of JP designations in international registrations, 
compared with recorded Grants of protection and refusals, 
May 13th, 2015 to May 13th 2016 

Total designations Total recorded SGP Total rec. refusals

• Designations 800, grant of protection 30, refusals 27 

   (Criteria: date inscribed in the International Register) 



Grounds of refusals by JPO  
(from May 13th, 2015 to May 13th, 2016) 

Source: Internal (unofficial) statistics 

Number of refusals by JPO 
 

           41 designs 
  (27 international registrations) 

Main grounds of refusals 

 

1. Lack of novelty 

           19 designs 
 

2. Insufficient disclosure 

           15 designs 
 

3. Ambiguous/broad indication  

    of product 

           10 designs 
 

4. Others 

            1 design 
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Grounds 

Total number of refusals by JPO  

Design basis Registration basis 

41 27 

Insufficient disclosure  15 36.6% 9 33.3% 

Creator’s details missing 0 0% 0 0% 

Missing or wrong indication of 

related design (competitive 

application on the same filing date) 

0 0% 0 0% 

Ambiguous/broader product 

indication 
10 24.4% 5 18.6% 

Lack of novelty 19 46.3% 15 55.6% 

Lack of creativity  0 0% 0 0% 

Incompliance with definition of 

design 
0 0% 0 0% 

Public order issue 0 0% 0 0% 

Others** 1 2.4% 1 3.7% 

Grounds of refusals by JPO (from May 13th, 2015 to May 13th, 2016)* 

* Based on qualitative analysis of the recorded refusals 

** “Others” refers to: Several identical designs, Issue with the submitted views… 
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Number of KR designations in international registrations, 
compared with total recorded Grants of protection and 
refusals, May 13th, 2015 to May 13th, 2016 

Total designations Total recorded SGP Total rec. refusals

• Designations 874, grant of protection 282, refusals 215 

    (Criteria: date inscribed in the International Register) 



Grounds of refusals by KIPO  
(from May 13th, 2015 to May 13th, 2016) 

Source: Internal (unofficial) statistics 

Number of refusals by KIPO 
 

           681 designs 
  (215 international registrations) 

Main grounds of refusals 

 

1. Insufficient disclosure    

           447 designs 
 

2. No indication of a creator       

           120 designs 
 

3. Missing or wrong indication of 

related design 

            176 designs 
 

4. Broad indication of product 

            21 designs 
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Grounds 

Total number of refusals by KIPO  

Design basis Registration basis 

681 215 

Insufficient disclosure  447 65.6% 133 61.9% 

Creator’s details missing 120 17.6% 34 15.8% 

Missing or wrong indication of 

related design (competitive 

application on the same filing date) 

176 25.8% 54 25.1% 

Ambiguous/broader product 

indication 
21 3.1% 5 2.3% 

Lack of novelty 46 6.8% 30 14.0% 

Lack of creativity  16 2.3% 12 5.6% 

Incompliance with definition of 

design 
14 2.1% 3 1.4% 

Public order issue 4 0.6% 1 0.5% 

Others** 29 4.3% 11 5.1% 

Grounds of refusals by KIPO (from May 13th, 2015 to May 13th, 2016)* 

* Based on qualitative analysis of the recorded refusals 

** “Others” refers to: Several identical designs, Issue with the submitted views… 



Questions? 

For more information, visit http://www.wipo.int/hague/en/faqs.html   

Thank You   

http://www.wipo.int/hague/en/faqs.html
http://www.wipo.int/hague/en/faqs.html
http://www.wipo.int/hague/en/faqs.html

