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Proposal by the Delegation of the United Kingdom

1.  The United Kingdom delegation approves the intention behind the proposals to amend
Rule 70.16 to clarify the content of the annex to the International Preliminary Examination
Report which will ensure that only letters which cancel entire sheets of the application are
attached as annex (in addition to replacement sheets). This will reduce the amount of
translation required. However, the problem which arises is that letters written to the
International Preliminary Examining Authority in response to a written opinion may contain
several matters, e.g. a statement cancelling entire sheets, an explanation of the differences
between replaced sheets and the replacement sheets (when other amendments are made - see
Rule 66.8) and perhaps several pages of argument against citations made in the written
opinion. The present proposal only provides for the entire letter to be annexed. This may still
involve the applicant in wasteful translation of a good deal of matter, which is not only
irrelevant but could be confusing since the reader of the annex will not have before him a
copy of the written opinion to which the letter is directed. Accordingly, the United Kingdom
delegation would like to propose two possible ways of avoiding this.
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2. Thefirstis to further amend rules 66.8, 70.16 and 74.1 to indicate that the cancellation
of entire sheets should be communicated on a separate sheet of a letter and that only this sheet
be annexed to the report. This would correspond somewhat to the treatment of the statement
under Art 19 (see rules 46.4). Suggested proposals for these amendments are attached
(Version 1). The second method would be to require the IPEA to indicate the cancellation of
entire sheets on the front page of the IPE Report. This would correspond to what the IB does
(presumably) when entire sheets of claims are cancelled under rule 46.5 - see publication rule
48.2(f). This could be effected either by producing an amended form of PCT/IPEA/409 or by
using the present form and in the section headed “Basis of Report” where it says “description
(or claim(s), or drawings, Sheet/fig....) as originally filed adding in the space provided “are
cancelled in your letter of ...” as illustrated on the attached copy of Form PCT/IPEA/409. No
amendment of rule 66.8 would then be needed and rules 70.16 and 74.1 could be amended as
indicated in Version 2. An additional Administrative Instruction could make this procedure
clear if necessary.

3. The United Kingdom delegation’s preference is for the second version.
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Version 1
66.8 Form cf‘k Amendments

(a) The applicant shall be reguired to submit a replacement sheet for
every sheet of the international application which, on account of ™ an
amendment, differs from the sheet originally filed. The letter accompanying
the replacement sheets shall draw attention to the differences between the
replaced sheets and the replacement sheets. To the extent that any amendment

results in the cancellation of an entire sheet, that amendment shall be
communicated in a letter/ono oposmln shook idanklad by “Hd "
. Cancallobon o\ shaats * or ks Qquis elonk m B nﬂﬁé‘*‘al ‘v{) Qi inlSe

~ +

70.16 Annexes of the Report

If the claims, the description, or the drawings, were amended** before
the International Preliminary Examining Authority, each replacement sheet

under Rule 66.8(a) shall be annexed to the report. Replacement sheets

superseded by later replacement sheets 2nd letters accompanying replacement

sheets under the second sentence of Rule 66.8(a) shall not be annexed. If the

amendment is communicated in a letter under the last sentence of Rule 66.8(a),
ot shaok
a copy offsuc etter s 1%** pe annexed to the report.

74.1 Contents of Translation and Time Limit for Transmittal Thereof

Where the furnishing of a translation of the international application is

required by the elected Office under Article 39(l), the applicant shall,

x!

within the time limit applicable under Article 39(1), transmit a translation
the

of any replacement sheet referred to in Rule 70.16, or off any Jetter referred
™

to _in the last sentence of that Rule, which is annexed to the international

preliminary examination report. The same time limit shall apply where the

furnishing of a translation of the international application to an elected

Office must, because of a declaration made under Article 64(2)(a)(i), be

effected within the time limit applicable under Article 22.
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Version 2

F
70.11 Mention of Amendments#

If, before the International Preliminary Examining Authority, amendmentsX
have been made, this fact shall be indicated in the report. W hae c\.rw‘ amﬂlmﬂ/\vb

wulls  1n the cancellobion ok an anbire Shwb, (has Aqd-‘ phatl a.rﬂoa be

Spacilald in TR porE, =

70.16 Annexes of the Report

If the claims, the description, or the drawings, were amended** pefore
the International Preliminary Examining Authority, each replacement sheet

under Rule 66.8(a) shall be annexed to the report. Replacement sheets

superseded by later replacement sheets and letters accompanying replacement

sheets under the second sentence of Rule 66.8(a) shall not be annexed. /I—E—th-e

anendment—is inicated in—a letter undes—thelastcentence—of Rule 66-8tal, —f J/

a—eepf—e&s-ueh—ke!-&et—ehﬂ.—l’l'—tae—aﬂ&ened—eo—m—eeﬁmtrl

74.1 Contents of Translation and Time Limit for Transmittal Thereof

Where the furnishing of a translation of the international application is

required by the elected OQffice under Article 3%(l), the applicant shall,

within the time limit applicable under Article 39(1l), transmit a translation

of any replacement sheet referred to in Rule ?0.15!—-0{-05-&;3_1.5.:&5:_:.0.53&:.&4 o 'f
to—inthe last sentence—of that Rulel which is annexed to the international

preliminary examination report. The same time limit shall apply where the

furnishing of a translation of the international application to an elected

Office must, because of a declaration made under Article 64(2) (a) (i), be

effected within the time limit applicable under Article 22,




PUL/AJ AL O

page 5

VL SNl &

PATENT COOPERATION TREATY
INTERNATIONAL PRELIMINARY EXAMINATION REPORT

IDENTIFICATION OF THE INTERNATIONAL APPLICATION

Applicant's or Agent's File Reference 2

International Application No. 1

International Filing Date !

Receiving Office 1

Priority Date Claimed

Applicant (Namae) &

BASIS OF REPORT

mnde before this lntemational Pm!lmlnnry

1. AMENDMENTS AND/OR CORRECTIONS®** — The amend

andfor cor

Examining Authority in respect of the claims, the andfor

annexed to this report.

a.[[] This report has been established on the basis of the ing
D the application documents as filad

_.ﬂ__:ar_..LQ_

H description, pages

pages
pages

description, pages —

X claim(s) \0 — 20

clamilEy =0 ciaommene i

claim(s) ISR S S s

= claimis) 00000 e
a g g

[ drawings, sheet/fig.

as originally filed M_C.M_u-uh_—d.\..? Fa QD.H&‘ <

filed with your letterof —
filed with your letterof .

filed with your letterof

as originally filed QA% MM N uﬂ <

filed with your letter of
filed with your letter of

filed with your letterof .
as originally filed

filed with your letter of

lo. 3.

AN L A R io. 5.7 8%

on the extra sheet have not been macde, since, for

b. ] This report has been d as if the

2. PRIORITY +

requested:
O

ij translation of the earlier application whose priority has been claimed.

copy of the earlier application whose priority has been claimed.

and/or
the reasons indicated, they have been considered to go beyund the disclosure as filed.

a. This report has been established as if no priority has been claimed due to the failure to furnish within the prescribed time limit the

b.D This report has been established as If no priority has been claimed due to the fact that the priority claim has been found invalid.

Thus, for the purposes of this report, the inter I filing date Indi d above is ed to be the rel date.
* Where this report- cos of i d ietters making amendments), a tnlnslnl[oﬂ of these
must be to the elected Offices with the i) of the inter as or

filed.

Form PCT/IPEA/408 (first sheet) (January 1982)

Sea notes on accompanying sheet
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