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SUMMARY

1. This document, which is an addendum to document PCT/A/38/2, contains further
proposals for amendment of the Regulations under the Patent Cooperation Treaty (PCT)®.
The proposals relate to the following matters:

(@ revised wording of Rule 46.5 as proposed in document PCT/A/38/2;

(b) revised wording of Rule 70.16 as proposed in document PCT/A/38/2.

! References in this document to “Articles” and “Rules” are to those of the Patent Cooperation

Treaty (PCT) and the Regulations under the PCT (“the Regulations™), or to such provisions as
proposed to be amended or added, as the case may be.
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FURTHER AMENDMENT OF RULE 46.5

2. Indocument PCT/A/38/2, it is proposed to amend Rule 46.5 so as to require applicants
to submit a replacement sheet or sheets containing a complete set of claims in replacement of
all the claims originally filed rather than, as at present, replacement sheets only for those
sheets of claims which, on account of an amendment, differed from sheets previously filed.
Following comments received, the following corrections of a drafting nature, which concern
the English version of document PCT/A/38/2 only, are proposed to improve the clarity of the
English. It is proposed to revise the wording of Rule 46.5(a) by deleting the word “the”
before the word “claims”, so that it reads: “... a replacement sheet or sheets containing a
complete set of claims ...”. Furthermore, it is proposed to revise the wording of paragraph
(b)(i) by deleting the word *“the” before the word “account”, so that it reads: “... which, on
account of the amendments, ...”.

3. The proposed revised wording of Rule 46.5 is contained in Annex | to this document
and supersedes that set out in Annex Il of the English version of document PCT/A/38/2.

A “clean” text of proposed amended Rule 46.5 (without underlining or striking through)
appears in Annex Il to this document.

FURTHER AMENDMENT OF RULE 70.16

4. Indocument PCT/A/38/2, it is proposed to amend Rule 70.16, consequential on the
proposed amendments of Rules 46.5 and 66.8. Upon further consideration, it is proposed to
revise the wording of Rule 70.16 so as to clarify what needs to be annexed to the international
preliminary examination report where the international application has been amended under
Articles 19 and/or 34.

5. The proposed revised wording of Rule 70.16 is contained in Annex I to this document
and supersedes that set out in document PCT/A/38/2, Annex Il. A “clean” text of proposed
amended Rule 70.16 (without underlining or striking through) appears in Annex Il to this
document.

ENTRY INTO FORCE AND TRANSITIONAL ARRANGEMENTS

6.  Asto the entry into force of amended Rules 46.5 and 70.16 and transitional
arrangements, reference is made to the proposed decisions contained in Annex Il of
document PCT/A/38/2, paragraph 7, sub-paragraph 3, concerning entry into force and
transitional arrangements in respect of the proposed amendments of Rules 46.5, 66.8 and
70.16 set out in Annex |1 of document PCT/A/38/2. 1t is proposed that those decisions also
apply in respect of Rules 46.5 and 70.16 as proposed to be further amended in this document.

7. The Assembly of the PCT Union is
invited to adopt the proposed amendments of
the Regulations under the PCT set out in
Annex | to this document and to decide that
those amendments shall enter into force as set
out in Annex I11 of document PCT/A/38/2,
paragraph 7, sub-paragraph 3, with the same
transitional arrangements.

[Annexes follows]
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PROPOSED AMENDMENTS OF THE PCT REGULATIONS?

TABLE OF CONTENTS

Rule 46 Amendment of Claims before the International Bureau............cccccovevevenineniniennn, 2
46.110 46.4 [NO CNANGE] .. eeviiiiitieiietiee bbb 2
46.5 FOrm of AMENAMENTS......oiiiiiieieie e nes 2

Rule 70 International Preliminary Report on Patentability by the International Preliminary
Examining Authority (International Preliminary Examination Report)................... 3
70.1t0 70.15 [NO CRANGE] -..veiveiiieieieieete et 3
70.16 ANNEXes t0 the REPOIT ........ciuiiieiiee e 3
70.17 [NO CRANGE]T ..ottt 3

Proposed additions and deletions are indicated, respectively, by underlining and striking through
the text concerned. A “clean” copy of the proposed amended provisions (without underlining or
striking through) appears in Annex I1.
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Rule 46
Amendment of Claims before the International Bureau

46.1t0 46.4 [No change]
46.5 Form of Amendments®

(a) The applicant, when making amendments under Article 19, shall be required to
submit a replacement sheet or sheets contalnlnq a complete set of clalms in replacement of all
the claims originally flled

(b) The replacement sheet or sheets shall be accompanied by a letter aceempanying-the
replacementsheets which:

(i) shall identify the claims which, on account of the amendments, differ from the
claims originally filed, and shall draw attention to the differences between the claims

originally filed replaced-sheets and the claims as amended replacement-sheets;

(ii) shall identify the claims originally filed which, on account of the amendments,

are cancelled. Ie%hee*terﬂ%ha%wmendmen%mse#t&wﬁhee&neeﬂaﬂe#eﬁan%%m

3 Paragraphs (a) and (b) have been further amended as set out in paragraph 2 in the main body of

this document.



PCT/A/38/2 Add.
Annex I, page 3

Rule 70
International Preliminary Report on Patentability
by the International Preliminary Examining Authority
(International Preliminary Examination Report)

70.1t0 70.15 [No change]

70.16 Annexes to the Report*

(a) Each replacement sheet under Rule 66.8(a) or (b) and-each+replacementsheet

shall, unless superseded by later replacement sheets
under Rule 66.8(a) or (b) or amendments resulting in the cancellation of entire sheets under
Rule 66.8(b), be annexed to the report.

(a-bis) Replacement sheets under Rule 46.5(a) shall, unless superseded or containring
amendments-under-Article-19 which-have-been considered as reversed by replacement sheets
under Rule 66.8(c) an-amendment-under-Article-34, be annexed to the report. Replacement
sheets under Rule 66.8(c) shall, unless superseded by later replacement sheets under
Rule 66.8(c), be annexed to the report. Letters and-letters under Rule 46.5(b) or Rule 66.8(a)

or (c) shall not be annexed to the report.

(b) Notwithstanding paragraphs (a) and (a-bis) paragraph-(a}, each superseded or
reversed replacement sheet referred to in those paragraphs that-paragraph shall also be
annexed to the report where the International Preliminary Examining Authority considers that
the relevant superseding or reversing amendment goes beyond the disclosure in the
international application as filed and the report contains an indication referred to in Rule
70.2(c). Insuch a case, the superseded or reversed replacement sheet shall be marked as
provided by the Administrative Instructions.

70.17 [No change]

[Annex I1 follows]

4 Rule 70.16 has been further amended as set out in paragraph 4 in the main body of this

document.
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PROPOSED AMENDMENTS OF THE PCT REGULATIONS
(clean text)

Proposed amendments of the PCT Regulations are set out in Annex I, in which
additions and deletions are shown, respectively, by underlining and striking-through of the
text concerned. This Annex contains, for convenient reference, a “clean” text of the relevant
Rules as they would stand after amendment.
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Rule 46
Amendment of Claims before the International Bureau

46.1t0 46.4 [No change]
46.5 Form of Amendments

(@) The applicant, when making amendments under Article 19, shall be required to
submit a replacement sheet or sheets containing a complete set of claims in replacement of all
the claims originally filed.

(b) The replacement sheet or sheets shall be accompanied by a letter which:

(i) shall identify the claims which, on account of the amendments, differ from the
claims originally filed, and shall draw attention to the differences between the claims
originally filed and the claims as amended;

(it) shall identify the claims originally filed which, on account of the amendments,
are cancelled.
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Rule 70
International Preliminary Report on Patentability
by the International Preliminary Examining Authority
(International Preliminary Examination Report)

70.1t0 70.15 [No change]
70.16 Annexes to the Report

(@) Each replacement sheet under Rule 66.8(a) or (b) shall, unless superseded by later
replacement sheets under Rule 66.8(a) or (b) or amendments resulting in the cancellation of
entire sheets under Rule 66.8(b), be annexed to the report.

(a-bis) Replacement sheets under Rule 46.5(a) shall, unless superseded or considered as
reversed by replacement sheets under Rule 66.8(c), be annexed to the report. Replacement
sheets under Rule 66.8(c) shall, unless superseded by later replacement sheets under
Rule 66.8(c), be annexed to the report. Letters under Rule 46.5(b) or Rule 66.8(a) or (c) shall
not be annexed to the report.

(b) Notwithstanding paragraphs (a) and (a-bis), each superseded or reversed
replacement sheet referred to in those paragraphs shall also be annexed to the report where the
International Preliminary Examining Authority considers that the relevant superseding or
reversing amendment goes beyond the disclosure in the international application as filed and
the report contains an indication referred to in Rule 70.2(c). In such a case, the superseded or
reversed replacement sheet shall be marked as provided by the Administrative Instructions.

70.17 [No change]

[End of Annex Il and of document]



