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SUMMARY

1.  Thisdocument contains proposals for amendment of the Regulations under the Patent
Cooperation Treaty (PCT) as recommended by the Working Group on Reform of the PCT
(“the Working Group”). The proposed amendmentsrelate to the following matters:

(@& International publication and the PCT Gazette in electronic form;
(b) Addition of Arabic as alanguage of publication;

(c) Exceptionsto the all-inclusive designation system;

(d) Missing elements and parts of the international application;

(&) Restoration of the right of priority;

(f) Rectification of obvious mistakes,

(@9 PCT minimum documentation: Addition of patent documents of the Republic of
Korea.

2. The proposed amendments will help applicants to avoid loss of rightsin certain
circumstances, consistently with the Patent Law Treaty (PLT), while maintaining an
appropriate balance between the interests of applicants and third parties. They will aso take
greater advantage of modern information and communications technology in the publication
of PCT applications, will strengthen the international search by adding patent documents of
the Republic of Koreato the PCT minimum documentation, and will make the PCT system
more accessible to awider range of applicants from developing countries by adding Arabic as
alanguage of publication.

3. Thetext of the proposed amendments appearsin Annexes| to I11. A brief outline of the
purpose of each group of amendments appears in paragraph 6(a) to (g), below, and more
detailed explanations are set out in AnnexV. For proposed dates of entry into force and
transitional arrangements, see paragraphs 9to 11, below, and Annex V.

PROPOSED AMENDMENTS

4.  Proposals were considered by the Working Group over the course of several sessions,
the most recent being its seventh session, held in May 2005, at which the Working Group
agreed on proposed amendments to be submitted to the Assembly for adoption at the present
session, subject to possible further drafting changes to be made by the Secretariat (see the
report of the Working Group’s seventh session in document PCT/R/WG/7/13, reproduced in
the Annex to document PCT/A/34/1).

5. The proposed amendments are set out in Annexes | to |11 to the present document, the
amendments in the three Annexes having different proposed dates of entry into force. Where
further drafting changes have been included, beyond the text as agreed by the Working
Group, attention is drawn to that fact in a footnote with an explanation, where necessary, in
Annex V (see the French version of this document for explanations concerning drafting
changes affecting the French text only). Information concerning proposed changes was
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posted by the Secretariat on the PCT reform electronic forum on WIPO' s website! for
comments and suggestions by delegations and representatives. The proposals contained in
this document take into account the comments and suggestions received.

6.  The purpose of the proposed amendments is outlined briefly in the following
subparagraphs. More detailed explanations, including listings of the Rules? involved, appear
in AnnexV.

(& International publication and the PCT Gazette in electronic form. See Annex |
and AnnexV, paragraphs 2 to 12. The proposals relate to the implementation of publication
in electronic form of international applications and of the PCT Gazette, whereby the legally
determinative means would be publication in electronic form rather than on paper as at
present. Some of the proposals are complementary to modifications of the Administrative
Instructions that were promulgated with effect from April 1, 2005.

(b) Addition of Arabic as a language of publication. See Annex | and AnnexV,
paragraphs 13 to 16. The proposal, made at the request of the Government of Egypt, isto add
Arabic to the list of languages in which international applications may be published.

() Exceptionsto the all-inclusive designation system. See Annex | and AnnexV,
paragraphs 17 to 22. The proposal concerns a drafting correction to the text of Rule 4.9(b) in
order to avoid an unintended effect.

(d) Missing elements and parts of the international application. See Annex |l and
AnnexV, paragraphs 23 to 52. The proposals relate to the according of the international
filing date in cases where certain elements or parts of the application are, or appear to be,
missing when the application papers are filed. Remedies are afforded to applicantsin relation
to the correction of defects under Article 11(1), the later furnishing of parts of the description,
claims or drawings, and the incorporation by reference of certain elements or parts which are
contained in the priority document.

() Restoration of theright of priority. See AnnexIl and AnnexV, paragraphs 53
to 80. The proposals provide for the restoration of the right of priority where the international
application has an international filing date which is later than the date on which the priority
period expired but within the period of two months from that date, consistently with the
provisions for restoration under the PLT.

() Rectification of obvious mistakes. See Annex |l and AnnexV, paragraphs 81
to 101. The proposals rationalize the operation of Rule 91 (presently entitled “Obvious Errors
in Documents”), whose provisions are open to different interpretations and have at times led
to inconsistent decisions. The proposals would introduce more consistent practices in PCT
Offices and Authorities and would bring PCT practice into line, to the extent possible, with
the provisions of the PLT relating to rectification of mistakes.

! See http://www.wipo.int/pct/reform/en/index.html.

References in this document to “Articles’ and “Rules’ are to those of the Patent Cooperation
Treaty (PCT) and the Regulations under the PCT (*the Regulations’), or to such provisions as
proposed to be amended or added, as the case may be. Referencesto “nationa laws’, “nationa
applications’, “the national phase’, etc., include reference to regional laws, regional
applications, the regiona phase, etc.
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(@ PCT minimum documentation: Addition of patent documents of the Republic of
Korea. See Annexlll and AnnexV, paragraphs 102 to 104. The proposal, made at the
request of the Government of the Republic of Korea, is to include patent documents of the
Republic of Koreain the PCT minimum documentation used in carrying out international
searches. For the purposes of the Assembly’s consideration of this proposal, advice is being
sought from the PCT Committee for Technical Cooperation, whose 21st session is being
convened to meet during the same period as the Assembly (see document PCT/CTC/21/2).
The Committee will have available to it recommendations of the PCT Minimum
Documentation Comprehensive Review Task Force that was established at the suggestion of
the Meeting on International Authorities Under the PCT (see document PCT/MIA/11/14,

paragraph 8).

7. Itisproposed, as agreed by the Working Group, that the Assembly adopt certain
understandings in relation to a small number of the proposed amendments. Draft texts of
those understandings appear in Annex V, paragraphs 22, 52, 62, 64, 67, 73, 77, 78, 80
and 101.

8. A “clean” text of all of the proposed amended provisions (without underlining or
striking through) appears in document PCT/A/34/3.

ENTRY INTO FORCE AND TRANSITIONAL ARRANGEMENTS

9.  Asagreed by the Working Group (see document PCT/R/WG/7/13, paragraph 126,
reproduced in the Annex to document PCT/A/34/1), proposals concerning entry into force and
transitional arrangements in respect of the proposed amendments were posted by the
Secretariat on the PCT reform electronic forum on WIPO's website® for comments and
suggestions by delegations and representatives. The proposals contained in this document
take into account the comments and suggestions received.

10. Different datesof entry into force are proposed for the amendments set out in each of
Annexes | to Il1, asfollows:

(i) for the proposed amendments appearing in Annex | (concerning international
publication and the PCT Gazette in electronic form, addition of Arabic as alanguage of
publication, and exceptions to the all-inclusive designation system): April 1, 2006;

(i)  for the proposed amendments appearing in Annex 11 (concerning missing
elements and parts of the international application, restoration of the right of priority, and
rectification of obvious mistakes): April 1, 2007;

(i)  for the proposed amendments appearing in Annex |11 (concerning addition to the
PCT minimum documentation of patent documents of the Republic of Korea): yet to be
proposed on the basis of advice by the PCT Committee for Technical Cooperation (see

paragraph 6(g), above).

11. More detailed explanatiors concerning dates of entry into force and proposed
trangitional arrangements, including draft decisions of the Assembly, are set out in Annex|V.

3 See http://www.wipo.int/pct/reform/en/index.html.
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12. The Assembly of the PCT Unionis
invited:

(i) toadopt the proposed amendments
of the Regulations under the PCT set out in
Annexes| tollll;

(i)  to adopt the proposed decisions set
out in Annex |V, paragraph 15, items (1)
to (4), relating to entry into force and
transitional arrangements; and

(i)  to adopt the proposed
understandings relating to certain
amendments as set out in Annex V,
paragraphs 22, 52, 62, 64, 67, 73, 77, 78, 80
and 101.

[Annexes follow]
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! Proposed additions and deletions are indicated, respectively, by underlining and striking through
the text concerned. A “clean” copy of the proposed amended provisions (without underlining or
striking through) appears in document PCT/A/34/3.

2

For dates of entry into force and transitional arrangements, see paragraphs 9 to 11 of the main
body of this document and Annex V.
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Rule4?
The Request (Contents)

4.1t0 4.8 [No change]
4.9 Designation of Sates; Kinds of Protection; National and Regional Patents’
(@ [Nochange] Thefiling of arequest shall constitute:

(i) thedesignation of al Contracting States that are bound by the Treaty on the
international filing date;

(i) anindication that the international application is, in respect of each designated
State to which Article 43 or 44 applies, for the grant of every kind of protection which is
available by way of the designation of that State;

(iif) anindication that the international application is, in respect of each designated
State to which Article 45(1) applies, for the grant of aregional patent and also, unless
Article 45(2) applies, anational patent.

(b) Notwithstanding paragraph (a)(i), if, on October 5, 2005, October1,-2002; the
national law of a Contracting State provides that the filing of an international application
which contains the designation of that State and claims the priority of an earlier national
application having effect in that State shall have the result that the earlier national application
ceases to have effect with the same consequences as the withdrawal of the earlier national
application, any request in which the prlorlty of an earller national application filed in that
State is claimed may; : X ational-Haw es ide; contain an
indication that the desi gnatlon of that State is not made prowded that the d&a gnated Office
notifies Hferms the International Bureau by January 5, 2006, January-1-2003; that this
paragraph shall apply in respect of designations of that State and that the notification is still in
force on the international filing date. The information received shall be promptly published
by the International Bureau in the Gazette.

4.10to0 4.18 [No change]

While the amendments of Rule 4 set out in this Annex would enter into force on April 1, 2006,
further proposed amendments of Rule 4 set out in Annex |1 would enter into force on

April 1, 2007 (see paragraph 10(ii) in the main body of the present document).

Further drafting changes have been made to Rule 4.9(b), beyond the text as agreed by the
Working Group; see Annex V, paragraph 21. The Assembly isinvited to adopt a proposed
understanding in relation to Rule 4.9(b); see Annex V, paragraph 22. The full text of

Rule 4.9(a) is shown, although unchanged, for convenient reference having regard to the
proposed amendments of Rule 4.9(b) and to the proposed understanding just mentioned.
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Rule 13bis
Inventions Relating to Biological M aterial

13bis.1 to 13bis.3 [No change]
13bis4 References. Time Limit for Furnishing Indications®
(& to (c¢) [No change]

(d) The International Bureau shall notify the applicant of the date on which it received
any indication furnished under paragraph (a), and:

(1) if the indication was received before the technical preparations for international
publication have been completed publish the indication furnished under paragraph (a), and an
|nd|cat| on of the date of receipt, toqether Wlth the international appllcatl onmel+eate$hat—elate

(i) [No change]

13bis.5to 13bis.7 [No change]

5

A further drafting change has been made to Rule 13bis.4(d)(i), in the French text only, beyond
the text as agreed by the Working Group; see Annex 'V, paragraph 4. For transitiona
arrangements in relation to Rule 13bis.4, see Annex IV, paragraph 15, item (1)(b)(i).
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Rule 26bis’
Correction or Addition of Priority Claim

26bis.1 [No change]
26his.2 Invitation to Correct Defectsin Priority Claims’
(@ and (b) [No change]

() Where the receiving Office or the International Bureau has made a declaration
under paragraph (b), the International Bureau shall, upon request made by the applicant and
received by the International Bureau prior to the completion of the technical preparations for
international publication, and subject to the payment of a special fee whose amount shall be
fixed in the Administrative Instructions, publish, together with the international application,
information concerning the priority claim which was considered not to have been made. A
copy of that requ&st shall be mcl udedin the commun| cation under Article 20 where-a-copy-of

= ' ation-or where the international application is not

publ |shed by vi rtue of Artlcle 64(3)

While the amendments of Rule 26bis set out in this Annex would enter into force on

April 1, 2006, further proposed amendments of Rule 26bis set out in Annex |1 would enter into
force on April 1, 2007 (see paragraph 10(ii) in the main body of the present document).

For trangitional arrangements in relation to Rule 26bis.2, see Annex 1V, paragraph 15,

item (1)(b)(ii).
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Rule 47
Communication to Designated Offices

47.1 Procedure®

(@ and (a-bis) [No change]

(b) to (e) [No change]

47.2 10 47.4 [No change]

For transitional arrangementsin relation to Rule 47.1, see Annex |V, paragraph 15,
item (1)(b)(i).
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Rule 48°
Inter national Publication

48.1 Form and Means™

(a) [Deleted]
pamphlet.

{b) The particulars+egarding-the form in which and the means by which international

applications are published ef-the-pamphlet-and-the-method-of reproduction shall be governed
by the Administrative Instructions.

48.2 Contents?

(& The publication of the international applicationhepamphiet shall contain:

(i) astandardized front page;;
(i) the descriptior;
(iii) the claims;;
(iv) thedrawings, if any;;

(v) subject to paragraph (9), the mternatl onal search report or the decl aration under
Artlcle 17(2)(a) ahsen 3

(vi) any statement filed under Article 19(1), unless the International Bureau finds
that the statement does not comply with the provisions of Rule 46.4;;

(vit) any request for rectification referred to in the third sentence of Rule 91.1(f) ;;

(viii) the relevant-datafrom-any indications in relation to deposited biological
material furnished under Rule 13bis separately from the description, together with an
indication of the date on which the International Bureau received such indications;;

(iX) any information concerning a priority claim considered not to have been made
under Rule 26his.2(b), the publication of which is requested under Rule 26bis.2(c);;

While the amendments of Rule 48 set out in this Annex would enter into force on April 1, 2006,
further proposed amendments of Rule 48 set out in Annex |1 would enter into force on

April 1, 2007 (see paragraph 10(ii) in the main body of the present document).

Further drafting changes have been made to Rule 48.1, in the French text only, beyond the text
as agreed by the Working Group; see Annex V, paragraph 5 For transitional arrangementsin
relation to Rule 48.1, see Annex |V, paragraph 15, item (1)(b)(i).

1 A further drafting change has been made to Rule 48.2(a), in the French text only, beyond the
text as agreed by the Working Group; see Annex V, paragraph 6. Rule 48.2(a)(i) to (iv), (vi),
(vii) and (ix) are proposed to be amended in the English text only. For transitiona
arrangements in relation to Rule 48.2, see Annex 1V, paragraph 15, item (1)(b)(i). See also
Annex 1V, paragraph 3, in connection with Rule 48.2(a)(x).

10
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[Rule 48.2(a), continued]

(x) any declaration referred to in Rule 4.17 4370+, and any correction thereof
under Rule 26ter.1, which was received by the International Bureau before the expiration of
the time limit under Rule 26ter.1.

(b) to (e) [No change]

(f) If the claims have been amended under Article 19, the publication of the
international appllcatlonshall contaln erther the full text of the claims both asfiled and as
: - . Any statement
referred to in Artlcle 19(1) shall be mcl uded aswell unlees the Internatl onal Bureau finds that
the statement does not comply with the provisions of Rule 46.4. The date of receipt of the
amended claims by the International Bureau shall be indicated.

(9) If, at the time of the completion of the technical preparations for international
publrcatlon the internati onal search report is not yet avarlable Qtepaeampte—beeauseef

to the effect that that report was not avarlable and that erther—thepamphtet—etheneLsemeledrng

the-Haternational-search-report)-wit-berepublished-or the international search report (when it
becomes available) will be separately published together with a revised front page.

(h) If, at the time of the completion of the technical preparations for international
publication, the time limit for amending the claims under Article 19 has not expired, the front
page pamphlet shall refer to that fact and indicate that, should the claims be amended under
Article 19, then, promptly after receipt by the International Bureau of such amendments
within the time I|m|t under Rule 46.1, the full text of the clarms as amended eltherLthe

theamenelmentswrll be publrshed toqether wrth a revrsed front paqe Ian—the4atter—ease—at

: ! a statement under Article 19(1)
has been flled that statement shaII be publlshed aswell unless the International Bureau finds
that the statement does not comply with the provisions of Rule 46.4.

48.3 Languages of Publication

(@ If theinternationa application is filed in Arabic, Chinese, English, French, German,
Japanese, Russian or Spanish (“languages of publication”), that application shall be published
in the language in which it was filed.

(b) and (c) [No change]
48.4 10 48.6 [No change]
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Rule 86
The Gazette

86.1 Contents and-Form™
{8} The Gazette referred to in Article 55(4) shall contain:

(i) for each published international application, the data specified by the
Administrative Instructions taken from the front page of the publication of the international

application pamphletpublished-underRule48, the drawing (if any) appearing on the said
front page, and the abstract;;

(if) the schedule of all fees payable to the receiving Offices, the International
Bureau, and the International Searching and Preliminary Examining Authorities;

(iii) notices the publication of which is required under the Treaty or these
Regulations;;

(iv) information, if and to the extent furnished to the International Bureau by the
designated or elected Offices, on the question whether the requirements provided for in
Articles 22 or 39 have been complied with in respect of the international applications
designating or electing the Office concerned;;

(v) [No change]

12

Rule 86.1(ii) to (iv) are proposed to be amended in the English text only. For transitiona
arrangements in relation to Rule 86.1, see Annex 1V, paragraph 15, item (1)(b)(iii).
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86.2 Languages, Formand Means of Publication; Timing Accessto-the Gazette'®

(& The Gazette shall be published in English and French at the sametime. The
trand ations shall be ensured by the International Bureau in English and French. Fhe Gazette

(b) [No change]

(o) Theform in which and the means by which the Gazette is published shall be
qoverned by the Admlnlstratlve Instructlons Ihe@az%neleetrena&ie#meﬁe#ed—t&m

(d) [¢e)eentinded] The International Bureau shall ensure that, for each published

international application, the information referred to in Rule 86.1(i) is the-making-accessible
of-the Gazette n-electronicform-shal-be published in the Gazette effected on, or as soon as
possible after, the date of publication of the-pamphlet-containing the international application.

86.31t086.6 [No change]

¥ Further drafting changes have been made to Rule 86.2, beyond the text as agreed by the
Working Group; see Annex V, paragraph 12. For transitional arrangementsin relation to
Rule 86.2, see Annex IV, paragraph 15, item (1)(b)(iii).
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Rule 87
Communication Septes of Publications

87.1 Communication of Publications on Request Hternational-Searching-and-Preliminary

The Internatlonal Bureau shaII communlcate Any-ternational-Searching-or

s Exa 3 e, free of charge, two-copiesof
every publlshed mternatlonal appllcatlon of the Gazette and ef any other publication of

general interest published by the International Bureau in connection with the Treaty or these
Regulations, to International Searching Authorities, International Preliminary Examining
Authorities and national Offices upon reguest by the Authority or Office concerned. Further
details concerning the form in which and the means by which publications are communicated
shall be governed by the Administrative Instructions.

872 [Deeted] National-Offices'®

1 Further drafting changes have been made to Rule 87.1, in the French text only, beyond the text
as agreed by the Working Group; see Annex V, paragraph 7. For trangitiona arrangementsin
relation to Rule 87.1, see Annex |V, paragraph 15, item (1)(b)(iv).

For trangitiona arrangements in relation to Rule 87.2, see Annex |V, paragraph 15,

item (1)(b)(iv).

15
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Rule 9116
Obvious Errorsin Documents

91.1 Rectification®’
(@ to (e) [No change]

(f) Any authority which authorizes or refuses any rectification shall promptly notify the
applicant of the authorization or refusal and, in the case of refusal, of the reasons therefor.
The authority which authorizes a rectification shall promptly notify the International Bureau
accordingly. Where the authorization of the rectification was refused, the Internationa
Bureau shall, upon request made by the applicant prior to the time relevant under
paragraph (g-bis), (g-ter) or (g- quater) and subject to the payment of a specia fee whose
amount shall be fixed in the Administrative Instructions, publish the request for rectification
together with the international application. A copy of the request for rectification shall be
included in the communication under Article 20 where-a-copy-of-the-pamphletis-not-used-for
that-communication-or where the international application is not published by virtue of
Article 64(3).

(9) to (g-quater) [No change]

[Annex |1 follows]

16 While the amendments of Rule 91 set out in this Annex would enter into force on April 1, 2006,

further proposed amendments of Rule 91 set out in Annex |1 would enter into force on
April 1, 2007 (see paragraph 10(ii) in the main body of the present document).

For trangitiona arrangements in relation to Rule 91.1, see Annex |V, paragraph 15,
item (1)(b)(ii).

17
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Rule2
Inter pretation of Certain Words

2.1t0 2.3 [No change]

2.4 " Priority Period” 3

(&) Whenever the term “priority period” isused in relation to apriority claim, it shall be
construed as meaning the period of 12 months from the filing date of the earlier application
whose priority is so claimed. The day of filing of the earlier application shall not be included

in that period.
(b) Rule 80.5 shall apply mutatis mutandis to the priority period.

3 A further drafting change has been made to Rule 2.4(b), in the French text only, beyond the text
as agreed by the Working Group; see Annex V, paragraph 54.
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Rule 4*
The Request (Contents)

4.1 Mandatory and Optional Contents; Signature®
(@ and (b) [No change]
(¢) The request may contain:
() and (ii) [No change]
(iii) declarations as provided in Rule 4.17,

(iv) astatement as provided in Rule 4.18,

(v) arequest for restoration of the right of priority.

(d) [No change]
4.2t04.9 [No change]
4.10 Priority Claim

(& Any declaration referred to in Article 8(1) (“priority claim”) may claim the priority
of one or more earlier applications filed either in or for any country party to the Paris
Convention for the Protection of Industrial Property or in or for any Member of the World
Trade Organization that is not party to that Convention. Any priority claim shall-subject-to
Rule-26bis-1; be made in the request; it shall consist of a statement to the effect that the
priority of an earlier application is claimed and shall indicate:

(i) the date on which the earlier application was filed—being-a-date-faing-within

(i) to(v) [No change]

(b) to (d) [No change]

4.11t04.17 [No change]

These amendments are based on the text of Rule 4 as proposed to be amended, with effect from
April 1, 2006, in Annex | of this document.

For transgitional arrangementsin relation to Rule 4.1(c)(iv), see Annex 1V, paragraph 15,

item (2)(a).
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4.18 Satement of Incorporation by Reference®

Where the international application, on the date on which one or more el ements referred
toin Article 11(2)(iii) were first received by the receiving Office, claims the priority of an
earlier application, the request may contain a statement that, where an element of the
international application referred to in Article 11(1)(iii)(d) or (€) or a part of the description,
claims or drawings referred to in Rule 20.5(Q) is not otherwise contained in the international
application but is completely contained in the earlier application, that element or part is,
subject to confirmation under Rule 20.6, incorporated by reference in the international
application for the purposes of Rule 20.6. Such a statement, if not contained in the request on
that date, may be added to the request if, and only if, it was otherwise contained in, or
submitted with, the international application on that date.

4.19 418 Additional Matter’

(& Therequest shall contain no matter other than that specified in Rules 4.1
t0 4.18 417, provided that the Administrative Instructions may permit, but cannot make
mandatory, the inclusion in the request of any additional matter specified in the
Administrative Instructions.

(b) If the request contains matter other than that specified in Rules4.1t0 4.18 417 or
permitted under paragraph (a) by the Administrative Instructions, the receiving Office shall
ex officio delete the additional matter.

For transitional arrangementsin relation to Rule 4.18, see Annex |V, paragraph 15, item (2)(a).
! Further drafting changes have been made to Rule 4.19, in the French text only, beyond the text
as agreed by the Working Group; see Annex V, paragraph 49. For trangtiona arrangementsin
relation to Rule 4.19, see Annex 1V, paragraph 15, item (2)(a).
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Rule11
Physical Requirements of the International Application

11.1t0 11.13 [No change]
11.14 Later Documents

Rules 10, and 11.1 to 11.13, also apply to any document—for example, replacement
sheets eorrected-pages, amended claims, trandations—submitted after the filing of the
international application.
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Rule 12
L anguage of the International Application and Translation
for the Purposes of International Search and International Publication

12.1 [No change]

12.1bis Language of Elements and Parts Furnished Under Rule 20.3, 20.5 or 20.62

An element referred to in Article 11(1)(iii)(d) or (e) furnished by the applicant under
Rule 20.3(b) or 20.6(a) and a part of the description, claims or drawings furnished by the
applicant under Rule 20.5(b) or 20.6(a) shall be in the language of the international
application as filed or, where atrandation of the application is required under Rule 12.3(a)
or 12.4(a), in both the language of the application as filed and the language of that trandation.

12.2 Language of Changesin the International Application®
(& [No change]

(b) Any rectification under Rule 91.1 of an obvious mistake exrer in the international
application shal be in the language in which the application is filed, provided that:

() where atrandation of the international application is required under
Rule 12.3(a), 12.4(a) or 55.2(a), rectifications referred to in Rule 91.1(b)(ii) and (iii)
91 {e)(iy-and-(HH shall be filed in both the language of the application and the language of
that trandation,

(i) whereatrandation of the request is required under Rule 26.3ter(c),
rectifications referred to in Rule 91.1(b)(i) 93-{e}{H} need only be filed in the language of that
trandation.

(¢) [No change]
12.3 Tranglation for the Purposes of International Search®
(a) and (b) [No change]

(c) Where, by the time the receiving Office sends to the applicant the notification under
Rule 20.2(c) 20-5(¢), the applicant has not furnished a trandation required under
paragraph (a), the receiving Office shall, preferably together with that notification, invite the

applicant:
() and (ii) [No change]
(d) and (e) [No change]

12.4 [No change]

8 For transitional arrangements in relation to Rule 12.1bis, see Annex 1V, paragraph 15,

item (2)(a).

Further drafting changes have been made to Rule 12.2(b), beyond the text as agreed by the
Working Group; see Annex V, paragraph 82.

For trangitiona arrangementsin relation to Rule 12.3, see Annex |V, paragraph 15, item (2)(a).

9

10
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Rule 20
International Filing Date Receipt-of-thelnternational-Appheation

1 For transitional arrangementsin relation to Rule 20.1, see Annex |V, paragraph 15, items (2)(a)

and (3)(a).
For transitional arrangementsin relation to Rule 20.2, see Annex |V, paragraph 15, item (2)(a).
For trangitional arrangementsin relation to Rule 20.3, see Annex 1V, paragraph 15, item (2)(a).

12
13
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20.1 204 Determination Under Article 11(1)*

(& Promptly after receipt of the papers purporting to be an international application, the
receiving Office shall determine whether the papers fulfill eemply-withthe requirements of
Article 11(1).

(b) For the purposes of Article 11(1)(iii)(c), it shall be sufficient to indicate the name of
the applicant in away which alows the hisidentity of the applicant to be established even if
the name is misspelled, the given names are not fully indicated, or, in the case of legal
entities, the indication of the name is abbreviated or incomplete.

(c) For the purposes of Article 11(1)(ii), it shall be sufficient that the part which
appears to be a description (other than any sequence listing part thereof) and the part which
appears to be aclaim or clams be in alanguage accepted by the receiving Office under
Rule 12.1(a).

(d) If, on October 1, 1997, paragraph (c) is not compatible with the national law applied
by the receiving Office, paragraph (c) shall not apply to that receiving Office for aslong as it
continues not to be compatible with that law, provided that the said Office informs the
International Bureau accordingly by December 31, 1997. The information received shall be
promptly published by the International Bureau in the Gazette.

20.2 20.5 Positive Determination Under Article 11(1)%°

(@ If the receiving Office determines that, at the time of receipt of the papers
purporting to be an international application, the requirements of determination-under
Article 11(1) were fulfilled ispesitive, the receiving Office shall accord as the international

filing date the date of receipt of the mternatlonal aopllcatl on. stamgen%he#equ&st—theﬁameef

(b) The receiving Office shall stamp the request of the international application which it
has accorded an international filing date as prescribed by the Administrative Instructions. The
copy whose request has been so stamped shall be the record copy of the international
application.

4 Thefull text of Rule 20.1(c) and (d) is shown, athough no changes are indicated in them in the
English text, since they derive from existing Rule 20.4. Further drafting changes have been
made to Rule 20.1, in the French text only, beyond the text as agreed by the Working Group;
see Annex V, paragraph 28. For transitional arrangements in relation to Rule 20.1, see
Annex 1V, paragraph 15, items (2)(a) and (3)(a).

*  Thefull text of Rule 20.2(c) is shown, athough no changes are indicated in it in the English
text, since it derives from existing Rule 20.5. Further drafting changes have been made to
Rule 20.2(c), in the French text only, beyond the text as agreed by the Working Group; see
Annex V, paragraph 30. For trangitional arrangements in relation to Rule 20.2, see Annex |V,
paragraph 15, item (2)(a).
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[Rule 20.2, continued)]

(c) Thereceiving Office shall promptly notify the applicant of the international
application number and the international filing date. At the same time, it shall send to the
International Bureau a copy of the notification sent to the applicant, except where it has
already sent, or is sending at the same time, the record copy to the International Bureau under
Rule 22.1(a).

20.3 Defects Under Article 11(1)*®

(2) Where, in determining whether the papers purporting to be an international
application fulfill the requirements of Article 11(1), the receiving Office finds that any of the
requirements of Article 11(1) are not, or appear not to be, fulfilled, it shall promptly invite the
applicant, at the applicant’s option:

(i) to furnish the required correction under Article 11(2); or

(ii) where the requirements corcerned are those relating to an element referred to
in Article 11(2)(iii)(d) or (e), to confirm in accordance with Rule 20.6(a) that
the element is incorporated by reference under Rule 4.18;

and to make observations, if any, within the applicable time limit under Rule 20.7. If that
time limit expires after the expiration of 12 months from the filing date of any application
whose priority is claimed, the receiving Office shall call that circumstance to the attention of

the applicant.

The following footnote should have appeared in document PCT/A/34/2: For transitional
arrangements in relation to Rule 20.6, see Annex |V, paragraph 15, item (2)(a).

Further drafting changes have been made to Rule 20.3, in the French text only, beyond the text
as agreed by the Working Group; see Annex V, paragraph 35. For trangtional arrangementsin
relation to Rule 20.3, see Annex 1V, paragraph 15, item (2)(a).

16
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[Rule 20.3, continued)]

(b) Where, following an invitation under paragraph (a) or otherwise:

(i) the applicant furnishes to the receiving Office the required correction under
Article 11(2) after the date of receipt of the purported international application but on a later
date faling within the applicable time limit under Rule 20.7, the receiving Office shall accord
that later date as the international filing date and proceed as provided in Rule 20.2(b) and (c);

(ii) an element referred to in Article 11(2)(iii)(d) or (€) is, under Rule 20.6(b),
considered to have been contained in the international application on the date on which one or
more elements referred to in Article 11(1)(iii) were first recelved by the receiving Office, the
recelving Office shall accord as the international filing date the date on which all of the
reqguirements of Article 11(1) are fulfilled and proceed as provided in Rule 20.2(b) and (c).

(c) 20-8—FErrorby-the Receiving-Office If the receiving Office later discovers, or on the
basis of the applicant’s reply realizes, that it has erred in issuing an invitation under paragraph
(a) to-correct since the requirements of previded-forunder Article 11(1) were fulfilled when
the papers were received, it shall proceed as provided in Rule 20.2 Rule20.5."

20.4 20.7 Negative Determination Under Article 11(1)’

If the receiving Office does not; receive, within the applicable time limit under
Rule 20.7, a correction or confirmation referred to in Rule 20.3(a), within-the prescribed-time
Hitreceive-arephy-to-Hstnvitation-to-correct; or if athe correction or confirmation has been
received offered-by-the-appheant but the application still does not fulfill the requirements of
provided-for-under Article 11(1), the receiving Office # shall:

(i) promptly notify the applicant that the his application is not and will not be
treated as an international application and shall indicate the reasons therefor ;;

(i1) notify the International Bureau that the number it has marked on the papers
will not be used as an international application number ;;

(iii) keep the papers constituting the purported international application and any
correspondence relating thereto as provided in Rule 93.1;; and

(iv) send acopy of the said papers to the International Bureau where, pursuant to a
request by the applicant under Article 25(1), the International Bureau needs such a copy and
specially asks for it.

The existing title of Rule 20.8 should have been shown as deleted in document PCT/A/34/2.
The full text of Rule 20.4(iv) is shown, athough no changes are indicated in it, Since it derives
from existing Rule 20.7. Further drafting changes have been made to the introductory text of
Rule 20.4 and, in the French text only, to Rule 20.4(iii), beyond the text as agreed by the
Working Group; see Annex V, paragraph 37. For transitional arrangementsin relation to
Rule 20.4, see Annex |1V, paragraph 15, item (2)(a).

17
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20.5 Missing Parts'®

(&) Where, in determining whether the papers purporting to be an international
application fulfill the requirements of Article 11(1), the receiving Office finds that a part of
the description, claims or drawings is or appears to be missing, including the case where all of
the drawings are or appear to be missing but not including the case where an entire element
referred to in Article 11(1)(iii)(d) or (€) is or appears to be missing, it shall promptly invite the
applicant, at the applicant’s option:

(i) to complete the purported international application by furnishing the missing
part; or

(ii) to confirm, in accordance with Rule 20.6(a), that the part was incorporated by
reference under Rule 4.18;

and to make observations, if any, within the applicable time limit under Rule 20.7. If that
time limit expires after the expiration of 12 months from the filing date of any application
whose priority is claimed, the receiving Office shall call that circumstance to the attention of

the applicant.

(b) Where, following an invitation under paragraph(a) or otherwise, the applicant
furnishes to the receiving Office, on or before the date on which all of the requirements of
Article 11(1) are fulfilled but within the applicable time limit under Rule 20.7, a missing part
referred to in paragraph (@) so as to complete the international application, that part shall be
included in the application and the receiving Office shall accord as the international filing
date the date on which all of the requirements of Article 11(1) are fulfilled and proceed as
provided in Rule 20.2(b) and (c).

(c) Where, following an invitation under paragraph (@) or otherwise, the applicant
furnishes to the receiving Office, after the date on which al of the requirements of
Article 11(1) were fulfilled but within the applicable time limit under Rule 20.7, amissing
part referred to in paragraph (a) so as to complete the international application, that part shall
be included in the application, and the receiving Office shall correct the internationa filing
date to the date on which the receiving Office recelved that part, notify the applicant
accordingly and proceed as provided for in the Administrative Instructions.

(d) Where, following an invitation under paragraph (a) or otherwise, a part referred to
in paragraph (a) is, under Rule 20.6(b), considered to have been contained in the purported
international application on the date on which one or more elements referred to in
Article 11(1)(iii) werefirst received by the receiving Office, the receiving Office shall accord
as the international filing date the date on which al of the requirements of Article 11(1) are
fulfilled and proceed as provided in Rule 20.2(b) and (c).

18 Further drafting changes have been made to Rule 20.5(3)(i), (b) and (c), in the French text only,
beyond the text as agreed by the Working Group; see Annex V, paragraph 43. For transitional
arrangements in relation to Rule 20.5, see Annex |V, paragraph 15, item (2)(a).
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[Rule 20.5, continued)]

(e) Where the international filing date has been corrected under paragraph(c), the
applicant may, in a notice submitted to the receiving Office within one month from the date of
the notification under paragraph (c), request that the missing part concerned be disregarded, in
which case the missing part shall be considered not to have been furnished and the correction
of the international filing date under that paragraph shall be considered not to have been
made, and the receiving Office shall proceed as provided for in the Administrative
Instructions.

20.6 Confirmation of Incorporation by Reference of Elements and Parts-®

(a) The applicant may submit to the receiving Office, within the applicable time limit
under Rule 20.7, awritten notice confirming that an element or part is incorporated by
reference in the international application under Rule 4.18, accompanied by:

() asheet or sheets embodying the entire e ement as contained in the earlier
application or embodying the part concerned;

(ii) where the applicant has not aready complied with Rule 17.1(a), (b) or (b-bis)
in relation to the priority document, a copy of the earlier application as filed;

(iii) where the earlier application is not in the language in which the international
application is filed, atrandation of the earlier application into that |language or, where a
trandation of the international application is required under Rule 12.3(a) or 12.4(a), a
trandation of the earlier application into both the language in which the international
application isfiled and the language of that trandation; and

(iv) inthe case of apart of the description, claims or drawings, an indication as to
where that part is contained in the earlier application and, where applicable, in any trandation
referred to in item(iii).

(b) Where the receiving Office finds that the requirements of Rule 4.18 and
paragraph (a) have been complied with and that the element or part referred to in
paragraph (a) is completely contained in the earlier application concerned, that element or part
shall be considered to have been contained in the purported international application on the
date on which one or more elements referred to in Article 11(1)(iii) were first received by the
recelving Office.

(c) Where the receiving Office finds that a requirement under Rule 4.18 or
paragraph (a) has not been complied with or that the el ement or part referred to in
paragraph (a) is not completely contained in the earlier application concerned, the receiving
Office shall proceed as provided for in Rule 20.3(b)(i), 20.5(b) or 20.5(c), as the case may be.

19 For trangitional arrangements in relation to Rule 20.6, see Annex IV, paragraph 15, item (2)(a).
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20.7 TimeLimit®°

(@) The applicable time limit referred to in Rules 20.3(a) and (b), 20.4, 20.5(a), (b)
and (c), and 20.6(a) shall be:

() where an invitation under Rule 20.3(a) or 20.5(a), as applicable, was sent to the
applicant, two months from the date of the invitation;

(ii) where no such invitation was sent to the applicant, two months from the date
on which one or more e ements referred to in Article 11(1)(iii) were first received by the
receiving Office.

(b) Where a correction under Article 11(2) or a notice under Rule 20.6(a) confirming
the incorporation by reference of an element referred to in Article 11(2)(iii)(d) or (g) is
received by the receiving Office after the expiration of the applicable time limit under
paragraph (a) but before that Office sends a notification to the applicant under Rule 20.4(i),
that correction or notice shall be considered to have been received within that time limit.

20.8 Incompatibility With National Laws!

(a) If, on October 5, 2005, any of Rules 20.3(a)(ii) and (b)(ii), 20.5(a)(ii) and (d),
and 20.6 are not compatible with the national law applied by the receiving Office, the Rules
concerned shall not apply to an international application filed with that receiving Office for as
long as they continue not to be compatible with that law, provided that the said Office informs
the International Bureau accordingly by April 5, 2006. The information received shall be
promptly published by the International Bureau in the Gazette.

(b) If, on October 5, 2005, any of Rules 20.3(a)(ii) and (b)(ii), 20.5(a)(ii) and (d),
and 20.6 are not compatible with the national law applied by the designated Office, the Rules
concerned shall not apply in respect of that Office in relation to an international application in
respect of which the acts referred to in Article 22 have been performed before that Office for
as long as they continue not to be compatible with that law, provided that the said Office
informs the International Bureau accordingly by April 5, 2006. The information received
shall be promptly published by the International Bureau in the Gazette.

209 [Deleted] CertifiedCopy-forthe Applicant??

20

For transitional arrangements in relation to Rule 20.7, see Annex |V, paragraph 15, item (2)(a).
2 Further drafting changes have been made to Rule 20.8(a) and (b), beyond the text as agreed by
the Working Group; see Annex V, paragraph 55. For transitiona arrangementsin relation to
Rule 20.8, see Annex |V, paragraph 15, item (2)(a). The Assembly isinvited to adopt a
proposed understanding in relation to Rule 20.8(a); see Annex V, paragraph 52.

2 For trangitional arrangements in relation to Rule 20.9, see Annex IV, paragraph 15, item (2)(a).
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Rule 21
Preparation of Copies

21.1 [No change]

21.2 Certified Copy for the Applicant?

Against payment of afee, the receiving Office shall furnish to the applicant, on request,
certified copies of the international application as filed and of any corrections thereto.

23 For trangitional arrangements in relation to Rule 21.2, see Annex |V, paragraph 15, item (2)(a).



PCT/A/34/2 Rev.
Annex |1, page 17

Rule 22
Transmittal of the Record Copy and Translation

22.1 Procedure®*
(@ [No change]

(b) If the International Bureau has received a copy of the notification under
Rule 20.2(c) 20-5(¢) but is not, by the expiration of 13 months from the priority date, in
possession of the record copy, it shall remind the receiving Office that it should transmit the
record copy to the International Bureau promptly.

(c) If the International Bureau has received a copy of the notification under
Rule 20.2(c) 20-5(¢) but is not, by the expiration of 14 months from the priority date, in
possession of the record copy, it shall notify the applicant and the receiving Office
accordingly.

(d) to (h) [No change]
22.2 [Remains deleted]

22.3 [No change]

24 For trangitional arrangements in relation to Rule 22.1, see Annex IV, paragraph 15, item (2)(a).
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Rule 26
Checking by, and Correcting Befor e, the Receiving Office of Certain Elements of the
Inter national Application

26.1 Invitation Under Article 14(1)(b) to Correct Fime Limitfor-Check?®

{a) Thereceiving Office shal issue the invitation to correct provided for in
Article 14(1)(b) as soon as possible, preferably within one month from the receipt of the
international application. In the invitation, the receiving Office shall invite the applicant to
furnish the required correction, and give the applicant the opportunity to make observations,
within the time limit under Rule 26.2.

26.2 Time Limit for Correction®®

The time limit referred to in Rule 26.1 A+ticle-14{1)}(b}-shal-bereasonable under-the
eireumstances-and shall be two months fixed-ir-each-case-by-the receiving Office—tH-shall-net
be-lessthan-ene-menth from the date of the invitation to correct. It may be extended by the
receiving Office at any time before a decision is taken.

26.2bisto 26.3bis [No change]
26.3ter Invitation to Correct Defects Under Article 3(4)(i)?’

(& Where the abstract or any text matter of the drawings is filed in alanguage which is
different from the language of the description and the claims, the receiving Office shall,
unless

() and (ii) [No change]

invite the applicant to furnish atrandation of the abstract or the text matter of the drawings
into the language in which the international application is to be published. Rules 26.1 26-1(a},
26.2, 26.3, 26.3his, 26.5 and 29.1 shall apply mutatis mutandis.

(b) [No change]

(¢) Where the regquest does not comply with Rule 12.1(c), the receiving Office shall
invite the applicant to file atrandation so as to comply with that Rule. Rules 3, 26.1 26-1(a),
26.2, 26.5 and 29.1 shall apply mutatis mutandis.

(d) [No change]

2 A further drafting change has been made to the title of Rule 26.1, in the French text only,

beyond the text as agreed by the Working Group; see Annex V, paragraph 24. For transitional

arrangementsin relation to Rule 26.1, see Annex |V, paragraph 15, item (2)(a).

For transitional arrangementsin relation to Rule 26.2, see Annex 1V, paragraph 15, item (2)(a).

2 A further drafting change has been made to the title of Rule 26.3ter, in the French text only,
beyond the text as agreed by the Working Group; see Annex V, paragraph 24. For transitional
arrangements in relation to Rule 26.3ter, see Annex |V, paragraph 15, item (2)(a).

26



PCT/A/34/2 Rev.
Annex I, page 19

26.4 [No change]
26.5 Decision of the Receiving Office?®

The receiving Office shall decide whether the applicant has submitted the correction
within the gpplicable time limit under Rule 26.2, and, if the correction has been submitted
within that time limit, whether the international application so corrected is or is not to be
considered withdrawn, provided that no international application shall be considered
withdrawn for lack of compliance with the physical requirements referred to in Rule 11 if it
complies with those requirements to the extent necessary for the purpose of reasonably
uniform international publication.

26.6 [Deleted] Missing-Drawings?®

28
29

For trangtiona arrangements in relation to Rule 26.5, see Annex IV, paragraph 15, item (2)(a).
For trangitional arrangements in relation to Rule 26.6, see Annex IV, paragraph 15, item (2)(a).
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Rule 26bis®
Correction or Addition of Priority Claim

26bis.1 Correction or Addition of Priority Claim

(& The applicant may correct a priority claim or add a priority claim to the request by a
notice submitted to the receiving Office or the International Bureau within atime limit of
16 months from the priority date or, where the correction or addition would cause a changein
the priority date, 16 months from the priority date as so changed, whichever 16-month period
expires first, provided that such a notice may be submitted until the expiration of four months
from the international filing date. The correction of a priority claim may include the addition
of any indication referred to in Rule 4.10.

(b) and (c) [No change]
26his.2 invitationto-Cerrect Defectsin Priority Claims™

(& Wherethe receiving Office or, if the receiving Office fails to do so, the International
Bureau, finds in relation to a priority claim:

(i) that the internationa application has an international filing date which is later
than the date on which the priority period expired and that a request for
restoration of the right of priority under Rule 26bis.3 has not been submitted:

(ii) that the a priority claim does not comply with the requirements of Rule 4.10;;
or

(iii) that any indication in the a priority claim is inconsistent with ret-the-same-as
the corresponding indication appearing in the priority document ;;

the receiving Office or the International Bureau, as the case may be, shall invite the applicant
to correct the priority claim. In the case referred to in item (i), where the internationa filing
date is within two months from the date on which the priority period expired, the receiving
Office or the International Bureau, as the case may be, shall also notify the applicant of the
possibility of submitting a request for the restoration of the right of priority in accordance
with Rule 26bis.3, unless the recelving Office has notified the International Bureau under
Rule 26bis.3(]) of the incompatibility of Rule 26bis.3(a) to (i) with the national |aw applied by
that Office.

30

These amendments are based on the text of Rule 26bis as proposed to be amended, with effect
from April 1, 2006, in Annex | of this document.

Further drafting changes have been made to Rule 26bis.2(a) and (in the French text only) to
Rule 26bis.2(c), beyond the text as agreed by the Working Group; see Annex 'V, paragraph 56.

31
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[Rule 26his.2, continued]

S 3); the applicant does not, before
the expirati on of the time I|m|t under Rule 26b|31(a) submlt a notice correcting the priority
claim so-asto-comphy-with-therequirements-of Rule 410, that priority claim shall, subject to
paragraph(c), for the purposes of the procedure under the Treaty, be considered not to have
been made (“ considered void”) and the receiving Office or the International Bureau, as the
case may be, shall so declare and shall inform the applicant accordingly. Any notice
correcting the priority claim which is received before the receiving Office or the Internationa
Bureau, as the case may be, so declares and not |ater than one month after the expiration of
that time limit shall be considered to have been received before the expiration of that time

limit. —provided-that-a
(c) A priority claim shall not be considered void retto have-been-made only because:

(i) theindication of the number of the earlier application referred to in
Rule 4.10(a)(ii) is missing; erbecadse

(ii) anindication in the priority claim is inconsistent with net-the same-asthe
corresponding indication appearing in the priority document;_or

(iii) the international application has an internationa filing date which is later than
the date on which the priority period expired, provided that the international filing date is
within the period of two months from that date.

(d) {6} Where the receiving Office or the International Bureau has made a declaration
under paragraph (b) or where the priority claim has not been considered void only because
paraqraph (c) applles the Internatlonal Bureau shall-+ e : RS

ﬁ*ed—m—theAelmmtstFatweJhstmetlens publlsh together W|th the mternatlonal appllcatl on,
information concerning the priority claim as prescribed by the Administrative Instructions
which-was-considered-not-to-have-been-made, as well as any information submitted by the
applicant concerning such priority claim which is received by the International Bureau prior

to the completion of the technical preparations for international publication Such information
A-copy-ef-thatreguest shall be included in the communication under Article 20 where the
international application is not published by virtue of Article 64(3).

(e) Where the applicant wishes to correct or add a priority claim but the time limit
under Rule 26bis.1 has expired, the applicant may, prior to the expiration of 30 months from
the priority date and subject to the payment of a specia fee whose amount shall be fixed in
the Administrative Instructions, request the International Bureau to publish information
concerning the matter, and the International Bureau shall promptly publish such information.
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26his.3 Restoration of Right of Priority by Receiving Office®?

(&) Where the international application has an international filing date which is later
than the date on which the priority period expired but within the period of two months from
that date, the receiving Office shall, on the request of the applicant, and subject to
paragraphs (b) to (g) of this Rule, restore the right of priority if the Office finds that a criterion
applied by it (“criterion for restoration”) is satisfied, namely, that the failure to file the
international application within the priority period:

(i) occurred in spite of due care required by the circumstances having been taken;
or

(ii) was unintentional.

Each receiving Office shall apply at |east one of those criteria and may apply both of them.

(b) A reguest under paragraph (a) shall:

() be filed with the receiving Office within the time limit applicable under
paragraph (e);

(ii) state the reasons for the failure to file the international application within the
priority period; and

(iii) preferably be accompanied by any declaration or other evidence reguired under

paragraph (f).

(c) Where a priority claim in respect of the earlier application is not contained in the
international application, the applicant shall submit, within the time limit applicable under
paragraph (e), a notice under Rule 26his.1(a) adding the priority claim.

(d) The submission of arequest under paragraph (a) may be subjected by the receiving
Office to the payment to it, for its own benefit, of afee for requesting restoration, payable
within the time limit applicable under paragraph (€). The amount of that fee, if any, shall be
fixed by the receiving Office.

(e) Thetime limit referred to in paragraphs (b)(i), (c) and (d) shall be two months from
the date on which the priority period expired, provided that, where the applicant makes a
request for early publication under Article 21(2)(b), any request under paragraph (a) or any
notice referred to in paragraph (c) submitted, or any fee referred to in paragraph (d) paid, after
the technical preparations for international publication have been completed shall be
considered as not having been submitted or paid in time.

3 Further drafting changes have been made to Rule 26bis.3(j) and (in the French text only) to

Rule 26bis.3(a) and (€), beyond the text as agreed by the Working Group; see Annex 'V,
paragraphs 61 and 66. The Assembly isinvited to adopt proposed understandings in relation to
Rule 26bis.3(a) and (f); see Annex V, paragraphs 62 and 64.
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[Rule 26his.3, continued]

() _Thereceiving Office may require that a declaration or other evidence in support of
the statement of reasons referred to in paragraph (b)(iii) be filed with it within a time limit
which shall be reasonable under the circumstances. The applicant may furnish to the
International Bureau a copy of any such declaration or other evidence filed with the receiving
Office, in which case the International Bureau shall include such copy in itsfiles.

(q) Therecelving Office shall not refuse, totally or in part, a request under
paragraph (a) without giving the applicant the opportunity to make observations on the
intended refusal within atime limit which shall be reasonable under the circumstances. Such
notice of intended refusal by the receiving Office may be sent to the applicant together with
any invitation to file a declaration or other evidence under paragraph (f).

(h) The receiving Office shall promptly:

() notify the International Bureau of the receipt of areguest under paragraph(a);

(ii) make a decision upon the request;

(iii) notify the applicant and the International Bureau of its decision and the
criterion for restoration upon which the decision was based.

() Each receiving Office shall inform the International Bureau of which of the criteria
for restoration it applies and of any subsequent changes in that respect. The International
Bureau shall promptly publish such information in the Gazette.

(1) _If, on October 5, 2005, paragraphs (a) to (i) are not compatible with the national law
applied by the receiving Office, those paragraphs shall not apply in respect of that Office for
as long as they continue not to be compatible with that law, provided that the said Office
informs the International Bureau accordingly by April 5, 2006. The information received
shall be promptly published by the International Bureau in the Gazette.”

The following changes have been made to the text of Rule 26bis.3(j) appearing in document
PCT/A/34/2 for the sake of consistency with the text of other smilar provisions: the words
“shall not apply to that receiving Office” have been replaced by “shall not apply in respect of
that Office”; the words “paragraphs (a) to (i)”, second occurrence, have been replaced by

uma .
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Rule 38%
Missing or Defective Abstract

38.1 [No change]
38.2 Establishment of Abstract

&) If the international application does not contain an abstract and the International
Searching Authority has not received a notification from the receiving Office to the effect that
the applicant has been invited to furnish an abstract, or if the said Authority finds that the
abstract does not comply with Rule 8, it shall itself establish an abstract. Such abstract shall
be established in the language in which the international application isto be published or, if a
trandation into another language was transmitted under Rule 23.1(b) and the International
Searching Authority so wishes, in the language of that trandation.

38.3 Modification of Abstract

{b) The applicant may, until the expiration of withia one month from the date of
mailing of the international search report, submit to the International Searching Authority:

(i) proposed modifications of the abstract; or

(ii) where the abstract has been established by the Authority, proposed
modifications of, or comments on, that the abstract established-by-the

Haternational-Searching-Authority, or both modifications and comments;

and the Authority shall decide whether to modify the abstract accordingly. Where the that
Authority modifies amends the abstract established-by-it, it shall notify the modification
amendrment to the International Bureau.

33

Asto thewording of Rule 38 as proposed to be amended, see Annex V, paragraph 83.
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Rule 43
The International Search Report

43.1t043.6 [No change]

43.6bis Consideration of Rectifications of Obvious Mistakes™

(a) A rectification of an obvious mistake that is authorized under Rule 91.1 shall,
subject to paragraph (b), be taken into account by the International Searching Authority for
the purposes of the international search and the international search report shall so indicate.

(b) A rectification of an obvious mistake need not be taken into account by the
International Searching Authority for the purposes of the international search if it is
authorized by or notified to that Authority, as applicable, after it has begun to draw up the
international search report, in which case the report shall, if possible, so indicate, failing
which the International Searching Authority shall notify the International Bureau accordingly
and the International Bureau shall proceed as provided for in the Administrative Instructions.

43.7t043.10 [No change]

34

A further drafting change, beyond the amendments of the Regulations agreed by the Working
Group, has been made to Rule 43; see Annex V, paragraph 97. For transitional arrangementsin
relation to Rule 43.6bis, see Annex 1V, paragraph 15, item (2)(b)(i).
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Rule 43bis
Written Opinion of the International Searching Authority

43bis.1 Written Opinion®®

(@ [No change]

(b) For the purposes of establishing the written opinion, Articles 33(2) to (6); and 35(2)
and (3) 35(3) and Rules 43.4, 43.6bis, 64, 65, 66.1(e), 66.7, 67, 70.2(b) and (d), 70.3, 70.4(ii),
70.5(a), 70.6 to 70.10, 70.12, 70.14 and 70.15(a) shall apply mutatis mutandis.

(©) [No change]

35

Further drafting changes, beyond the amendments of the Regulations agreed by the Working
Group, have been made to Rule 43bis1(b); see Annex 'V, paragraph 97. For transitional
arrangements in relation to Rule 43bis.1(b), see Annex IV, paragraph 15, item (2)(b)(i).
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Rule 48°%¢
Inter national Publication

48.1 [No change]
48.2 Contents’’
(& The publication of the international application shall contain:
(i) to(vi) [No change]

(vii) where the request for publication under Rule 91.3(d) was received by the
International Bureau before the completion of the technical preparations for international
publication, any request for rectification of an obvious mistake, any reasons and any

comments referred to in Rule 91.3(d) referred-to-Hr-the-third-sentence-of-Rule 91 1(f);
(viii) [No change]

(ix) any mformatlon concerni ng a prlorlty claim referred to in Rule 26b|s 2(d)

(x) any declaration referred to in Rule 4.17, and any correction thereof under
Rule 26ter.1, which was received by the International Bureau before the expiration of the time
limit under Rule 26ter.1;

(xi) any information concerning a request under Rule 26bis.3 for restoration of the
right of priority and the decision of the receiving Office upon such request, including
information as to the criterion for restoration upon which the decision was based.

(b) Subject to paragraph (c), the front page shall include:

(i) datataken from the request sheet and such other data as are prescribed by the
Administrative Instructions;;

(it) afigure or figures where the international application contains drawings, unless
Rule 8.2(b) applies;;

(ili) the abstract; if the abstract is both in English and in another language, the
English text shall appear first;;

% These amendments are based on the text of Rule 48 as proposed to be amended, with effect

from April 1, 2006, in Annex | of this document.

Further drafting changes, beyond the amendments of the Regulations agreed by the Working
Group, have been made to Rule 48.2(a), (b), (i) and (j); see Annex V, paragraph 84. The
Assembly isinvited to adopt a proposed understanding in relation to Rule 48.2(a)(xi); see
Annex V, paragraph 67. For transitional arrangements in relation to Rule 48.2(b)(v), see
Annex 1V, paragraph 15, item (2)(a).

37
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[Rule 48.2(b), continued]

(iv) where applicable, an indication that the request contains a any declaration
referred to in Rule 4.17 which was received by the International Bureau before the expiration
of the time limit under Rule 26ter.1;

(v) where the international filing date has been accorded by the receiving Office
under Rule 20.3(b)(ii) or 20.5(d) on the basis of the incorporation by reference under
Rules 4.18 and 20.6 of an element or part, an indication to that effect, together with an
indication as to whether the applicant, for the purposes of Rule 20.6(a)(ii), relied on
compliance with Rule 17.1(a), (b) or (b-bis) in relation to the priority document or on a
separately submitted copy of the earlier application concerned;

(vi) where applicable, an indication that the published international application
contains information under Rule 26his.2(d);

(vii) where applicable, an indication that the published international application
contains information concerning a request under Rule 26bis.3 for restoration of the right of
priority and the decision of the receiving Office upon such request;

(viii) where applicable, an indication that the applicant has, under Rule g6bi s.3(f),
furnished copies of any declaration or other evidence to the International Bureau

(¢) to (h) [No change]

(i) _If the authorization of arectification of an obvious mistake in the international
application referred to in Rule 91.1 is recelved by or, where applicable, given by the
International Bureau after completion of the technical preparations for international
publication, a statement reflecting all the rectifications shall be published, together with the
sheets containing the rectifications, or the replacement sheets and the letter furnished under
Rule 91.2, as the case may be, and the front page shall be republished.

() _If, at the time of completion of the technical preparations for international
publication, a request under Rule 26bis.3 for restoration of the right of priority is still pending,
the published international application shall contain, in place of the decision by the receiving
Office upon that request, an indication to the effect that such decision was not available and
that the decision, when it becomes available, will be separately published.

(k) If arequest for publication under Rule 91.3(d) was received by the International
Bureau after the completion of the technical preparations for international publication, the
request for rectification, any reasons and any comments referred to in that Rule shall be
promptly published after the receipt of such request for publication, and the front page shall
be republished.

48.3 10 48.6 [No change]

The incorrect reference in Rule 48.2(b)(viii) as it appears in document PCT/A/34/2 to
“Rule 26bis.3(d)” has been replaced by areference to “Rule 26bis.3(f)”.
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Rule 49ter
Effect of Restoration of Right of Priority by Receiving Office;
Restoration of Right of Priority by Designated Office

49ter.1 Effect of Restoration of Right of Priority by Receiving Office®

(&) Where the receiving Office has restored a right of priority under Rule 26his.3 based
on afinding by it that the failure to file the international application within the priority period
occurred in spite of due care required by the circumstances having been taken, that restoration
shall, subject to paragraph (c), be effective in each designated State.

(b) Where the receiving Office has restored aright of priority under Rule 26his.3 based
on afinding by it that the failure to file the international application within the priority period
was unintentional, that restoration shall, subject to paragraph (c), be effective in any
designated State whose applicable national law provides for restoration of the right of priority
based on that criterion or on a criterion which, from the viewpoint of applicants, is more
favorable than that criterion.

(c) A decision by the receiving Office to restore aright of priority under Rule 26bis.3
shall not be effective in a designated State where the designated Office, a court or any other
competent organ of or acting for that designated State finds that a requirement under
Rule 26bis.3(a), (b)(i) or (c) was not complied with, taking into account the reasons stated in
the request submitted to the receiving Office under Rule 26bis.3(a) and any declaration or
other evidence filed with the recelving Office under Rule 26bis.3(b)(iii).

(d) A designated Office shall not review the decision of the receiving Office unless it
may reasonably doubt that a requirement referred to in paragraph (c) was complied with, in
which case the designated Office shall notify the applicant accordingly, indicating the reasons
for that doubt and giving the applicant an opportunity to make observations within a
reasonable time limit.

(e) No designated State shall be bound by a decision of the receiving Office refusing a
request under Rule 26bis.3 for restoration of the right of priority.

(f) Where the receiving Office has refused a request for the restoration of the right of
priority, any designated Office may consider that reguest to be areguest for restoration
submitted to that designated Office under Rule 49ter.2(a) within the time limit under that
Rule.

(q) If, on October 5, 2005, paragraphs (a) to (d) are not compatible with the national
law applied by the designated Office, those paragraphs shall not apply in respect of that
Officefor aslong as they continue not to be compatible with that law, provided that the said
Office informs the International Bureau accordingly by April 5, 2006. The information
received shall be promptly published by the International Bureau in the Gazette.

38

Further drafting changes have been made to Rule 4%ter.1(c) and (g) and, in the French text only,
to Rule 49ter.1(a), (b) and (€), beyond the text as agreed by the Working Group; see Annex 'V,
paragraphs 68and 69. The Assembly isinvited to adopt a proposed understanding in relation to
Rule 4%ter.1(g); see Annex V, paragraph 73.



PCT/A/34/2 Rev.
Annex I, page 30

49ter.2 Restoration of Right of Priority by Designated Office®®

(&) Where the international application claims the priority of an earlier application and
has an international filing date which is later than the date on which the priority period
expired but within the period of two months from that date, the designated Office shall, on the
request of the applicant in accordance with paragraph (b), restore the right of priority if the
Office finds that a criterion applied by it (“criterion for restoration”) is satisfied, namely, that
the failure to file the international application within the priority period:

(i) occurred in spite of due care required by the circumstances having been taken;
or

(ii) was unintentional.

Each designated Office shall apply at least one of those criteria and may apply both of them.

(b) A reguest under paragraph (a) shall:

() be filed with the designated Office within atime limit of one month from the
applicable time limit under Article 22;

(ii) state the reasons for the failure to file the international application within the
priority period and preferably be accompanied by any declaration or other evidence reguired
under paragraph (c); and

(iii) be accompanied by any fee for requesting restoration required under
paragraph(d).

(c) The designated Office may reguire that a declaration or other evidence in support of
the statement of reasons referred to in paragraph (b)(ii) be filed with it within a time limit
which shall be reasonable under the circumstances.

(d) The submission of arequest under paragraph (a) may be subjected by the
designated Office to the payment to it, for its own benefit, of afee for requesting restoration.

(e) The designated Office shall not refuse, totally or in part, a request under
paragraph (a) without giving the applicant the opportunity to make observations on the
intended refusal within atime limit which shall be reasonable under the circumstances. Such
notice of intended refusal may be sent by the designated Office to the applicant together with
any invitation to file a declaration or other evidence under paragraph(c).

% Further drafting changes have been made to Rule 49ter.2(h) and (in the French text only) to

Rule 4%ter.2(a) and (b)(i), beyond the text as agreed by the Working Group; see Annex 'V,
paragraph 75. For transitiona arrangementsin relation to Rule 4%ter.2, see Annex 1V,
paragraph 15, item (2)(b)(ii). The Assembly isinvited to adopt proposed understandingsin
relation to Rule 49ter.2(a), (b) and (h); see Annex V, paragraphs 77, 78 and 80.
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[Rule 49ter.2, continued]

() Where the national law applicable by the designated Office provides, in respect of
the restoration of the right of priority, for requirements which, from the viewpoint of
applicants, are more favorable than the requirements provided for under paragraphs (a)
and (b), the designated Office may, when determining the right of priority, apply the
requirements under the applicable national law instead of the requirements under those

aragraphs.

(g) Each designated Office shall inform the International Bureau of which of the
criteria for restoration it applies, of the requirements, where applicable, of the national law
applicable in accordance with paragraph (f), and of any subsequent changes in that respect.
The International Bureau shall promptly publish such information in the Gazette.

(h) _If, on October 5, 2005, paragraphs (a) to (q) are not compatible with the national
law applied by the designated Office, those paragraphs shall not apply in respect of that
Officefor aslong as they continue not to be compatible with that law, provided that the said
Office informs the International Bureau accordingly by April 5, 2006. The information
received shall be promptly published by the International Bureau in the Gazette.”

The following change has been made to the text of Rule 49ter.2(h) appearing in document
PCT/A/34/2 for the sake of consistency with the text of other smilar provisions: the words
“shall not apply to that designated Office” have been replaced by “shall not apply in respect of
that Office”.
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Rule 51
Review by Designated Offices

51.1 Time Limit for Presenting the Request to Send Copies®

The time limit referred to in Article 25(1)(c) shall be two months computed from the
date of the notification sent to the applicant under Rule 20.4(i) 207, 24.2(c) or 29.1(ii).

51.2 Copy of the Natification Netice®”

Where the applicant, after having received a negative determination under Article 11(1),
requests the International Bureau, under Article 25(1), to send copies of the file of the
purported international application to any of the named Offices he has attempted to designate,
he shall attach to his request a copy of the notification retice referred to in Rule 20.4(i)

2070,
51.3 [No change]

40 For transitional arrangementsin relation to Rule 51.1, see Annex IV, paragraph 15, item (2)(a).
A further drafting change has been made to Rule 51.2, in the French text only, beyond the text
as agreed by the Working Group; see Annex V, paragraph 24. For transitiona arrangementsin
relation to Rule 51.2, see Annex 1V, paragraph 15, item (2)(a).
The word “notice” appearing in the existing text of Rule 51.2 in document PCT/A/34/2 has been
replaced, by way of afurther proposed amendment, in both the title and the text of the Rule, by
the word “notification”.
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Rule 51bis
Certain National Requirements Allowed Under Article 27

51bis.1 Certain National Requirements Allowed*?
(@) to (d) [No change]

(e) The national law applicable by the designated Office may, in accordance with
Article 27, require the applicant to furnish atrandation of the priority document, provided
that such a trandation may only be required:

(i) wherethe validity of the priority claim is relevant to the determination of
whether the invention concerned is patentable; or

(ii) where the international filing date has been accorded by the receiving Office
under Rule 20.3(b)(ii) or 20.5(d) on the basis of the incorporation by reference under
Rules 4.18 and 20.6 of an element or part, for the purposes of determining under
Rule 82ter.1(b) whether that element or part is completely contained in the priority document
concerned, in which case the nationa |aw applicable by the designated Office may also
require the applicant to furnish, in the case of a part of the description, claims or drawings, an
indication as to where that part is contained in the trandation of the priority document.

(f) [No changg] If, on March 17, 2000, the proviso in paragraph (€) is not compatible
with the national law applied by the designated Office, that proviso shall not apply in respect
of that Office for as long as that proviso continues not to be compatible with that law,
provided that the said Office informs the International Bureau accordingly by
November 30, 2000. The information received shall be promptly published by the
International Bureau in the Gazette.

51bis.2 and 51bis.3 [No change]

4 Further drafting changes have been made to Rule 51bis.1, beyond the text as agreed by the
Working Group, in that no change is now proposed to existing Rule 51bis.1(f). For explanation
and for trangitional arrangementsin relation to Rule 51bis.1 generdly, and to Rule 51bis.1(e)
and (f) in particular, see Annex 1V, paragraphs 8 to 11 and paragraph 15, items (2)(a) and (3)(b).
The full text of Rule 51bis.1(f) is shown, although unchanged, for convenient reference having
regard to the transitiona arrangements just mentioned.
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Rule 55
Languages (I nternational Preliminary Examination)

55.1 [No change]
55.2 Translation of International Application®®
(& [No change]

(azbis) A trandation of the international application into alanguage referred to in
paragraph () shall include any element referred to in Article 11(1)(iii)(d) or (e) furnished by
the applicant under Rule 20.3(b) or 20.6(a) and any part of the description, claims or drawings
furnished by the applicant under Rule 20.5(b) or 20.6(a).

(b) [No change]

(o) If the requirements of paragraphs (a) and (a-bis) are requirement-of-paragraph-(a)}-is
not complied with and paragraph (b) does not apply, the International Preliminary Examining
Authority shall invite the applicant to furnish the required trandation within a time limit
which shall be reasonable under the circumstances. That time limit shall not be less than one
month from the date of the invitation. It may be extended by the International Preliminary
Examining Authority at any time before a decision is taken.

(d) If the applicant complies with the invitation within the time limit under
paragraph (c), the said reguirements reguirerment shall be considered to have been complied
with. If the applicant fails to do so, the demand shall be considered not to have been
submitted and the International Preliminary Examining Authority shall so declare.

55.3 [No change]

4 For trangitional arrangements in relation to Rule 55.2, see Annex |V, paragraph 15, item (2)(a).
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Rule 64
Prior Art for International Preliminary Examination

64.1 Prior Art*
(@ [No change]
(b) For the purposes of paragraph (a), the relevant date shall wiH be:

(i) subject to items (ii) and (iii), the international filing date of the international
application under international preliminary examination;

(i) where the international application under international preliminary examination
vahdhy claims the priority of an earlier application and has an international filing date which
iswithin the priority period, the filing date of such earlier application_unless the International
Preliminary Examining Authority considers that the priority claim is not valid;

(iii) where the international application under international preliminary examination
claims the priority of an earlier application and has an international filing date which is later
than the date on which the priority period expired but within the period of two months from
that date, the filing date of such earlier application, unless the International Preliminary
Examining Authority considers that the priority claim is not valid for reasons other than the
fact that the international application has an international filing date which is later than the
date on which the priority period expired.

64.2 and 64.3 [No change]

44

Further drafting changes have been made to Rule 64.1(b), beyond the text as agreed by the
Working Group; see Annex V, paragraph 57.
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Rule 66
Procedure Before the International Preliminary Examining Authority

66.1 Basisof the International Preliminary Examination®
(@ to (d) [No change]

(d-bis) A rectification of an obvious mistake that is authorized under Rule 91.1 shall,
subject to Rule 66.4bis, be taken into account by the International Prelirpi nary Examining
Authority for the purposes of the international preliminary examination.

(e) [No change]
66.1bisto 66.4 [No change]

66.4bis Consideration of Amendments and Arguments and Rectifications of Obvious
Mistakes'®

Amendments, er arguments and rectifications of obvious mistakes need not be taken
into account by the International Preliminary Examining Authority for the purposes of a
written opinion or the internationa preliminary examination report if they are received by,
authorized by or notified to that Authority, as applicable, after it that-Autherity has begun to
draw up that opinion or report.

66.5 Amendment

Any change, other than the rectification of an obvious mistake errers, in the clams, the
description, or the drawings, including cancellation of claims, omission of passagesin the
description, or omission of certain drawings, shall be considered an amendment.

66.6 t0 66.9 [No change]

45

A further drafting change, beyond the amendments of the Regulations agreed by the Working
Group, has been made to Rule 66.1; see Annex V, paragraph 97. For transitiona arrangements
in relation to Rule 66.1, see Annex IV, paragraph 15, item (2)(b)(i).

A typographical error appearing in Rule 66.1(d-bis) in document PCT/A/34/2 has been
corrected by deleting the repeated words “by the”.

A further drafting change, beyond the amendments of the Regulations agreed by the Working
Group, has been made to Rule 66.4bis; see Annex V, paragraph 97. For transitional
arrangements in relation to Rule 66.4bis, see Annex IV, paragraph 15, item (2)(b)(i).

46
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Rule 70
International Preliminary Report on Patentability by
the International Preliminary Examining Authority
(International Preliminary Examination Report)

70.1 [No change]
70.2 Basis of the Report®’
(a to (d) [No change]

(e) If arectification of an obvious mistake is taken into account under Rule 66.1, the
report shall so indicate. |If arectification of an obvious mistake is not taken into account
pursuant to Rule 66.4bis, the report shal, if possible, so indicate, failing which the
International Preliminary Examining Authority shall notify the International Bureau
accordingly and the International Bureau shall proceed as provided for in the Administrative
Instructions.

70.3t0 70.15 [No change]
70.16 Annexesto the Report*®

(a) Each replacement sheet under Rule 66.8(a) or (b) and; each replacement sheet

containing amendments under Article 19 and-each-replacement-sheet-containingrectifications
of-ebvicus-errors-adthorized-underRule 91 1{e)(H shall, unless superseded by later
replacement sheets or amendments resulting in the cancellation of entire sheets under

Rule 66.8(b), be annexed to the report. Replacement sheets containing amendments under
Article 19 which have been considered as reversed by an amendment under Article 34 and
letters under Rule 66.8 shall not be annexed.

(b) [No change]

70.17 [No change]

a7

A further drafting change, beyond the amendments of the Regulations agreed by the Working
Group, has been made to Rule 70.2; see Annex V, paragraph 97. For transitional arrangements
inrelation to Rule 70.2(e), see Annex 1V, paragraph 15, item (2)(b)(i).

8 A further drafting change has been made to Rule 70.16, beyond the text as agreed by the
Working Group; see Annex V, paragraph 98.
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Rule 76
Trandation of Priority Document;
Application of Certain Rulesto Procedures Befor e Elected Offices

76.1,76.2 and 76.3 [Remain deleted]
76.4 [No change]
76.5 Application of Certain Rules to Procedures Before Elected Offices*
Rules 13ter.3, 22.1(Q), 47.1, 49, 49bis, 49ter and 51bis shall apply, provided that:

() to(v) [No change]

49 For trangitional arrangementsin relation to Rule 76.5, see Annex |V, paragraph 15,

item (2)(b) i)
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Rule 82ter
Rectification of Errors Made
by the Receiving Office or by the International Bureau

82ter.1 Errors Concerning the International Filing Date and the Priority Claim>®

(a) If the applicant proves to the satisfaction of any designated or elected Office that the
international filing date is incorrect due to an error made by the receiving Office or that the
priority claim has been erroneously considered void by the receiving Office or the
International Bureau net-te-have-been-made, and if the error is an error such that, had it been
made by the designated or elected Office itself, that Office would rectify it under the national
law or national practice, the said Office shall rectify the error and shall treat the international
application as if it had been accorded the rectified international filing date or asif the priority
claim had not been considered void net-te-have-been-made.

(b) Where the international filing date has been accorded by the receiving Office under
Rule 20.3(b)(ii) or 20.5(d) on the basis of the incorporation by reference under Rules4.18
and 20.6 of an e ement or part but the designated or elected Office finds that:

() the applicant has not complied with Rule 17.1(a), (b) or (b-bis) in relation to
the priority document;

(i) areguirement under Rule 4.18, 20.6(a)(i) or 51bis.1(e)(ii) has not been
complied with; or

(iii) the element or part is not completely contained in the priority document
concerned;

the designated or elected Office may, subject to paragraph (c), treat the international
application as if the international filing date had been accorded under Rule 20.3(b)(i)

or 20.5(b), or corrected under Rule 20.5(c), as applicable, provided that Rule 17.1(c) shal
apply mutatis mutandis.

(c) The designated or eected Office shall not treat the international application under
paragraph (b) as if the international filing date had been accorded under Rule 20.3(b)(i)
or 20.5(b), or corrected under Rule 20.5(c), without giving the applicant the opportunity to
make observations on the intended treatment, or to make a request under paragraph (d), within
atime limit which shall be reasonable under the circumstances.

(d) Where the designated or elected Office, in accordance with paragraph (c), has
notified the applicant that it intends to treat the international application as if the international
filing date had been corrected under Rule 20.5(c), the applicant may, in a notice submitted to
that Office within the time limit referred to in paragraph (), request that the missing part
concerned be disregarded for the purposes of national processing before that Office, in which
case that part shall be considered not to have been furnished and that Office shall not treat the
international application as if the international filing date had been corrected.

% Further drafting changes have been made to Rule 82ter.1(b) and to Rule 82ter.1(c) (in the
French text only), beyond the text as agreed by the Working Group; see Annex V,
paragraph 25. For transtional arrangementsin relation to Rule 82ter.1, see Annex 1V,
paragraph 15, item (2)(a).
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Rule 91°!
Rectification of Obvious Mistakes Errersin the
I nter national Application and Other Documents

91.1 Rectification of Obvious Mistakes>?

(& An obvious mistake Subj 2 i
international application or another document ether—papeps submltted by the applicant may be
rectified in accordance with this Rule if the applicant so requests.

(b) The rectification of a mistake shall be subject to authorization by the “ competent
authority”, that is to say:

() in the case of a mistake in the reguest part of the international application or in
a correction thereof—by the receiving Office:

(ii) in the case of amistake in the description, claims or drawings or in a correction
thereof, unless the International Preliminary Examining Authority is competent under
item (iii)—by the International Searching Authority:

(i) inthe case of amistake in the description, claims or drawings or in a correction
thereof, or in an amendment under Article 19 or 34, where a demand for international
preliminary examination has been made and has not been withdrawn and the date on which
international preliminary examination shall start in accordance with Rule 69.1 has passed—by
the International Preliminary Examining Authority;

(iv) inthe case of amistake in a document not referred to in items (i) to (iii)
submitted to the receiving Office, the International Searching Authority, the International
Preliminary Examining Authority or the International Bureau, other than a mistake in the
abstract or in an amendment under Article 19—by that Office, Authority or Bureau, as the

case may be.

' These amendments are based on the text of Rule 91 as proposed to be amended, with effect
from April 1, 2006, in Annex | of this document.

Further drafting changes have been made to Rule 91.1(e) and, in the French text only, to
Rule 91.1(b), (c) and (d), beyond the text as agreed by the Working Group; see AnnexV,
paragraphs 86 and 90.
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[Rule 91.1, continued)]

(c) The conpetent authority shall authorize the rectification under this Rule of a
mistake if, and only if, it is obvious to the competent authority that, as at the applicable date
under paragraph (f), something else was intended than what appears in the document
concerned and that nothing else could have been intended than the proposed rectification.

(d) Inthe case of a mistake in the description, claims or drawings or in a correction or
amendment thereof, the competent authority shall, for the purposes of paragraph(c), only take
into account the contents of the description, claims and drawings and, where applicable, the
correction or amendment concerned.

(e) Inthe case of amistake in the request part of the international application or a
correction thereof, or in a document referred to in paragraph (b)(iv), the competent authority
shall, for the purposes of paragraph (c), only take into account the contents of the international
application itself and, where applicable, the correction concerned, or the document referred to
in paragraph (b)(iv), together with any other document submitted with the request, correction
or document, as the case may be, any priority document in respect of the international
application that is available to the authority in accordance with the Administrative
Instructions, and any other document contained in the authority’ s international application file
at the applicable date under paragraph (f).

(f) The applicable date for the purposes of paragraphs (c) and (e) shall be:

() inthe case of a mistake in a part of the international application as filed—the
international filing date;

(ii) in the case of amistake in a document other than the international application
as filed, including a mistake in a correction or an amendment of the international
application—the date on which the document was submitted.
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[Rule 91.1, continued]

(g) A mistake shall not be rectifiable under this Rule if:

() the mistake lies in the omission of one or more entire e ements of the
international application referred to in Article 3(2) or one or more entire sheets
of the international application:;

(ii) the mistake is in the abstract;

(iii) the mistake is in an amendment under Article 19, unless the International
Preliminary Examining Authority is competent to authorize the rectification of
such mistake under paragraph (b)(iii); or

(iv) the mistake isin apriority claim or in a notice correcting or adding a priority
clam under Rule 26bis.1(a), where the rectification of the mistake would cause
achange in the priority date:

provided that this paragraph shall not affect the operation of Rules 20.4, 20.5, 26bis and 38.3.
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[Rule 91.1, continued)]

(h) Ky} Where the receiving Office, the International Searching Authority, the
International Preliminary Examining Authority or the International Bureau discovers

what appears to be a rectlflable obvious mlstake in the |nternat|onal appllcatlon or another

document, it an-ebvieus-errer may invite the applicant to present-a request for rectification as
prewded—m—paragraphs{e)—te{-g—quate@ under thIS Rule. Rule%@lt—shau—apply—mutatls

91.2 Requests for Rectification®

A request for rectification under Rule 91.1 shall be submitted to the competent authority
within 26 months from the priority date. It shall specify the mistake to be rectified and the
proposed rectification, and may, at the option of the applicant, contain a brief explanation.
Rule 26.4 shall apply mutatis mutandis as to the manner in which the proposed rectification
shall be indicated.

91.3 Authorization and Effect of Rectifications™

(a) F91-2H} The competent authority shall promptly decide whether to authorize or

refuse to authorize a rectification under Rule 91.1 and Any-autherity-which-adthorizesor

refuses-anyrectiieation shall promptly notify the applicant and the International Bureau of
the authorization or refusal and, in the case of refusal, of the reasons therefor. The

International Bureau shall proceed as provided for in the Administrative Instructions,
including, as required, notifying the receiving Office, the International Searching Authority,
the International Preliminary Exami nlnq Authonty and the des qnated and elected Offices of
the authorization or refusal. al & 2! 3 ;

(b) Where the rectification of an obvious mistake has been authorized under Rule 91.1,
the document concerned shall be rectified in accordance with the Administrative Instructions.

> A further drafting change has been made to Rule 91.2, in the French text only, beyond the text
as agreed by the Working Group; see Annex V, paragraph 95.

Further drafting changes, beyond the amendments of the Regulations agreed by the Working
Group, have been made to Rule 91.3; see Annex 'V, paragraph 97. The Assembly isinvited to
adopt a proposed understanding in relation to Rule 91.3(f); see Annex V, paragraph 101.

54
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[Rule 91.3, continued)]

(c) Where the rectification of an obvious mistake has been authorized, it shall be
effective;

(1) inthe case of a mistake in the international application as filed, from the
international filing date;

(ii) in the case of a mistake in a document other than the international application
as filed, including a mistake in a correction or an amendment of the international application,
from the date on which that document was submitted.

(d) FetAH)eentinued} Where the competent authority refuses to authorize a
rectification under Rule 91.1 autherization-of-the rectificationwasrefused, the International
Bureau shall, upon request submltted to it made by the appllcant W|th|n two months from the
date of the refusal, 3 SFagra)
subject to the payment of aspecial fee whose amount shaII be flxed |n the Adm| ni stratlve
Instructions, publish the request for rectification _the reasons for refusal by the authority and
any further brief comments that may be submitted by the applicant, if possible together with
the international application. A copy of the request, reasons and comments (if any) fer
rectifieation shall if possible be included in the communication under Article 20 where the
international application is not published by virtue of Article 64(3).

(e) The rectification of an obvious mistake need not be taken into account by any
designated Office in which the processing or examination of the international application has
aready started prior to the date on which that Office is notified under Rule 91.3(a) of the
authorization of the rectification by the competent authority.

() A designated Office may disregard a rectification that was authorized under
Rule 91.1 if it finds that it would not have authorized the rectification if it had been the
competent authority.

[Annex 111 follows]
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! Proposed additions and deletions are indicated, respectively, by underlining and striking through
the text concerned. A “clean” copy of the proposed amended provisions (without underlining or
striking through) appears in document PCT/A/34/3.

2 For dates of entry into force and transitional arrangements, see paragraphs 9 to 11 of the main
body of this document and Annex IVV. The date of entry into force of the proposed amendments
set out in Annex 111 is yet to be proposed on the basis of advice from the PCT Committee for
Technical Cooperation; see paragraphs 6(g) and 10(iii) of the main body of this document.
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Rule34
Minimum Documentation

34.1 Definition®
(@ and (b) [No change]

(c) Subject to paragraphs (d) and (e), the “national patent documents” shall be the
following:

() [No change]

(i) the patentsissued by the Federal Republic of Germany, the Republic of Korea
and the Russian Federation,

(iii) to (vi) [No change]
(d) [No change]

() Any International Searching Authority whose official language, or one of whose
official languages, is not Japanese, Korean, Russian or Spanish is entitled not to include in its
documentation those patent documents of Japan the Republic of Korea, the Russian
Federation and the former Soviet Union as well as those patent documents in the Spanish
language, respectively, for which no abstracts in the English language are generally available.
English abstracts becoming generally available after the date of entry into force of these
Regulations shall require the inclusion of the patent documents to which the abstracts refer no
later than six months after such abstracts become generally available. In case of the
interruption of abstracting services in English in technical fields in which English abstracts
were formerly generally available, the Assembly shall take appropriate measures to provide
for the prompt restoration of such servicesin the said fields.

(f) [No change]

[Annex 1V follows]

3 Further drafting changes have been made to Rule 34.1(e), in the French text only, beyond the

text as agreed by the Working Group; see Annex V, paragraph 105.
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ENTRY INTO FORCE
AND TRANSITIONAL ARRANGEMENTS

1.  This Annex sets out proposals, including draft decisions by the Assembly, for dates of
entry into force and transitional arrangements in respect of the proposed amendments of the
PCT Regulations set out in Annexes| to |11 (see paragraphs 4 to 6 of the main body of this
document).

Annex |: Proposed date of entry into force: April 1, 2006

2. Theamendments set out in Annex |, which relate to international publication and the
PCT Gazette in electronic form, the addition of Arabic as alanguage of publication, and
exceptions to the all-inclusive designation system, are proposed to enter into force on

April 1, 2006, and to apply to international applications whose international filing date is on
or after April 1, 2006, subject to appropriate transitional arrangements.

3. Under proposed amended Rule 48.2(a)(x), the publication of the internationa
application will include the full text of any declarations submitted by the applicant under
Rule 4.17(i) to (iv) in addition to, as at present, any submitted under Rule 4.17(v). While the
electronic version of the international application as published for the purposes of amended
Rule 48 will include such additional declarations from the time when the amended Rule
comes into force, it may not be possible at that time for them to be included in copies of the
international application provided by the International Bureau in other forms (for example,
copies on paper or on CD-ROM), pending the development of the necessary systems, which
may take some months. However, a notification of the fact that such declarations have been
submitted (see Rule 48.2(b)(iv)) will continue to be included in al versions of the published
application.

4. A draft decision that is proposed to be adopted by the Assembly concerning entry into
force and transitional arrangements in respect of the amendments appearing in Annex | is set
out in item (1) under paragraph 15, below.

Annex |1: Proposed date of entry into force: April 1, 2007

5.  Implementation of the amendments set out in Annex 11, which relate to missing
elements and parts of the international application, restoration of the right of priority, and
rectification of obvious mistakes, will require a considerable amount of preparation. New
procedures will need to be developed, and extensive revision will be needed to the
Administrative Instructions (including the Forms annexed thereto), the PCT Receiving
Offices Guidelines, the PCT International Search and Preliminary Examination Guidelines,
and the PCT Applicant’s Guide. Other explanatory materials will also need to be prepared for
the purpose of informing users of the system about its new features. It is thus proposed that
these amendments should enter into force on April 1, 2007, and should apply to international
applications whose international filing date is on or after April 1, 2007, subject to appropriate
transitional arrangements.

6. Inthe context of adopting the proposed amendments of the Regulations set out in
Annex |1 relating to missing elements and parts of the international application, it is proposed
that the Assembly adopt a decision ensuring that reservations aready in force under existing
Rule 20.4(d) will continue to be effective under that provision as renumbered Rule 20.1(d).
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7. Inconnection with the transitional arrangements for entry into force of Rules 43.6bis,
43his.1(b), 66.1, 66.4bis and 70.2(e) set out in item (2)(b)(i) under paragraph 15, below, the
Administrative Instructions will need to be modified to ensure that the International Searching
Authority and/or the International Preliminary Examining Authority, as applicable, are
notified by the International Bureau of any rectification authorized under present Rule 91.1.

8. Existing Rule 51bis.1(e) alows designated Offices to require the applicant to furnish a
trandation of the priority document only if the validity of the priority claim is relevant to the
determination of whether the invention concerned is patentable. Proposed new item (ii) of
Rule 51bis.1(e) adds a further circumstance in which designated Offices may require a
trandation of the priority document, namely, where there has been an incorporation by
reference under Rules 4.18 and 20.6 of amissing element or part of the application.

9. Existing Rule 51bis.1(f) enabled reservations to be made, during alimited period which
has now expired, as to the applicability of existing Rule 51bis.1(€) where the national law was
incompatible with that Rule, which is now proposed to be renumbered as Rule 51bis.1(e)(i).

It appears, however, that no reservation provision is needed in relation to new

Rule 51bis.1(e)(ii), for the reasons outlined in the following paragraphs.

10. Those Offices which have not made reservations in relation to existing Rule 51bis.1(e)
will in fact be entitled, after the addition of new item (ii), to request trandations of priority
documents in awider range of circumstances than is the case for them at present, and
therefore no further reservation provision is needed for their benefit in respect of the change.

11. The (small number of) Offices which have made reservations in relation to existing
Rule 51bis.1(e) are presently not restricted as to the circumstances in which they may require
trandations of priority documents. That situation ought not to be affected by the addition of
new Rule 51bis.1(e)(ii), so existing reservations should continue to be effective under the
amended provision and no further reservation provision is needed. The proposed decision in
paragraph 15, item(3)(b), below, serves to ensure that those existing reservations remain
effective. Of course, when the incompatibility that gave rise to the need for a designated
Office to make a reservation ceases to exist, the Office concerned should so inform the
International Bureav.

12. Draft decisions that are proposed to be adopted by the Assembly concerning entry into
force and transitional arrangements in respect of the amendments appearing in Annex 1l are
set out in items (2) and (3) under paragraph 15, below.

Annex I11: Proposed date of entry into force yet to be proposed

13. Asregards the amendments set out in Annex |11 relating to the proposed addition of
patent documents of the Republic of Koreato the PCT Minimum Documentation (proposed
amendments of Rule 34), it isto be noted that, for the purposes of the Assembly’s
consideration of this proposal, advice is being sought from the PCT Committee for Technical
Cooperation, whose 21st session is being convened to meet during the same period as the
Assembly. The Committee will have available to it recommendations of the PCT Minimum
Documentation Comprehensive Review Task Force that was established at the suggestion of
the Meeting on International Authorities Under the PCT (see paragraph 6(g) in the main body
of this document).
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14. Consequently, the present document does not contain a proposal for a specific date of
entry into force of the proposed amendments of Rule 34. Such proposal will be submitted to
the Assembly on the basis of advice by the PCT Committee for Technical Cooperation. The
wording of a draft decision concerning entry into force and transitional arrangementsis,
however, set out in item (4) under paragraph 15, below.

Proposed Decisions

15. It isproposed that the Assembly adopt the following decisions concerning entry into
force and transitional arrangements in respect of the proposed amendments of the Regulations
set out in Annexes | to Il1:

“(1) The amendments set out in Annex I:

(& shall enter into force on April 1, 2006, and shall apply to international
applications whose international filing date is on or after April 1, 2006;

(b) shall not apply to international applications whose international filing date is
before April 1, 2006, provided that:

() Rules13bis.4, 47.1, 48.1 and 48.2 as amended shall apply to
international applications whose international filing date is before April 1, 2006, and
which are published under Article 21 on or after April 1, 2006;

(i) Rules26bis.2 and 91.1 as amended shall apply to international
applications whose international filing date is before April 1, 2006, and whose
communication under Article 20 is on or after April 1, 2006;

(i) Rules86.1 and 86.2 as amended shall apply to issues of the Gazette
published on or after April 1, 2006, regardless of the international filing dates of the
international applications to which those issues rel ate;

(v) Rules87.1 and 87.2 as amended shall apply to the communication of
international applications, the Gazette and other publications on or after April 1, 2006,
regardless, where applicable, of the international filing dates of the international
applications concerned.

“(2) The amendments set out in Annex |1:

(@ shal enter into force on April 1, 2007, and shall apply to international
applications whose international filing date is on or after April 1, 2007, provided that
Rules4.1(c)(iv), 4.18, 4.19, 12.1bis, 12.3, 20.1 t0 20.9, 21.2, 22.1, 26.1, 26.2, 26.3ter,
26.5, 26.6, 48.2(b)(v), 51.1, 51.2, 51his.1, 55.2 and 82ter.1 as amended shall not apply
to international applications in respect of which one or more elements referred to in
Article 11(1)(iii) were first received by the receiving Office before April 1, 2007

(b) shal not apply to international applications whose international filing date is
before April 1, 2007, provided that:

() Rules43.6bis, 43bis.1(b), 66.1, 66.4bisand 70.2(e) as amended shall
apply to international search reports, written opinions and international preliminary
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examination reports established on or after April 1, 2007, in respect of international
applications whose international filing date is before April 1, 2007, as though the
references in those Rules to rectifications of obvious mistakes authorized under
Rule 91.1 as amended were references to rectifications of obvious errors authorized
under existing Rule 91.1;

(i) Rule 49ter.2 as amended shall apply to international applications
whose international filing date is before April 1, 2007, and in respect of which the acts
referred to in Article 22(1) are performed on or after April 1, 2007;

@) Rule 76.5 as amended, to the extent that it has the effect of making
Rule 49ter.2 applicable, shall apply to international applications whose international
filing date is before April 1, 2007, and in respect of which the acts referred to in
Article 39(1)(a) are performed on or after April 1, 2007.

“(3) Furthermore, in relation to the amendments set out in Annex I1:

(@ information asto incompatibility given to the International Bureau under
existing Rule 20.4(d) shall be considered to remain effective under Rule 20.1(d) as
amended;

(b) information asto incompatibility given to the International Bureau under
Rule 51bis.1(f) in relation to existing Rule 51bis.1(e) shall be considered to remain
effective under Rule 51bis.1(f) in relation to Rule 51bis.1(e) as amended.

“(4) The amendments set out in Annex |11 shall enter into force on [date to be
proposed] and shall apply to any international search carried out on or after [date to be

proposed].”?

[Annex V follows]

! Asto the date of entry into force of the amendments set out in Annex 111, see paragraphs 13

and 14, above, and paragraph 6(g) in the main body of this document.
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EXPLANATORY NOTES
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1.  This Annex sets out more detailed explanations of the amendments of the PCT
Regulations that are proposed in the main body of the document and set out in Annexesl

to 111. Proposed decisions concerning entry into force and transitional arrangements are set
out in Annex IV. A number of understandings that are proposed to be adopted by the
Assembly in connection with the adoption of certain amendments are set out in this Annex in
paragraphs 22, 52, 62, 64, 67, 73, 77, 78, 80 and 101, below.

A. INTERNATIONAL PUBLICATION AND THE PCT GAZETTE IN ELECTRONIC
FORM

2. Seethe main body of this document at paragraph 6(a) and the proposed amendments of
Rules 13bis.4, 26bis.2, 47.1, 48.1, 48.2, 86.1, 86.2, 87.1, 87.2 and 91.1 set out in Annex [,
with proposed date of entry into force of April 1, 2006, and transitional arrangements as set
out in Annex 1V. Details of consideration by the Working Group on Reform of the PCT at its
seventh session are set out in document PCT/R/WG/7/13, paragraphs 118 to 125 (reproduced
in the Annex to document PCT/A/34/1).

Publication of International Applicationsin Electronic Form (Rules 13bis.4, 26bis.2, 47.1,
48.1, 48.2, 86.1(a), 87.1, 87.2 and 91.1)

3.  Following consultations pursuant to Rule 89.2(b) with Offices, Authorities and users of
the PCT system, Section 406 of the Administrative Instructions has been modified, with effect
from April 1, 2005, so as to enable the International Bureau to fulfill its legal obligation under
Article 21 to publish international applications by way of publication in electronic form. The
wording of a number of provisions in the Regulations that were drafted in the context of paper
publication systems needs to be adapted to the new electronic environment. Proposals to
amend Rules 13bis.4, 26his.2, 47.1, 48.1, 48.2, 86.1(a), 87.1, 87.2 and 91.1 accordingly are
contained in Annex | to this document. In particular, it is proposed to delete the term
“pamphlet” throughout the Regulations, in most instances replacing it with the term
“published international application”, noting that the term *pamphlet” connotes paper
publication and would be misleading in the context of electronic publication.
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4.  Seethe French version of this document for an explanation of afurther drafting change,
beyond the text as agreed by the Working Group, made to the French text only of
Rule 13bis.4(d)(i).

5.  Seethe French version of this document for an explanation of further drafting changes,
beyond the text as agreed by the Working Group, made to the French text only of Rule 48.1.

6.  Seethe French version of this document for an explanation of a further drafting change,
beyond the text as agreed by the Working Group, made to the French text only of
Rule 48.2(a).

7.  Seethe French version of this document for an explanation of further drafting changes,
beyond the text as agreed by the Working Group, made to the French text only of Rule 87.1.

PCT Gazette in Electronic Form (Rules 86.1(b) and 86.2)

8. Itisproposed to amend the Regulations to enable the International Bureau to fulfill its
legal obligation to publish a Gazette by way of publication in electronic form, noting in
particular that:

() today, electronic means of publication (the Internet and physical media such as
CD-R and DVD) are increasingly being used by patent Offices to fulfill their legal obligations
to publish applications and official notifications;

(i)  there has been a significant decrease in subscriptions to the paper Gazette in
recent years and a concurrent increase in “hits’ on the Internet version of the electronic
Gazette,

(i) asthe paper Gazette is not text searchable by automated means, its usefulness for
users (Offices and others) is therefore limited; and

(iv) the income generated by subscriptions to the paper Gazette has not covered
WIPO'’s cost of production in recent years.

9. A proposal to amend Rule 86 accordingly, and to move to the Administrative
Instructions matters of detail concerning the form in which and the means by which the
Gazette is published, is contained in Annex |.

10. Theformat and content of the proposed new version of the electronic Gazette are
outlined in document PCT/R/WG/7/10, paragraphs 13 to 15. Further details concerning the
electronic Gazette will be provided to Offices and users of the system in the context of the
consultations under Rule 89.2(b) on proposed modifications of the Administrative
Instructions designed to implement amended Rule 86.1.

11. If an Office or Authority prefersto receive the electronic Gazette on a physical medium
rather than online via WIPO’ s website, the International Bureau will, aside from its legal
obligation under Article 55(4) to publish a Gazette, continue to provide, under Rule 87 as
proposed to be amended, a copy of the electronic Gazette on CD-ROM, free of charge, to that
Office or Authority.
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12. Further drafting changes have been made to Rule 86.2, beyond the text as agreed by the
Working Group. Theword “; Timing” has been added to the title. The sentence “The
International Bureau shall ensure that the publication of the Gazette shall be effected on, or as
soon as possible after, the date of publication of the international application.” has been
moved, further amended, from paragraph (a) to proposed new paragraph (d). See the French
version of this document for an explanation of further drafting changes, beyond the text as
agreed by the Working Group, made to the French text only of Rule 86.2.

B. ADDITION OF ARABIC ASA LANGUAGE OF PUBLICATION

13. Seethe main body of this document at paragraph 6(b) and the proposed amendments of
Rule 48.3 set out in Annex |, with proposed date of entry into force of April 1, 2006, and
transitional arrangements as set out in Annex 1V. Details of consideration of the matter by the
Working Group at its seventh session are set out in document PCT/R/WG/7/13, paragraphs 97
to 101 (reproduced in the Annex to document PCT/A/34/1).

14. Present Rule 48.3(a) lists the languages in which international applications may be
published (“languages of publication”): Chinese, English, French, German, Japanese,
Russian and Spanish. Under Rule 48, an international application filed in one of those
languages is published in the language in which it was filed. An international application
which is not filed in a language of publication is published as a trandation of the international
application furnished by the applicant into a language of publication (that trandation may also
be used for the purposes of the international search).

15. At the request of the Government of Egypt, it is proposed to add Arabic to the list of
languages of publication referred to in Rule 48.3(a), which will mean that an international
application filed in Arabic would be published in that language. It isrecaled that Arabic is
one of the six official languages of the United Nations.

16. The addition of Arabic as alanguage of publication will also have a bearing on several
other language related questions, as outlined in document PCT/R/WG/7/10, paragraphs 6
to 15. However, no change is needed to the Rules concerned.

C. EXCEPTIONSTO ALL-INCLUSIVE DESIGNATION SY STEM

17. Seethemain body of this document at paragraph 6(c) and the proposed amendments of
Rule 4.9 set out in Annex |, with proposed date of entry into force of April 1, 2006, and
trangitional arrangements as set out in Annex 1V. Details of consideration of the matter by the
Working Group at its seventh session are set out in document PCT/R/WG/7/13, paragraphs 35
to 37 (reproduced in the Annex to document PCT/A/34/1).

18. Present Rule 4.9(b) was adopted by the PCT Assembly in 2002 with effect from
January 1, 2004, to provide for one limited exception to the all-inclusive coverage of all
Contracting States, designed to address the issue of the “self-designation” provisions which
appear in the national law of certain Contracting States. The objective of Rule 4.9(b) wasto
allow for alimited exclusion from the all-inclusive designation system only in those cases
where an international application claims the priority of an earlier national application filed in
a Contracting State where the “ self-designation” provisions apply, assuming of course that a
notification of incompatibility has been given under the Rule by the designated Office
concerned. However, the wording of the Rule on aliteral reading had the unintended effect of
allowing the exclusion of such a State in the case of any international application, whether or
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not it claims the priority of an earlier national application filed in that State, that is, whether or
not the issue of “salf-designation” arises in the particular case.

19. Itistherefore proposed to make a drafting correction to Rule 4.9(b) so asto state
expressly that exclusion of such a State is only allowed in respect of an international
application in which the priority of an earlier national application filed in such a State is
claimed.

20. The opportunity is also taken to deal with another difficulty in the wording of existing
Rule 4.9(b) in that it makes the exclusion of a State with “ self-designation” provisionsin its
national law dependent on whether the national law continues to provide for the self-
designation situation. Rather, in the interests of certainty for applicants, Offices and third
parties, it seems preferable to make the ability to make such exclusions dependent on the
existence of a current notification by the designated Office concerned, and the revised
wording thus relates the making of such an exclusion dependent on whether a notification
under the provision is fill in force at the international filing date.

21. Further drafting changes have been made to Rule 4.9(b), beyond the text as agreed by
the Working Group. The expected date of adoption of the amendments, “October 5, 2005",
has been inserted replacing the reference in the Working Group documents to “[ date of
adoption of these modifications by the PCT Assembly]”, and “January 5, 2006” has been
inserted replacing “[three months from the date of adoption of these modifications by the PCT
Assembly]”.

22. Proposed understanding: The Assembly isinvited, in connection with the
adoption of amended Rule 4.9(b), to note that, in order to avoid the need for
complicated transitional provisions, notifications of incompatibility under amended
Rule 4.9(b) will be required to be given by al affected designated Offices, even if they
have aready given notifications under the existing Rule.

D. MISSING ELEMENTS AND PARTS OF THE INTERNATIONAL APPLICATION

23. Seethe main body of this document at paragraph 6(d) and the proposed amendments of
Rules4.1(c)(iv), 4.18, 4.19, 12.1bis, 12.3, 20.1 t0 20.9, 21.2, 22.1, 26.1, 26.2, 26.3ter, 26.5,
26.6, 48.2(b)(v), 51.1, 51.2, 51bis.1, 55.2 and 82ter.1 set out in Annex |1, with proposed date
of entry into force of April 1, 2007, and transitional arrangements as set out in Annex V.
Details of consideration of the matter by the Working Group at its seventh session are set out
in document PCT/R/WG/7/13, paragraphs 12 to 34 (reproduced in the Annex to document
PCT/A/34/1).

24. Seethe French version of this document for an explanation of further drafting changes,
beyond the text as agreed by the Working Group, made to the French text only of Rules 26.1,
26.3ter. and 51.2.

25. Further drafting changes have been mede to Rule 82ter.1(b), beyond the text as agreed
by the Working Group. At the end of item (i), the word “or” has been deleted. The words
“filing date was accorded” have been replaced by the words “filing date has been accorded”.
See the French version of this document for an explanation of further drafting changes,
beyond the text as agreed by the Working Group, made to the French text only of

Rule 82ter.1.
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New Sructure of Rule 20

26. Itisproposed to revise the structure of Rule 20 by moving to the Administrative
Instructions matters of detail related to the stamping of dates, etc., leaving the Rule to dedl
only with matters related to the according of the international filing date, including procedures
and conseguences concerning the correction of defects under Article 11(2), the later

furnishing of missing parts, and the incorporation by reference of certain elements or parts.
The proposed amendments also align the order of the provisions dealing with the according of
the international filing date with the (logical chronological) order in which a receiving Office
proceeds when it decides whether to accord, and which date to accord, as the international
filing date.

Determination under Article 11(1) (Rule 20.1)

27. Rule 20.1 as proposed to be amended corresponds to present Rule 20.4, except for some
minor drafting changes. It deals with general questions related to the determination under
Article 11(1).

28. Seethe French version of this document for an explanation of further drafting changes,
beyond the text as agreed by the Working Group, made to the French text only of Rule 20.1.

Positive Determination under Article 11(1) (Rule 20.2)

29. Rule 20.2 as proposed to be amended by and large corresponds to present Rule 20.5,
except that paragraphs (a) and (b) are amended so as to clarify that this Rule deals with the
according of the international filing date where the receiving Office determines that the
international application, at the time of receipt, fulfills al requirements under Article 11(1).

30. Seethe French version of this document for an explanation of a further drafting change,
beyond the text as agreed by the Working Group, made to the French text only of
Rule 20.2(c).

Apparent Defects Under Article 11(1) (Rule 20.3)

31. Rule 20.3 as proposed to be amended deal s with the procedures and consequences
relating to all Article 11(1) defects, making a distinction between, on the one hand, defects
under Article 11(1)(i), (ii) and (iii)(a) to (c) (relating to nationality and residence
requirements, language, indication that application is intended as an international application,
designations of countries, and name of applicant) and, on the other hand, defects under
Article 11(1)(iii)(d) and (e) (relating to a missing description or missing claim or clams; see
Rule 20.3(a)(ii)), noting that, depending on what action is taken by the applicant in relation to
a defect, the according of the international filing date may or may not be affected.

32.  Where the receiving Office finds that any of the requirements of Article 11(1)(i), (ii)
and (ii1)(@) to (c) are not or appear to be not fulfilled, it will invite the applicant to furnish the
required correction under Article 11(2). The furnishing by the applicant of the required
correction will normally affect the according of the international filing date, which will be the
date on which the receiving Office receives that correction (see Rule 20.3(a)(i) and (b)(i) as
proposed to be amended), provided that all other requirements of Article 11(1) are fulfilled.
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33.  Where the receiving Office finds that any of the requirements of Article 11(1)(iii)(d)
and (e) are not or appear not to be fulfilled, it will invite the applicant to either furnish the
required correction or confirm that the element concerned referred to in Article 11(1)(iii)(d)
or (e) isincorporated by reference under Rule 4.18. Where the applicant furnishes the
required correction under Article 11(2), the international filing date will be the date on which
the receiving Office receives the required correction (see Rule 20.3(a)(ii) and (b)(i) as
proposed to be amended), provided that all other requirements of Article 11(1) are fulfilled.

34. However, where the applicant confirms the incorporation by reference of an element
referred to in Article 11(2)(iii)(d) or (e) which is completely contained in an earlier
application the priority of which is claimed in the international application, that element will
be considered to have been contained in the purported international application on the date on
which one or more elements referred to in Article 11(2)(iii) were first received by the
receiving Office, and the international filing date will be the date on which all Article 11(1)
requirements are fulfilled (see Rule 20.3(a)(ii) and (b)(ii) as proposed to be amended).

35. Seethe French version of this document for an explanation of further drafting changes,
beyond the text as agreed by the Working Group, made to the French text only of Rule 20.3.

Negative Determination Under Article 11(1) (Rule 20.4)

36. Rule 20.4 as proposed to be amended corresponds to present Rule 20.7 and deals with
negative determinations under Article 11(1), that is, where the receiving Office refuses to
accord an international filing date. Rule 20.4 is proposed to be amended so as to take into
account the possibility that the applicant, rather than filing a correction under Article 11(2),
may confirm the incorporation by reference of an element referred to in Article 11(1)(iii)(d)
or (e).

37. Further drafting changes have been made to the introductory text of Rule 20.4, beyond
the text as agreed by the Working Group. The reference to Rule 20.3(b) has been replaced by
areference to Rule 20.3(a). See the French version of this document for an explanation of a
further drafting change, beyond the text as agreed by the Working Group, made to the French
text only of Rule 20.4(iii).

Missing Parts (Rule 20.5)

38. Rule 20.5 as proposed to be amended deals with the procedures and consequences
relating to the later furnishing of certain parts of the description, claims and drawings (not
including the case where an entire element referred to in Article 11(2)(iii)(d) or (€) isor
appears to be missing but including the case where all of the drawings are or appear to be
missing). Depending on the action taken by applicant following an invitation to furnish a part
of the description, claims or drawings which is or appears to be missing, the according of the
international filing date may or may not be affected.

39.  Where the applicant furnishes a missing part to the receiving Office on or before the
date on which all of the requirements of Article 11(1) are fulfilled but within the applicable
time limit under Rule 20.7, that part will be included in the purported international application
and the international filing date will be the date on which all of the requirements of

Article 11(1) arefulfilled (see Rule 20.5(b) as proposed to be amended).
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40. Where the applicant furnishes a missing part to the receiving Office after the date on
which all of the requirements of Article 11(1) were fulfilled but within the applicable time
limit under Rule 20.7, that part will be included in the international application and the
international filing date will be corrected to the date on which the receiving Office received
that part (see Rule 20.5(c) as proposed to be amended). In such a case, the applicant will be
given the opportunity to request the receiving Office to disregard the missing part concerned,
in which case the missing part would be considered not to have been furnished and the
correction of the internationa filing date not to have been made (see Rule 20.5(e) as proposed
to be amended).

41. The Administrative Instructions and/or the Receiving Office Guidelines will need to be
modified so as to prescribe the procedure to be followed by the receiving Office with regard
to notifications to be sent to the International Bureau and the International Searching
Authority, in particular in the case where the record and search copies have not yet been
transmitted by the time when the missing part is included and the filing date corrected.

42.  Wherethe applicant confirms, in accordance with Rule 20.6(a), that a part of the
description, claims or drawings was incorporated by reference under Rule 4.18 and the
receiving Office finds that all the requirements of Rule 4.18 and 20.6(a) are complied with,
that part will be considered to have been contained in the purported international application
on the date on which one or more elements referred to in Article 11(1)(iii) were first received
by the receiving Office, and the international filing date will be the date on which al of the
requirements of Article 11(1) are fulfilled (see Rule 20.5(d) as proposed to be amended).

43. Seethe French version of this document for an explanation of further drafting changes,
beyond the text as agreed by the Working Group, made to the French text only of
Rule 20.5(a)(i), (b) and (c).

Statement of Incorporation by Reference and Confirmation of Such Statement (Rules 4.18
and 20.6)

44. Under Rule 4.18 as proposed to be amended, where the international application, on the
date on which one or more elements referred to in Article 11(2)(iii) were first received by the
receiving Office, claims the priority of the earlier application, the applicant will be entitled to
include in the request a statement of incorporation by reference that, where any element of the
international application referred to in Article 11(2)(iii)(d) or (e) or any part of the
description, claims or drawings referred to in Rule 20.5(a) which is not otherwise contained in
the international application is completely contained in the earlier application, that element or
part is, subject to confirmation under Rule 20.6(a), incorporated by reference in the
international application for the purposes of Rule 20.6.

45. In order to achieve, to the extent possible, consistency in receiving Offices practicesin
determining whether a missing element or part was completely contained in the earlier
application, it will be necessary to draft and consult on appropriate modifications of the PCT
Receiving Office Guidelines in advance of the entry into force of the amendments concerned.

46. Generaly, under Rule 20.6(a) as proposed to be amended, the applicant will be
required, for the purposes of incorporation by reference of a missing element or part under
Rule 20.6, to furnish a (simple or non-certified) copy of the earlier application, within the
applicable time limit under Rule 20.7 unless, within that time limit, the priority document is
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available to the receiving Office because the applicant has already complied with
Rule 17.1(a), (b) or (b-bis) in relation to the priority document.

47.  Wherethe priority document is available to the receiving Office within the applicable
time limit under Rule 20.7, the receiving Office will base its finding under Rule 20.6(b) on
the priority document, and the front page of the published application will under

Rule 48.2(b)(v) contain, for the benefit of designated and elected Offices, an indication to that
effect. Where, however, the priority document is not available to the receiving Office within
the applicable time limit under Rule 20.7 because the applicant did not, within that time limit,
comply with Rule 17.1(a), (b) or (b-bis) in relation to the priority document, the receiving
Office will base its finding under Rule 20.6(b) on the simple copy of the earlier application
furnished by the applicant under Rule 20.6(a). The front page of the published application
will under Rule 48.2(b)(v) contain an indication to the effect that the applicant, for the
purposes of Rule 20.6(a)(ii), relied on a separately submitted (non-certified) copy of the
earlier application rather than on compliance with Rule 17.1(a), (b) or (b-bis) in relation to the
priority document.

48. Inthe latter case, during nationa phase procedures, where the priority document
continues not to be available to the designated or elected Office because the applicant still has
not complied with Rule 17.1(a), (b) or (b-bis) in relation to the priority document, or where
the priority document is available to the designated or elected Office but that Office finds that
that the element or part concerned is not completely contained in the priority document, that
Office will under Rule 82ter.1(b) be entitled to treat the application, in the case of amissing
element, asif the international filing date had been accorded under Rule 20.3(b)(i) or, in the
case of amissing part, asif the international filing date had been accorded under either

Rule 20.5(b) or (c), as the case may be, provided that the Office will under Rule 82ter.1(c)
first have to give the applicant an opportunity to furnish the priority document within atime
[imit which is reasonable under the circumstances. In order to be able to make a
determination under Rule 82ter.1(b), the designated or elected Office will be permitted under
Rule 51bis.1(e)(ii) to require the applicant to furnish a trandation of the priority document
where that document is not in alanguage accepted by the Office for the purposes of national
processing.

49. Seethe French version of this document for an explanation of further drafting changes,
beyond the text as agreed by the Working Group, made to the French text only of Rule 4.19.

Time Limit (Rule 20.7)

50. Rule 20.7 as proposed to be amended provides for the time limits within which the
applicant may furnish corrections of Article 11(1) defects (including the furnishing of missing
elements), furnish missing parts or confirm the incorporation by reference of elements or
parts.

Incompatibility With National Laws (Rules 20.8 and 51bis.1)

51. Reservation provisions are included under Rule 20.8 as proposed to be amended in
respect of both receiving Offices and designated Offices whose applicable national law is not
compatible with the envisaged amendments of the PCT Regulations concerning the
incorporation by reference of elements referred to in Article 11(1)(iii)(d) and (€) and parts of
the description, claims or drawings.
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52. Proposed understanding: The Assembly is invited, in connection with the
adoption of amended Rule 20.8(a), to note that the availability of the procedure under
that Rule depends on the existence of an incompatibility with the Rules referred to in
that Rule of the national law applicable to a national Office in its capacity asa PCT
receiving Office, as distinct from its capacity as a designated Office, and that such
incompatibility might arise either from express national law provisions dealing with the
subject matter in question or from the more general operation of the national law.

E. RESTORATION OF THE RIGHT OF PRIORITY

53. Seethe main body of this document at paragraph 6(e) and the proposed amendments of
Rules 2.4, 4.1(v), 4.10, 26bis.2(a) to (d), 26bis.3, 48.2(a)(ix) and (xi), 48.2(b)(iv), (i), (vii)
and (viii), 48.2(j), 49ter.1, 49ter.2, 64.1, 76.5 and 82ter.1(a) set out in Annex 11, with
proposed date of entry into force of April 1, 2007, and transitional arrangements as set out in
Annex IV. Details of consideration of the matter by the Working Group at its seventh session
are set out in document PCT/R/WG/7/13, paragraphs 38 to 59 (reproduced in the Annex to
document PCT/A/34/1).

54. Seethe French version of this document for an explanation of afurther drafting change,
beyond the text as agreed by the Working Group, made to the French text only of Rule 2.4(b).

55. Further drafting changes have been made to Rule 20.8(a) and (b), beyond the text as
agreed by the Working Group. The expected date of adoption of the amendments,
“October 5, 2005”, has been inserted replacing the reference in the Working Group
documents to “[date of adoption of these modifications by the PCT Assembly]”, and

“April 5, 2006” has been inserted replacing “[ six months from the date of adoption of these
modifications by the PCT Assembly]”.

56. Further drafting changes have been made to Rule 26bis.2(a), beyond the text as agreed
by the Working Group. At the end of item (i), the word “or” has been deleted. In the last line
of paragraph (a), the reference to “Rule 26bis.3(i)” has been replaced by a reference to

“Rule 26bis.3(j)”, and the reference to “Rule 26bis.3(a) to (h)” has been replaced by a
reference to “Rule 26bis.3(a) to (i)”. See the French version of this document for an
explanation of further drafting changes, beyond the text as agreed by the Working Group,
made to the French text only of Rule 26bis.2.

57. A further drafting change has been made to the English text only of Rule 64.1(b),
beyond the text as agreed by the Working Group. In the introductory text, for the sake of
consistency with other provisions, the word “will” has been replaced by “shall”. See the
French version of this document for an explanation of afurther drafting change, beyond the
text as agreed by the Working Group, made to the French text only of Rule 64.1(b).

Automatic Retention of Priority Claim During International Phase (Rule 26bis.2(c)(iii))

58. The proposed amendments relating to the restoration of the right of priority provide for
the automatic retention, during the international phase, of a priority claim where the
international application has an international filing date which islater than the date on which
the priority period expired but within the period of two months from that date. Such a priority
clam will be retained irrespective of whether the applicant requests the receiving Office to
restore the right of priority, and even where such arequest is made but refused by the
receiving Office. Such a priority claim will therefore be taken into account during the
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international phase for the purposes of international search and international preliminary
examination, and for the purpose of the computation of time limits, including that for entry
into the national phase. In other words, because of the automatic retention of the priority
claim, the filing date of the earlier application whose priority is claimed will be the “priority
date” under Article 2(xi) for the purpose of computing time limits, irrespective of whether or
not the receiving Office restores the right of priority (provided, of course, that the priority
claim in question is the only priority claim contained in the international application or, where
severa priority claims are contained in the application, that the priority claim in question
relates to the earliest application whose priority is claimed). The effect of thiswill be that all
time limits under the Treaty and Regulations which are calculated on the basis of the priority
date, including those for entry into the national phase under Articles 22(1) and 39(1)(b), may
expire up to 14 months earlier than if the priority claim was considered not to have been made
(“void”).

Restoration of the Right of Priority by the Receiving Office during the International Phase
(Rules 26bis.3 and 48.2)

59. Asagenerd rule, any receiving Office will have to provide for the restoration of the
right of priority during the international phase, any exception to that general rule being
provided only by way of areservation by areceiving Office. Each receiving Office will be
free to apply either the more strict criterion of “due care” or the less strict criterion of
“unintentionality”.

60. Following adoption of the proposed amendments by the Assembly, the International
Bureau will need to consider drafting a more detailed explanation of those terms for inclusion
in the PCT Receiving Office Guidelines, taking into account any standards that are currently
applied under the national laws applicable in Contracting States.

61. Seethe French version of this document for an explanation of afurther drafting change,
beyond the text as agreed by the Working Group, made to the French text only of
Rule 26bis.3.

62. Proposed understanding: The Assembly is invited, in connection with the
adoption of amended Rule 26bis.3(d), to note that a receiving Office may, if it wishes,
apply both criteria for restoration and leave the choice to the applicant as to which
criterion is sought to be applied in a specific case, noting that it would be advantageous
for the applicant to obtain a positive finding by the receiving Office on the stricter
criterion of “due care” since such a finding would in genera be effective in all
designated States, unlike a finding on the less strict “unintentionality” criterion.
Furthermore, a receiving Office will be free to apply, upon request of the applicant, first
the “due care” criterion and then, if the receiving Office finds that that criterion is not
complied with, the “unintentionality” criterion.

63. Under Rule 26bis.3(f) as proposed to be amended, the receiving Office will be free to
require that a declaration or other evidence in support of the statement of reasons for the
failure to file the international application within the priority period be filed with it.

64. Proposed understanding: The Assembly is invited, in connection with the
adoption of amended Rule 26bis.3(f), to note that the question of what information or
evidence each receiving Office is entitled to require in support of a request for
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restoration of the right of priority under Rule 26bis.3(f) is a matter left to national law
and practice.

65. In order to promote consistency of standards as regards declarations and evidence which
would be acceptable under Rule 26bis.3(f), the International Bureau will draft a more detailed
explanation of the term “a declaration or other evidence in support of the statement of
reasons’ for inclusion in the Administrative Instructions and/or Receiving Office Guidelines
and will suggest other possible steps aimed at promoting the sharing of relevant decisions,
taking into account any standards that are currently applied under the national laws applicable
in Contracting States.

66. Further drafting changes have been made to Rule 26bis.3(j), beyond the text as agreed
by the Working Group. The expected date of adoption of the amendments,

“October 5, 2005”, has been inserted replacing the reference in the Working Group
documents to “[date of adoption of these modifications by the PCT Assembly]”, and

“April 5, 2006” has been inserted replacing “[six months from the date of adoption of these
modifications by the PCT Assembly]”.

67. Proposed understanding: The Assembly is invited, in connection with the
adoption of amended Rule 48.2(a)(xi), to note that information as to the criterion for
restoration upon which the decision by the Office was based (“due care” criterion,
“unintentionality” criterion, or both criteria) will be included in the publication of the
international application under new Rule 48.2(a)(xi).

Effect of Receiving Office Decision on Designated Sates (Rule 49ter.1)

68. Further drafting changes have been made to Rule 49ter.1(c), beyond the text as agreed
by the Working Group. The words “a requirement of any of” have been replaced (in the
English text only) by the words “a requirement under”, the reference in the fourth line to
“Rule 26bis.3(a) or (b)(i) or (iii)” has been replaced by areference to “Rule 26bis.3(a), (b)(i)
or (c)”, and the reference in the last line to “Rule 26bis.3(b)(ii)” has been replaced by a
referenceto “Rule 26bis.3(b)(iii)”. See the French version of this document for an
explanation of further drafting changes, beyond the text as agreed by the Working Group,
made to the French text only of Rule 49ter.1(a), (b), (c) and (e).

69. Further drafting changes have been made to Rule 49ter.1(g), beyond the text as agreed
by the Working Group. The expected date of adoption of the amendments, “ October 5,
2005", has been inserted replacing the reference in the Working Group documents to “[ date of
adoption of these modifications by the PCT Assembly]”, and “April 5, 2006” has been inserted
replacing “[ six months from the date of adoption of these modifications by the PCT
Assembly]”.

70. A decision by areceiving Office to restore aright of priority based on the criterion of
“due care” will, as ageneral rule, be effective in all designated States, any exception to that
general rule being provided only by way of areservation by a designated Office under

Rule 49ter.1(g). A decision by areceiving Office to restore aright of priority based on the
criterion of “unintentionality” will be effective only in those designated States whose
applicable national law provided for restoration of the right of priority based on that criterion
or on a criterion which, from the viewpoint of applicants, is more favorable than that criterion.



PCT/A/34/2 Rev.
Annex V, page 12

71. However, adecision by areceiving Office to restore aright of priority will not be
effective in a designated State in which the relevant provisions do not apply consequent to a
notification under Rule 49ter.1(g) that the provisions concerned were not compatible with its
national law. It will also not be effective in a designated State if the designated Office, a
court or any other competent organ finds that a substantive requirement for restoration of the
right of priority by the receiving Office has not been complied with. However, a decision by
areceiving Office to restore aright of priority will not be ineffective in a designated State
merely because a procedural requirement for such restoration has not been complied with, for
example, because a required fee has not been paid.

72. A reservation provision isincluded under Rule 49ter.1(g) as proposed to be amended in
respect of designated Offices whose applicable national law is not compatible with the
envisaged amendments of the PCT Regulations concerning the restoration of the right of

priority.

73. Proposed understanding: The Assembly is invited, in connection with the
adoption of amended Rule 49ter.1(g), to note that the giving of a notification of
incompatibility under Rule 49ter.1(g) will have both procedural and substantive effects,
for example, there will be consequences both in terms of calculating the time limit for
national phase entry before the designated Office concerned and in terms of the
assessment of novelty and inventive step during the national search and examination.

Prior Art for the Purposes of International Search, the Establishment of the Written Opinion

by the International Searching Authority and International Preliminary Examination
(Rule64.1)

74. Under Rule 64.1(b) as proposed to be amended, where the international application
claims the priority of an earlier application but has an international filing date which is later
than the date on which the priority period expired but within the period of two months from
that date, the “relevant date” for the purposes of the international preliminary examination
(Rule 64) will be the priority date, unless the International Preliminary Examining Authority
considers that the priority claim is not valid for reasons other than the fact that the
international application has an international filing date which islater than the date on which
the priority period expired. By virtue of Rule 43bis.1(b), this date will also be the “relevant
date” for the purposes of establishing the written opinion by the International Searching
Authority.

Restoration of the Right of Priority by Designated Office during the National Phase
(Rule 49ter.2)

75. Further drafting changes have been made to Rule 49ter.2(h), beyond the text as agreed
by the Working Group. The expected date of adoption of the amendments,

“October 5, 2005”, has been inserted replacing the reference in the Working Group
documents to “[ date of adoption of these modifications by the PCT Assembly]”, and

“April 5, 2006” hes been inserted replacing “[ six months from the date of adoption of these
modifications by the PCT Assembly]”. See the French version of this document for an
explanation of further drafting changes, beyond the text as agreed by the Working Group,
made to the French text only of Rule 49ter.2.

76. Asagenera rule, any designated Office will have to provide for the restoration of the
right of priority in the national phase, any exception to that general rule being provided only
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by way of areservation by a designated Office under Rule 49ter.2(h). The designated Office,
when deciding on arequest for restoration, will be free to apply either the more strict criterion
of “due care” or the less strict criterion of “unintentionality.” In practice, of course,
restoration of the right of priority by a designated Office during the national phase will only
be necessary where the receiving Office has not already restored the right of priority with
effect for the designated Office concerned.

77. Proposed understanding: The Assembly is invited, in connection with the
adoption of amended Rule 49ter.2(a), to note that a designated Office may, if it wishes,
apply both criteria for restoration and leave the choice to the applicant as to which
criterion is sought to be applied in a specific case. Furthermore, a designated Office
will be free to apply, upon request of the applicant, first the “due care” criterion and
then, if the designated Office finds that that criterion is not complied with, the
“unintentionality” criterion.

78. Proposed understanding: The Assembly is invited, in connection with the
adoption of amended Rule 49ter.2(b)(i), to note that, where the effect of the
international application provided for in Article 11(3) ceases because the applicant fails
to perform the acts referred to in Article 22 or 39(1) within the applicable time limit but
the designated Office reinstates the rights of the applicant with respect to that
international application in accordance with Rule 49.6 or 76.5(ii), respectively, such
reinstatement will extend to all time limits calculated on the basis of the applicable time
limit under Article 22 or 39(1), respectively, including the time limit under

Rule 49ter.2(b)(i).

79. A reservation provision isincluded in Rule 49ter.2(h) as proposed to be amended in
respect of designated Offices whose applicable national law is not compatible with the
envisaged amendments of the PCT Regulations concerning the restoration of the right of

priority.

80. Proposed understanding: The Assembly is invited, in connection with the
adoption of amended Rule 49ter.2(h), to note that any designated Office whose national
law provides for a criterion more stringent than the “due care” criterion or does not
provide for restoration of the right of priority at all may make use of the reservation
provision in Rule 49ter.2(h). Designated Offices whose applicable national law
provides for the restoration of the right of priority based on requirements similar but not
identical to the requirements under Rule 49ter.2(a) and (b) will not need to make use of
the reservation provision if the requirements under the applicable national law are, from
the viewpoint of applicants, at least as favorable as the requirements under

Rule 49ter.2(a) and (b).

F. RECTIFICATION OF OBVIOUS MISTAKES

8l. Seethemain body of this document at paragraph 6(f) and the proposed amendments of
Rules 11.14, 12.2, 26his.1, 26bis.2(e), 38.2, 38.3, 43.6his, 43bis.1, 48.2(a)(vii), 48.2(i),
48.2(k), 66.1, 66.4bis, 66.5, 70.2, 70.16, 91.1, 91.2 and 91.3 set out in Annex 11, with
proposed date of entry into force of April 1, 2007, and transitional arrangements as set out in
Annex IV. Details of consideration of the matter by the Working Group at its seventh session
are set out in document PCT/R/WG/7/13, paragraphs 60 to 70 (reproduced in the Annex to
document PCT/A/34/1).
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82. Further drafting changes have been made to Rule 12.2(b), beyond the text as agreed by
the Working Group. The proposed amendments of paragraph (b)(i) and (ii) are consequential
on the proposed amendments of Rule 91.1 (see below).

83. Asagreed by the Working Group (see document PCT/R/WG/7/13, paragraph 62),

Rule 38 has been amended by changing the wording of present Rule 38.2(b) and renumbering
it as Rule 38.3; the text of proposed new Rule 38.3 is as had been suggested in document
PCT/R/WG/7/13, paragraph 62.

International Publication (Rule 48.2)

84. Further drafting changes have been made to Rule 48.2, beyond the text as agreed by the
Working Group. In Rule 48.2(a), proposed item (xi) (which read “any information
concerning the authorization of a rectification of an obvious mistake referred to in the second
sentence of Rule 91.3(b)”) has been omitted; see aso paragraph97, below, for related
changes to Rule 91.3 and other Rules. In Rule 48.2(b), the numbering of items (v) to (viii)
has been adjusted. In Rule 48.2(b)(vi) and (vii) and (j), the term “pamphlet” has been
replaced by the words “ published international application”. In Rule 48.2(i), the words
“(containing any information referred to in paragraph (a)(xi))” have been deleted. See the
French version of this document for an explanation of afurther drafting change, beyond the
text as agreed by the Working Group, made to the French text only of Rule 48.2()).

Competent Authorities (Rule 91.1(b))

85. Rule91.1(b) as proposed to be amended makes it clear which are the “competent
authorities” responsible for authorizing the rectification of obvious mistakes appearing in the
different elements of the international application and in related documents, bearing in mind
the responsibilities of the different authorities in the different stages of the international phase.
Under the proposals, the finding whether an alleged mistake is obvious and thus rectifiable
will be made:

(@ inthe case of amistake in the request part of the international application or in a
correction thereof—by the receiving Office;

(b) inthe case of amistake in the description, claims or drawings or in a correction
thereof, unless the International Preliminary Examining Authority is competent under
paragraph (c), below—by the International Searching Authority;

() inthe case of amistake in the description, claims or drawings or in a correction
thereof, or in an amendment under Article 19 or 34, where a demand for international
preliminary examination has been made and has not been withdrawn and the date on which
international preliminary examination shall start in accordance with Rule 69.1 has passed—Dby
the International Preliminary Examining Authority;

(d) inthe case of a mistake in a document not referred to in paragraphs (a) to (c),
above, submitted to the receiving Office, the International Searching Authority, the
International Preliminary Examining Authority or the International Bureau, other than a
mistake in the abstract or in an amendment under Article 19—Dby that Office, Authority or
Bureau, as the case may be.
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86. Seethe French version of this document for an explanation of further drafting changes,
beyond the text as agreed by the Working Group, made to the French text only of
Rule 91.1(b), (c) and (d).

“Obvious’ to the Competent Authority (Rule 91.1(c))

87. Under Rule 91.1(c) as proposed to be amended, a mistake will be considered obvious if,
and only if, it is obvious to the competent authority that, as at the applicable date under

Rule 91.1(f), something el se was intended than what appears in the document concerned and
that nothing else could have been intended than the proposed rectification. Under the
proposed amendments, no special attributes are ascribed to the person in the competent
authority making the finding under Rule 91.1(c) whether an alleged mistake is “obvious’ and
thus rectifiable; the matter is ssimply left to the “ competent authority”.

Extrinsic Documents (Rule 91.1(d) and (e))

88. Under Rule 91.1(e) as proposed to be amended, the question whether the competent
authority may rely on extrinsic documents will depend on which part of the international
application is involved:

(@ inthe case of amistake in the description, claims or drawings or in a correction or
amendment thereof, the finding by the competent authority will have to be made only on the
basis of the contents of the description, claims and drawings and, where applicable, the
correction or amendment concerned; or

(b) inthe case of a mistake in the request part of the international application or a
correction thereof, or in a document referred to in paragraph 85(d), above, the finding by the
competent authority will have to be made only on the basis of the contents of the international
application itself and, where applicable, the correction concerned, or the document referred to
in paragraph 85(d), above, together with any other document submitted with the request,
correction or document, as the case may be, any priority document in respect of the
international application available to the authority in accordance with the Administrative
Instructions, and any other document contained in the authority’ s international application file
at the applicable date under Rule 91.1(f).

89. The suggested approach to priority documents is based on the view that a priority
document, being part of the genera officia record, should be taken into account for the
purpose of rectifying an obvious mistake in the request, etc,, if it is available to the competent
authority in the practical sense, without imposing any special or restrictive requirements on
the applicant, noting particularly that the provision of priority documents on paper by
traditional means is becoming athing of the past. It is envisaged that the Administrative
Instructions will provide for account to be taken of a priority document if it is available, for
example, through being furnished by the applicant, issued by the same Office in its capacity
as anationa Office, or available from adigital library. This may be contrasted with other
provisions relating to priority documents where they are used for the purposes of establishing
the scope of the disclosure or the according of afiling date, in which case more strict
requirements are appropriate.

90. Asagreed by the Working Group (see document PCT/R/WG/7/13, paragraph 65), upon
further review by the Secretariat of the appropriateness in Rule 91.1(e) of the words “any
priority document”, it is proposed to further amend Rule 91.1(e), beyond the text as agreed by
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the Working Group, by replacing the words “any priority document” by the words “any
priority document in respect of the international application that is’.

Applicable Date (Rule 91.1(f))

91. The applicable date to be used in determining the allowability of arectification of a
mistake is:

(@ inthe case of amistake in apart of the international application as filed—the
international filing date;

(b) inthe case of a mistake in a document other than the international application as
filed, including a mistake in a correction or an amendment of the international application—
the date on which the document was submitted.

Mistakes Not Rectifiable Under Rule 91 (Rule 91.1(q))

92. Rule 91 as proposed to be amended generally appliesin parallel with other correction
procedures, such as the correction procedures offered under Rules26bis or 26ter. However,
S0 as hot to add further complexity to the system with regard to the computation of time limits
calculated on the basis of the priority date, a mistake in apriority claim or in anotice
correcting or adding a priority claim submitted under Rule 26bis will not be rectifiable under
Rule 91.1 where the rectification of such mistake would cause a change in the priority date of
the international application. Such a mistake will only be correctable by way of submitting a
notice under Rule 26bis within the applicable time limit under that Rule. Where the time
limit under Rule 26bis.1 for submitting a notice of correction or addition of the priority claim
has expired, the applicant will be entitled, under proposed new Rule 26his.2(€), to request the
International Bureau to publish information concerning the priority claim, with aview to
pursuing the matter further in the national phase before the designated or elected Offices.

93. Similarly, amistake in the abstract will also not be rectifiable under Rule 91.1, nor an
amendment under Article 19 unless the International Preliminary Examination Authority is
competent to authorize the rectification of such mistake under Rule 91.1(b)(iii) as proposed to
be amended. Note, however, that a mistake in the abstract will in effect be correctable under
proposed new Rule 38.3. Asat present, a mistake which lies in the omission of one or more
entire elements of the international application referred to in Article 3(2) or one or more entire
sheets of the international application will not be rectifiable under Rule 91.1, but this does not
preclude the possibility that a remedy may be available under the provisions relating to
missing elements and parts of the application.

Request for Rectification (Rule 91.2)
94. Itisproposed to set the time limit for submitting a request for rectification at 26 months
from the priority date, with the am of leaving sufficient time for the completion of all the

necessary actions before the end of the international phase.

95. Seethe French version of this document for an explanation of further drafting changes,
beyond the text as agreed by the Working Group, made to the French text only of Rule 91.2.
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Effect of Rectifications on International Search and International Preliminary Examination
(Rules 43.6bis, 43bis.1, 66.1, 66.4bis, 70.2, 70.16 and 91.3)

96. Under these Rules, arectification of an obvious mistake that is authorized by the
International Searching Authority or the International Preliminary Examining Authority under
Rule 91.1, or notified to the Authority under Rule 91.3(a), has to be taken into account by the
Authority concerned for the purposes of the international search report, the written opinion by
the International Searching Authority or the international preliminary examination report,
except if it is so authorized or notified after the Authority has begun to draw up the written
opinion or report concerned. |If arectification of an obvious mistake is taken into account, the
written opinion or the report concerned will so indicate. If arectification of an obvious
mistake is not taken into account, the written opinion or report concerned will, if possible, so
indicate, failing which the Authority concerned would notify the International Bureau
accordingly and the International Bureau would proceed as provided for in the Administrative
Instructions. It is envisaged that the Administrative Instructions would provide for the
International Bureau to inform all Offices and Authorities concerned.

97. A number of further proposed amendments of the Regulations relating to rectifications
of obvious mistakes, beyond the text as agreed by the Working Group, are included in the
present document (see document PCT/R/WG/7/13, paragraph 63). Those further amendments
appear in Rule 43.6bis (added); Rule 43bis.1(b); Rule 66.1(d-bis) (added); Rule 66.4bis;
Rule 70.2(e) (added); Rule 91.3(a), second sentence (by adding the words “, including, as
required, notifying the receiving Office, the International Searching Authority, the
International Preliminary Examining Authority and the designated and elected Offices of the
authorization or refusal”); and Rule 91.3(b) (the paragraph as considered by the Working
Group has been omitted and its substance dealt with in the Rules just mentioned).

98. Inview of the fact that any rectification authorized by the competent authority will be
published (either as part of the published international application or, under Rule 48.2(i), in
the form of a statement reflecting all rectifications, together with arevised front page), there is
no longer any need under Rule 70.16 for annexing rectifications authorized by the
International Preliminary Examining Authority to the international preliminary examining
report, and a further drafting change has therefore been made to the text of the latter Rule,
beyond the text as agreed by the Working Group, by deleting the words “and each
replacement sheet containing rectifications of obvious errors authorized under

Rule 91.1(e)(iii)".

Effect of Rectifications on Designated or Elected Offices (Rule 91.3(e) and (f))

99. Proposed new Rule 91.3(e) provides that the rectification of an obvious mistake need
not be taken into account by any designated or elected Office in which processing or
examination of the international application has already started prior to the date on which the
designated or elected Officeis notified of the authorization of the rectification by the
competent authority.

100. While it can be expected that designated and elected Offices will normally take
authorized rectifications into account for the purposes of the national phase, they will be able
to look into the matter according to their national practice, noting that rectifications may relate
to substantive questions of patentability. On the other hand, such Offices will not be obliged
to perform a check in each case. Proposed new Rule 91.3(f) thus provides that a designated
(or elected) Office may disregard a rectification that was authorized by the competent
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authority if it finds that it would not have authorized the rectification if it had been the
competent authority. This would include the case where, due to a notification of
incompatibility under Rule 20.8(b), the Office does not recognize the text of the description,
claims or drawings upon which the rectification was based (see paragraphs 51 and 52, above,
and the proposed understanding in paragraph 101, below).

101. Proposed understanding: The Assembly is invited, in connection with the
adoption of amended Rule 91.3(f), to note that, where a designated Office has given a
notification of incompatibility under Rule 20.8(b) in respect of the application of
provisions relating to the incorporation by reference of missing elements or parts, that
Office will not be obliged, in determining for the purposes of Rule 91.3(f) whether it
would have authorized the rectification, to take into account the contents of any
description, claims or drawings incorporated by reference under Rule 20.6.

G. PCT MINIMUM DOCUMENTATION: ADDITION OF PATENT DOCUMENTS OF
THE REPUBLIC OF KOREA

102. Seethe main body of this document at paragraph 6(g) and the proposed amendments of
Rule 34.1 set out in Annex 111, with proposed date of entry into force yet to be fixed. Details
of consideration of the matter by the Working Group at its seventh session are set out in
document PCT/R/WG/7/13, paragraphs 102 to 107 (reproduced in the Annex to document
PCT/A/34/1).

103. At the request of the Government of the Republic of Korea, it is proposed to amend
Rule 34 so as to include patent documents published by the Korean Intellectual Property
Office in the PCT minimum documentation. The documents include patents and published
applications for patents, and English language abstracts of patents or published patent
applications, but not utility models.

104. Asis presently the case for patent documents in Japanese, Russian and Spanish which
form part of the PCT minimum documentation, International Authorities for which Korean is
not an official language will not be required to include patent documents of the Republic of
Koreain their search collections unless an English language abstract is available. The
practical result of thiswill be that the International Authorities, other than the Korean
Intellectual Property Office, will only be required to include those documents published
from 1979 onwards.

105. Seethe French version of this document for an explanation of further drafting changes,

beyond the text as agreed by the Working Group, made to the French text only of
Rule 34.1(e).

[End of Annex V and of document]



