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WORLD INTELLECTUAL PROPERTY ORGANIZATION
GENEVA

INTERNATIONAL PATENT COOPERATION UNION
(PCT UNION)

ASSEMBLY

Thirty -First (18 ™ Extraordinary) Session
Geneva, September 23 to October 1, 2002

MATTERS CONCERNING HE PCT UNION:
AMENDMENT OF THE AGREEMENT BETWEEN THE APAN PATENT OFFICE AND
THE INTERNATIONAL BUREAU OF WIPO
IN RELATION TO THE FUNCTIONING OF THE JA°PAN PATENT OFFICE ASAN
INTERNATIONAL SEARCHING AUTHORITY AND
PRELIMINARY EXAMININ G AUTHORITY UNDER THE FCT

Document prepared by the International Bureau

1. Inaletter addressed to the Director General dated June 12, 2002, the Commissioner of
the Japan Patent Office has proposed modifications to the definition of its compeatiean
International Searching Authority and as an International Preliminary Examining Authority as
set out in the Agreement between the Japan Patent Office and the International Bureau of
WIPO in relation to the functioning of the Japan Patent Officaraternational Searching
Authority and Preliminary Examining Authority under the PCT. The Japan Patent Office has
also proposed to update the name of the Office in the Agreement from “Japanese Patent
Office” to “Japan Patent Office.” A copy of such et is reproduced in Appendix | to this
document.

! Working documents for the session of the Assembly are accessible via WIPO'’s Website at

http://www.wipo.int/pct/en/meetings.
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2. Subject to approval of the proposed amended Agreement by the Assembly, and pursuant
to Article 11(3)(i) of the Agreement, Annex A (States and Languages) to the Agreement

would be modified asndicated, for the purposes of information, in Appendix Il to this

document.

3. Reference is made to Article 11(1) of the existing Agreement which provides that “[...]
amendments may, subject to approval by the Assembly of the International Patent
Cooperation Union, be made to this Agreement by agreement between the parties hereto;
they shall take effect on the date agreed upon by them.”

4. The Japan Patent Office and the International Bureau have agreed on the required
amendments to thexesting Agreement, the draft text of which appears in Appendix Il to this
document (text proposed to be added is underlined and text proposed to be deleted is struck
through) and propose that the Agreement, as amended, enter into force upon approval by the
Assembly and subsequent signature.

5. The Assembly of the PCT Union is
invited to approve the text of the amended
Agreement between the Japan Patent Office
and the International Bureau, as appearing in
Appendix Il to this document.

[Appendces follow]
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APPENDIX |

JAPAN PATENT OFFICE
MINISTRY OF ECONOMY, TRADE AND INDUSTRY
GOVERNMENT OF JAPAN

3-4-3 Kasumigaseki, Chiyoda-ku, Tokyo 100-8915, JAPAN
Phone: 81-3-3581-1898 Fax: 81-3-3581-0762

June 12, 2002
Dr. Kamil Idris
Director General
World Intellectual Property Organization
34 chemin des Colombettes
1211 Geneva 20
Switzerland

Dear Dr. Idris:

The Japan Patent Office (JP®yails itself of this opportunity texpressts gratitude
for the cooperation that the International Bureau has been extending to us for our sasvices
an International Searching AuthorityISA) and International Preliminary Examining
Authority (IPEA) under the“Agreement between the Japanese Patent Office and the
International Bureau of the World Intellectual Property Organizationrelation to the
functioning of the Japanese Patent Office as International Searching Authority and
International Preliminary Examining Authority under the Patent Cooperation Treaty.”

As you are awarethe JPO has beeactingsinceApril 2, 2001 as an ISA wheran
international application isvritten in Englishandfiled with the JPO or the receiving Office
of, or acting for, any Contracting State that the Authontyl specify. Of such applications,
meanwhile, the JPO has been carrying out international preliminary examinations as an IPEA
pursuant tothe relewant Japanesdaw, only for those for which the JP@as preparedhe
InternationalSearchReport (ISR)

It is desirablethat the same authority should prepare an ISR and an International
Preliminary Examination Report (IPER)r the same international apghtion. This point is
in line with the direction of discussions within th&amework of the PCT reform:
simplification and streamlining of the systeitdowever, this condition isot clearly stipulated
in the above agreemedespite that it is providenh therelevantJapanese law.

The JPO proposes, therefore, thaticles 3 and 11 as well as Annex A of the above
agreement be changed as pree attachmenhereto in accordance witArticle 11(1) of the
same agreement.

Our proposal aims to bring into théave agreement the conformity with the current
Japaneséaw which provides that the JPO should act as an IPEA only for those applications
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for which the JPO has prepared the ISR. Since the JPO has been acting in accordance with
this particular provision othe Japanese law, our services to applicants will nqtraetically
changed even if our proposed amendmeatided to theagreement

The JPO will make continuous efforts as an ISA and IPEA&ribancehe quality of
international search and internatiopaéliminary examination and for the developmentto#

PCT system.
Sincerely yours,
(signed)

Kouzo Oikawa
Commissioner

[Appendix Il follows]
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APPENDIX I

Amended Agreement

between thdapanJapanesPatent Office
and the Internatinal Bureau of the World Intellectual Property Organization

in relation to the functioning of théapanJapanesPatent Office
as an International Searching Authority and
International Preliminary Examining Authority
under the Patent Cooperation Treaty
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Preamble

The JapanlapanesPatent Office and the International Bureau of the World Intellect{ial
Property Organization,

Consideringthat the Agreement ddctober 1, 199 BeptembeR8,1987, under |
Articles 16(3)(b) and32(3) of the Patent Co@pation Treatyn relation to the functioning of
the JapanlapanesPatent Office as an International Searching Authority and International
Preliminary Examining Authoritunder the Patent Cooperation Treaty was concluded for a
period of10 years from Jarary 1, 1998:98§ to DecembeB1, 20074997, |

Desirousto continue the functioning of théapardapanesPatent Office as an |
International Searching Authority and International Preliminary Examining Authority under
the Patent Cooperation Treaty,

Hereby agee as follows:

Article 1
Terms and Expressions

(1) Forthe purposes of this Agreement:

(@) “Treaty” means the Patent Cooperation Treaty;

(b) “Regulations” means the Regulations under the Treaty;

(c) “Administrative Instructions” means the Administative Instructions under
the Treaty;

(d) “Article” (except where a specific reference is made to an Article of this
Agreement) means an Article of the Treaty;

(e) “Rule” means a Rule of the Regulations;

() “Contracting State” means a State party te Tireaty;

(g) “the Authority” means thgapandapanesPatent Office; |

(h) “the International Bureau” means the International Bureau of the World
Intellectual Property Organization.

(2) All other terms and expressions used in this Agreement which sgeusled in the
Treaty, the Regulations or the Administrative Instructions have, for the purposes of this
Agreement, the same meaning as in the Treaty, the Regulations and the Administrative
Instructions.
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Article 2
Basic Obligations

(1) The Authority shall carry out international search and international preliminary
examination in accordance with, and perform such other functions of an International
Searching Authority and International Preliminary Examining Authority as are provided
under, the Treatyhie Regulations, the Administrative Instructions and this Agreement. In
carrying out international search and international preliminary examination, the Authority
shall apply and observe all the common rules of international search and of international
prdiminary examination and, in particular, shall be guided by the PCT Search Guidelines and
the PCT Preliminary Examination Guidelines.

(2) The Authority and the International Bureau shall, having regard to their respective
functions under the Treaty, tliRegulations, the Administrative Instructions and this
Agreement, render, to the extent considered to be appropriate by both the Authority and the
International Bureau, mutual assistance in the performance of their functions thereunder.

Article 3
Competerce of Authority

(1) The Authority shall act as International Searching Authority for any international
application filed with the receiving Office of, or acting for, any Contracting Statecified in
Annex A to this Agreemenprovided that the receivinOffice specifies the Authority for that
purpose, that such application, or a translation thereof furnished for the purposes of
international search, is in the language or one of the languages specified in Anoxis
Agreement and, where applicableat the Authority has been chosen by the applicant.

(2) The Authority shall act as International Preliminary Examining Authority for any
international application filed with the receiving Office of, or acting for, any Contracting State
specified in Anng A to this Agreementprovided that the receiving Office specifies the
Authority for that purpose, that such application, or a translation thereof furnished for the
purposes of international preliminary examination, is in the language or one of the ¢g@sgua
specified in AnneXA to this Agreement and, where applicable, that the Authority has been
chosen by the applicardnd that any other requirememégarding such application as
specified in Annex A to this Agreement have been.met

(3) Where an interational application is filed with the International Bureau as
receiving Office under Rul&9.1(a)(iii), paragraphé€l) and(2) apply as if that application had
been filed with a receiving Office which would have been competent underIRulga)(i)
or (i), (b) or (c) or Rulel9.2(i).
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Article 4
Subject Matter Not Required to Be Searched or Examined

The Authority shall not be obliged to search, by virtue of Artitl&2)(a)(i), or
examine, by virtue of Article4(4)(a)(i),any international applicatioto the extent that it
considers that such application relates to subject matter set forth irBRUdle@r67.1, as the
case may beyith the exception of the subject matter specified in AnBebo this Agreement.

Article 5
Fees and Charges

(1) A schedte of all fees of the Authority, and all other charges which the Authority
is entitled to make, in relation to its functions as an International Searching Authority and
International Preliminary Examining Authority, is set out in Anr@xo this Agreement.

(2) The Authority shall, under the conditions and to the extent set out in AGnex
this Agreement:

(i) refund the whole or part of the search fee paid, or waive or reduce the search
fee, where the international search report can be wholly or plaaged on the
results of an earlier search made by the Authority (Rt&8 and41.1);

(i)  refund the search fee where the international application is withdrawn or
considered withdrawn before the start of the international search.

(3) The Authorityshall, under the conditions and to the extent set out in Arthéx
this Agreement, refund the whole or part of the preliminary examination fee paid where the
demand is considered as if it had not been submitted (B&1l&) or where the demand or the
intemational application is withdrawn by the applicant before the start of the international
preliminary examination.

Article 6
Classification

For the purposes of Rul&s.3(a) and’0.5(b), the Authority shall indicate solely the
International Patent Clagigation.

Article 7
Languages of Correspondence Used by the Authority

For the purposes of correspondence, including forms, other than with the International
Bureau, the Authority shall use the language or one of the languages indicated, having regard
to the language or languages indicated in AnAeand to the language or languages whose
use is authorized by the Authority under RA.2(b), in Annex D. |
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Article 8
International -Type Search
The Authority shall carry out internationg¥pe searches tine extent decided by it.
Article 9
Entry into Force

This Agreementas amendedhall enter into forceipon approval by the Assembly of
the International Patent Cooperation Union and subsequent sigeatdesuarit-1998

Article 10
Duration and Renewability

This Agreement shall remain in force until DecemB&r2007. The parties to this
Agreement shall, no later than Janu2607, start negotiations for its renewal.

Article 11
Amendment

(1) Without prejudice to paragrapli®) and(3), ameniments may, subject to approval
by the Assembly of the International Patent Cooperation Union, be made to this Agreement
by agreement between the parties hereto; they shall take effect on the date agreed upon by
them.

(2) Without prejudice to paragragB), amendments may be made to the Annexes to
this Agreement by agreement between the Director General of the World Intellectual Property
Organization and the Authority; they shall take effect on the date agreed upon by them.

(3) The Authority may, by anotification to the Director General of the World
Intellectual Property Organization:

(i) add to the indications dbtates antanguages contained in Annéxto this |
Agreement;

(i) amend the schedule of fees and charges contained in Abnexhis
Agreement;

(i) amend the indications of languages of correspondence contained in Brioex
this Agreement.

(4) Any amendment notified under paragra@) shall take effect on the date specified
in the notification, provided that, for any increaseeés or charges contained in Ann€x
that date is at least one month later than the date on which the notification is received by the
International Bureau.
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Article 12
Termination
(1) This Agreement shall terminate before Decenikr2007:

(i) if the Authority gives the Director General of the World Intellectual Property
Organization written notice to terminate this Agreement; or

(i) if the Director General of the World Intellectual Property Organization gives
the Authority written notice to termate this Agreement.

(2) The termination of this Agreement under paragréptshall take effect one year
after receipt of the notice by the other party, unless a longer period is specified in such notice
or unless both parties agree on a shorter period

In witness whereof the parties hereto have executed this Agreement.

Doneat Geneva, this , in two originals in the English and Japanesd
languages, each text being equally authentic.

For the Japan Patent Office by: For the Interndonal Bureau by:
(signature) (signature)

(name) Kamil Idris

(function) Director General

Japan Patent Office World Intellectual Property Organization
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Annex A
States andLanguages |

Under Article3 of the Agreement, the Authority specifigse-followinglanguages |

(i) the following States, so far as Article 3(1) is concerned:
Japan and any State that the Authority will specify;

(ii) the following States, so far as Article 3(2) is concerned:
Where the Authority has prepared the international seanebrt, Japan and
any State the Authority will specify:

(iii) the following Ianquaqes

Patent-Office-orthereceiving-Office-of-oracting-forany-Contraeting-State
thattho-Aubodntwilspoceity, English.

Annex B
Subject Matter Not Excluded from Search or Examination

The subject matter set forth in Rus®.1 or67.1 which, under Articlé of the
Agreement, is not excluded from search or examination, is the following:

sulject matter which is searched or examined in Japanese national applications.
Annex C
Fees and Charges
Part I. Schedule of Fees and Charges

Kind of fee or charge Amount
(Japanese yen)

Search fee (Rul&é6.1(a)) 72,000
Additional fee (Rulet0.2(a)) 63,000
Preliminary examination fee (Ruf8.1(b)) 28,000
Additional fee (Rule68.3(a)) 18,000
Cost of copies (Rule44.3(b),71.2(b) and4.1), per document 1,400

Part Il. Conditions for and Extent of Refunds or Reductions of Fees

(1) Anyamount pa by mistake, without cause, or in excess of the amount due, for
fees indicated in Pattshall be refunded.

(2) Where the Authority benefits from an earlier search to a considerable extent, the
amount of 29,000 Japanese yen shall be refunded, upoasequ



PCT/A/31/3
Appendix Il, page3

(3) Inthe cases provided for under R&@8.3, the amount of the preliminary
examination fee paid shall be fully refunded.

(4) Aslong as the refund of the search fee (in the case where the international
application is withdrawn or considered witlawn, under Articlel4(1), (3) or(4), before the
start of the international search) and the refund of the preliminary examination fee (in the case
where the international application or the demand is withdrawn before the start of the
international prelirmary examination) continue not to be compatible with the national law
applicable to the Authority, the Authority may abstain from refunding those fees.

Annex D
Languages of Correspondence

Under Article7 of the Agreement, the Authority specifies tleiéwing languages:

Japanese, English.

[End of Appendix Il and of document]
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