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l. INTRODUCTION

1. Atits Thirty-fourth session, which took place in September 2002, the Asseohiihe

Madrid Union considered the question of including Spanish as an additional language of the
Madrid System taking into account a study conducted by the International Bureau on the
“Implications and Advantages of Including Spanish in the LanguagenRegf the Madrid

System” (document MM/A/34/1). The Assembly noted that a large number of delegations of
the Madrid Union and of observers had expressed support for the idea of including Spanish as
an additional language in the Madrid system, particulagy way of encouraging the

accession of new members. The Assembly also acknowledged that other delegations, most of
them also favorable to the inclusion of Spanish, had noted, however, that they needed to
clarify some of the issues involved before theyld take position on the question. The
Assembly finally “agreed that it would revert to the question of the inclusion of Spanish as an
additional language of the Madrid system at its next session and requested that the
International Bureau meanwhile hdlarther consultations with Madrid Union members and,

in the light of progress made on the issues concerned, prepare concrete proposals for
consideration at that next session” (see Report, document MM/A/34/2, paragraph 38).
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2. Following consultabns between the International Bureau and Member States of the
Madrid Union, it appears that progress has been made regarding both the issues of the
possible inclusion of Spanish as an additional language of the Madrid system and of the
possible accessiarf the European Community to the Madrid Protocol.

3. Inview of these developments, two sets of amendments to the Common Regulations
under the Madrid Agreement and Protocol have been prepared by the International Bureau for
consideration by th&ssembly of the Madrid Union. One set of proposed amendments

relates to the possible accession of the European Community to the Madrid Protocol; the
other concerns the possible inclusion of Spanish as an additional language of the Madrid
system.

4.  The text of all proposed amendments, showing the chavigésvisthe Common
Regulations as currently in force, is reproduced in Annex | of the present documergxthe t
proposed to be deleted is struck through and the text proposed to be adubdld).
Corresponding explanatory notes are provided below. For the sake of clarity, these notes do
not follow the numerical order of the proposed amended Rules but are set out separately for
each of the issues concerned.

5. Where a provigin does not require explanation, no note has been provided.

Il. PROPOSED AMENDMENTS RELATED TO THE POSSIBLE ACCESSION OF THE
EUROPEAN COMMUNITY TO THE MADRID PROTOCOL (Rules 9(5)(g), 14(2)(vi),
21bis, 24, 32(1)(a)(v) and (xi) and 36(viii))

6. Inthe event of the accession of the European Community to the Madrid Protocol, a
number of amendments to the Common Regulations would be required in order to take
special account of some specific features of the Community Trade Mark system, arising from
its regional nature. Itis to be noted that the proposed amendments to&ilen, 14(2)(vi),
21bis, 24, 32(1)(a)(v) and (xi) and 36(viii) have been prepared by the International Bureau
after consultation with the services of the European Commissiareter, the Office for
Harmonization in the Internal Market (Trade Marks and Designs) (OHIM) has been closely
involved in the preparatory technical work.

Notes on Rule 9

7. The proposed neWRule 9(5)(qg)is designed to take account of two feeds which are
particular to the Community Trade Mark system: the concept of seniority and the indication
of a second language of proceedings before OHIM.

8. Item (i) of Rule 9(5)(g) deals with the issue of seniority. The proprietor of anezarl

mark registered in or for a Member State who applies for registration of an identical mark

with OHIM for goods or services which are covered by the earlier mark, may claim the
seniority of that earlier trademark in respect of the Member State concefiedeffect of

such a seniority claim is that where the proprietor of the Community trademark surrenders the
earlier trademark or allows it to lapse, he shall be deemed to continue to have the same rights
as he would have had if the earlier trademark badtinued to be registered (Article 34(2) of

the Community Trade Mark Regulation).
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9. Under Rule 9(5)(g)(i) as proposed, international applicants wishing to claim seniority in
respect of a designation of the European Community under the Madstdcol would be
required to indicate the four elements listed in that provision, which correspond to those
needed by OHIM (namely, each Member State in or for which the earlier mark is registered,
the date from which the relevant registration was efie;tthe number of the relevant
registration and the goods and services for which the earlier mark is registered).

10. Given that such elements could only be furnished where the European Community is
designated, and in order not to unnecessarnbyuenber the international application form,
Rule 9(5)(g)(i) provides also that these indications be madesaparateofficial form, to be
annexed to the international application form. Section 4 of the Administrative Instructions
would be amended accangly (see Annex Il).

11. Item (ii) of Rule 9(5)(g) requires international applicants designating the European
Community to indicate a second language (in addition to the language of the international
application) for the purposes of procedurdsiah may be lodged before OHIM. This second
language, which must be one of the five official languages of OHIM (namely, English,
French, German, Italian or Spanish), would serve exclusively as a language in which third
parties may lodge opposition and catiation proceedings before OHIM.

Note on Rule 14

12. The proposed amendment to Rule 14 aims at providing that a number of indications
relating to a claim of seniority shall be recorded in the International Register and published in
the Gazet (namely, the date and registration number of the earlier mark from which seniority
is claimed, and the Member State in which it is registered). The remaining indications
referred to in Rul®(5)(g) (list of goods and services for which the earlier mankegistered

and the indication of a second language) will not be recorded in the International Register or
published in the Gazette. OHIM will, however, receive the notification of the international
registration concerned, and its annex, containingwdh information and will publish them in

its own Community Trade Marks Bulletin.

Notes on Rule 21bis

13. The proposed new Rule Bisis intended to reflect a number of operations which may
arise in relation to a seniority claim under the Cormityi Trade Mark system.

14. Paragraph (1) Any claim of seniority in respect of a designation of the European
Community would have to be examined by OHIM, which may either accept or reject it in
accordance with its applicable legislation. Psioh has been made in Rulel1§(1) to

require that where OHIMefuseghe validity of such claim and to the extent that this decision
is final, that fact must be notified to the International Bureau. Where the seniority claim has
beenacceptedby OHIM, Rule 21bis(1) does not provide for any notification to be sent to the
International Bureau since the previous recording of such claim in the International Register
and its publication in the Gazette would not require any modification.
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15. Paragrah (2) The Community Trade Mark Regulation allows for a seniority claim to be
madesubsequentb a Community trademark registration. It results firstly from R2dbig(2)

that where the European Community is designated in an international registeatyosiich

“late” seniority claim would be required to be presentigctly with OHIM Moreover, if that
seniority claim is refused by OHIM following its examination, there is clearly not any reason to
provide for a corresponding notification to the Intational Bureau (since there is no recording
of this claim in the International Register). It is therefore only where a late seniority claim has
beenacceptedy OHIM that, according to Rule 21s(2), the relevant information would be
required to be notiéd to the International Bureau, recorded in the International Register and
published in the Gazette (for the information of third parties).

16. Paragraph (3)Under the Community Trade Mark system, a seniority claim which has
been accepted by OM may subsequently cease to have effect (following, in particular, a
withdrawal or a cancellation). Therefore, where the corresponding claim has been recorded in
the International Register, Rule 2i%(3) provides that any further final decision affectisigch

claim, including withdrawal and cancellation, must be notified by OHIM to the International
Bureau. Such information will be recorded in the International Register and published in the
Gazette.

Notes on Rule 24

17. The proposed amendmertb Rule 24 concern, on the one hand, the subsequent
designation of a Contracting Organization (see paragraphs 18 and 19 below) and, on the other
hand, the possibility of designating subsequently Member States of a Contracting Organization
following a request for conversion (the stalled “optingback” provision; see paragraphs 20

to 27 below).

Subsequent Designation of a Contracting Organization

18. Paragraph (3)(c)(iii) To the extent that the designation of a Contracting Party may take

place not only at the stage of the international application but also subsequently to the
international registration, it is also necessary to provide that the particulars relating to seniority
claim and to the indication of a second language, as referredRale 9(5)(g) (see paragraphs 7

to 11 above), may be furnished where the Contracting Organization is designated subsequently to
the international registration.

19. For the sake of simplicity, it is suggested that the annexed official form oochaich
indications would be furnished as part of a subsequent designation be the same as that used
for a designation of the Contracting Organization at the stage of the international application
(see proposed Section 4(i) of the Administrative InstrutionAnnex I1).
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Subsequent Designation of a Member State of a Contracting Organization Resulting from
Conversion (“optingback” Provision)

20. Under the Community Trade Mark system, where a Community trademark application
is withdrawn or refued, or where a Community trademark registration ceases to have effect,
the proprietor of that Community trademark may request its conversion imti@nal

trademark application with the Office of one or more Member States of the European
Community.

21. The effect of a conversion is that the national trademark application resulting from
conversion is allocated the same filing date as that of the Community trademark application or
registration (and enjoys, if applicable, the same priority datécarsgniority claimed),

provided in particular that the request for conversion is filed within a thmeath time limit
following the withdrawal, refusal or ceasing of effect of the Community trademark.

22. Having regard to this feature of the @munity Trade Mark system, it is proposed that
Rule 24 of the Common Regulations be amended in order to provide that, where a
Contracting Organization is designated in an international registration and to the extent that
such designation has been withdrawefused or has ceased to have effect, conversion may
also be requested through designation of its Member Qtatgsr the Madrid systemThis
mechanism, offering the holder of an international registration the option of converting the
designation of th&uropean Community inteithera national application filed directly with

the Office of a Member Stater a designation of that Member State under the Madrid system,
is often referred to as the “optidgack” provision.

23. The principle of suclsubsequent designation resulting from conversion has been
introduced in a neyparagraph (7)and is subject to four main requirements.

24. Firstly, as regards the presentation to the International Bureau of a subsequent
designation resulting frornonversion, a nevtem (iii) of paragraph (2)(ajequires a

subsequent designation resulting from conversion to be presented to the International Bureau
by the Office of the Contracting Organization. This implies in particular that the said Office
will have to determine, before transmitting the subsequent designation resulting from
conversion to the International Bureau, whether such request complies with the necessary
conditions under its own legislation (in particular, whether requirements concemmag ti

limits have been complied with).

25. Secondly, irRule 24(7)(b)as proposed, the contents of a subsequent designation
resulting from conversion have required adaptation by:

— omitting the indications referred to in items (iv) and (vi) of pagg (3)(a),
which are irrelevant in the case of subsequent designations resulting from conversion, and

- providing for additional indications listed in items (i) and (ii).
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26. Thirdly, Rule 24(6)deals with the date of a subsequent designatidras been
supplemented by a nesubparagraph (30 as to provide that a subsequent designation resulting
from conversion shall bear the date on which the designation @déracting Organizationvas
recorded in the International Register (which is tlery purpose of the optirgack provision).

27. Lastly, in order to avoid any misunderstanding as to the type of subsequent designation
concerned, it is proposed that a subsequent designation resulting from conversion be presented
on a distinciofficial form. ThereforeSection 3 of the Administrative Instructiomsuld be

amended accordingly (see Annex II).

IIl.  PROPOSED AMENDMENTS RELATED TO THE POSSIBLE INCLUSION OF
SPANISH AS AN ADDITIONAL LANGUAGE OF THE MADRID SYSTEM
(Ruless, 7(2), 9(3(b)(iii) and 40(4))

28. Two alternative sets of amendments are being proposed concerning the inclusion of
Spanish as an additional language of the Madrid system, each set reflecting one of the two
scenarios considered by the Assembly of the Nththinion in 2002 and described in
document MM/A/34/1 entitled “Implications and Advantages of Including Spanish in the
Language Regime of the Madrid System.”

Notes on Rule 6
(Scenario A)

29. Under Scenario A, Spanish is put on the same foaimgnglish. This implies that the
use of Spanish, as of English, would be allowed insofar only as the provisions®fdtecol

are applicable in respect of the international application or registration concerned (for more
details, see paragraphs 25 @& document MM/A/34/1).

30. If Scenario A is chosemaragraphs (1)(b) and (2)(bje proposed to be amended so as

to provide that an international application, and other communications relating thereto (such
asrequests for the recording of@hges in ownership, limitations, licenses, etc.), imaynade

in Spanish, in addition to English or French, provided that the international application or
registration concerned is governed exclusively by the Protocol or by both the Agreement and
the Proteol. Where a communication, including the international application, is transmitted
to the International Bureau through the intermediary of an Office, however, that Office would
remain entitled to restrict the choice of the applicant or holder to onglanguage, or to two
languages, or could permit the applicant or holder to choose between any of the three
languages (Rule 6(1)(lin fine). International applications governegclusivelyby the
Agreement, and other communications relating thereto, woaidinue to be filed in French

only, as set forth in paragraphs (1)(a) and (2)(a) which would remain unchanged.

31. Regarding the language of communications addressed by the International Bureau to
Offices of designated Contracting Partigem (iii) of paragraph (2)(b) is proposed to be
amended with a view to maintaining the principle that such communications be addressed in
the language of the international application, unless the Office concerned has notified the
International Bureau that arspich notifications are to be in English, or in French or in

Spanish. That would enable an Office not to accept notifications in a prescribed language (or
in two such languages) and to indicate to the International Bureau which other language
should be usd instead.
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32. Paragraph (3)(hdealing with the language of recordings in the International Register

and publication in the Gazette, is proposed to be amended so as to provide that, where the data
concerned relate to an international registragoverned in whole or in part by the Protocaol,

these recordings and publications will be made in Spanish (in addition to English and French).
Data relating to international registrations govere&dlusivelyby the Agreement would

continue to be recosd] and published in French only, pursuant to subparagraph (a), which

would remain unchanged.

33. Paragraph (3)(dp proposed to be amended so as to provide that international
registrations that have already been published only in French, oiroBlyglish and French,
be published/republished in the three working languages of the Madrid siatewing a
first'subsequent designatiomade under the Protocol

Notes on Rule 6
(Scenario B)

34. Scenario B provides for full integration &nglish, French and Spanish. This implies that
all international applications, and other communications relating thereto, could be filed in
English, French or Spanish, regardless of whether the international application is governed by
the Agreement, by #hProtocol or by both treaties. In addition, all recordings in the
International Register and all publication in the Gazette would be made in English, French and
Spanish (for more details, see paragraphs 31 to 37 of document MM/A/34/1).

35. If Scenario B is chosen, all referencegiaragraphs (1) to (3)(@) the treaty or treaties,
Agreement and/or Protocol, governing an international application are proposed to be deleted,
S0 as to provide that all international applications and all other camizations relating

thereto may be filed in any of the three working languages, and that all recordings and
publications will be made in English, French and Spanish. Asin Scenario A (see

paragrapt80 above), it results also from scenario B that whereramunication is

transmitted to the International Bureau through the intermediary of an Office, such Office
would be entitled to restrict the choice of the applicant or holder to onglanguage, or to

two languages, or could permit the applicant or holdechoose between the three languages.
Likewise, under paragraph (2)(b)(iii) as proposed, the principle would remain that
communications addressed by the International Bureau to Offices of designated Contracting
Parties would be in the language of tieéernational application, unless the Office concerned
has notified the International Bureau that any such notifications are to be in English, in French
or in Spanish.

36. Proposegaragraph (3)(bjformerly paragraph (3)(c)) provides that an migtional
registration that has already been published only in French, or only in English and French,

will be published/republished in the three working languages of the Madrid system where it is
the subject ofinysubsequent designation (not necessardgglenunder the Protocol). The last
sentence of paragraph (3)(b) becomes unnecessary under Scenario B and would therefore be
deleted.

. It being understood that the “first” subsequent designation to be taken into account would be the

first madeas from the date of entry fa force of Rule 6 as amended
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Note on Rule 9
(Scenarios A and B)

37. Paragraph (4)(b)(iii}s proposed to be amended so as to provide thatnational
applications governed exclusively or partly by the Protocol (under Scenario All, or
international applications (under Scenario B) may include a translation into Spanish of the
word or words contained in the mark.

Notes on Rule 40
(Scenaris A and B)

38. Thefirst sentence of Rule 40(4pecifies that the new linguistic regime proposed under
Scenario A or B above would apply only in respect of international applications and other
communications filecs from the date of entry intorce of Rule 6 as amended

39. Thesecond sentence of Rule 406pecifies however that, once the trilingual regime
enters into force, the “previous” linguistic regime shall cease to apply in respect of a given
international registration followig a first subsequent designatioade under the Protocol

(under Scenario A) or followingnysubsequent designation (under Scenario B). A similar
principle concerning the transition from one language regime to another is already contained
in current Rule5(3)(c).

Financial Implications Resulting from the Inclusion of Spanish as an Additional Language of
the Madrid System

40. The overall financial implications resulting from the inclusion of Spanish as an
additional language of the Madrid sysievere analyzed in detail in the study submitted to the
Madrid Union Assembly in September 2002 (document MM/A/34/1, paragraphs 59 to 69).
The financial implications outlined in that study were calculated on the basis of the level of
activities of the Inérnational Trademark Registry in 2001.

41. Inthe process of preparing proposals for the Program and Budge{Zili%} the
International Bureau reviewed the financial implications of including Spanish as an additional
language in the Madrid systetaking into account the expected level of activities of the
International Trademark Registry for the biennium 2@05. As indicated in the proposed
Program and Budget 20e2D05 (document WO/PBC/6/2, paragraph 100), a decision to the
effect of includirg Spanish as an additional language of the Madrid system would require the
establishment of either 8.5 or 16 additional translator posts under, respectively, Scenario A or
Scenario B. Resource allocations under the proposed Program and Budg&0@304aild

suffice to cover all other costs resulting from the inclusion of Spanish as an additional
language, including, in particular, costs related to the adaptation of computer programs and
the estimated additional costs for the publication of the WIPO Ganethree languages.

42. It should also be recalled that, in view of the overall financial situation of the Madrid
Union, the International Bureau does not anticipate a need to modify the current Schedule of
Fees of the Madrid system if Spanialere to become an additional language of the system.
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IV. DATE OF ENTRY INTO FORCE OF THE PROPOSED AMENDMENTS

43. In order to give both the Offices of the Contracting Parties and the International Bureau
adequate time to prepare for the implentaion of the proposed amendments to the Common
Regulations, it is proposed that the amendments in respect of R@gg), 14(2)(vi), 2bis,

24, 32(1)(a)(v) and (xi) and 36(viii), related to accession by the European Community to the
Madrid Protocol, ad in respect of Rules 6, 7(2), 9(4)(b)(iii) and 40(4), either under Scenario
A or under Scenario B, related to the inclusion of Spanish as an additional language of the
Madrid system, should enter into force on April 1, 2004.

V. PROPOSED AMENDMENTS TO TH ADMINISTRATIVE INSTRUCTIONS

44. The proposed amendments related to the accession of the European Community to the
Madrid Protocol would also require certain amendments to be made to Sections 3 and 4 of the
Administrative Instructions (in ordeo take into account the two additional official forms

referred to in paragraphs 10 and 27). Sections 3 and 4 as amended are reproduced in Annex I
of this document. These amended Administrative Instructions would be established to come
into effect on thesame date as that of entry into force of the amended provisions of the
Common Regulations.

45. Under Rule 41 of the Common Regulations, Administrative Instructions are to be
established by the Director General after consulting the Offices dirieterested. The

inclusion of the proposed amendments to Sections 3 and 4 of the Administrative Instructions
in the present document serves the purpose of such consultation.

46. The Assembly of the Madrid Union is
invited

() to adopt the amadments to the
Common Regulations in respect of
Rules9(5)(g), 14(2)(vi), 21bis, 24, 32(1)(a)(v)
and (xi) and 36(viii), as set out in Annex I;

(i) to decide whether, in respect of
RulesB, 7(2), 9(4)(b)(iii) and 40(4),
ScenarioA or Scenario B should behosen
and adopt the amendments to these provisions,
as set out in Annex |, accordingly; and

(iii) to decide that all these amendments
enter into force on April 1,2004.

[Annex | follows]
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PROPOSED CHANGES TO THE COMMON REGULATIONS UNDER THE MADRID
AGREEMENT AND PROTOCOL

Rule6
Languages
Scenario A
(1) [International Application] () An international application governed exclusively by - - { supprimé :y )
the Agreement shall be in French.

(b) Aninternational application governed exclusively by the Protocgbwerned by - - { supprimé :y )
both the Agreement and the Protocol shall be in Englisbnchor Spanistaccording to whatis - { supprimé : or )
prescribed by the Office of origin, it being understood that the Office of origin may allow
applicants to choose between Eng/stenchandspanish ~_{ supprimé : and )

(2) [Communications Other Than the International Applicatigf@a)) Any communication
concerning an international application governed exclusively by the Agreement or the
international registration resulting therefrom shall, subject to Ru)(v) and(3), be in French,
except that, where the international registration resulting from an international application
governed exclusively by the Agreement is or has been the subject of a subsequent designation
under the Protocol, the provisions obgaragraplib) shall apply.

(b) Any communication concerning an international application governed exclusively
by the Protocol or governed by both the Agreement and the Protocol, or the international
registration resulting therefrom, shall, subject tdeRiv (2)(v) and3), be

(i) in English, Frenchor Spanistwhere such communication is addressed to the - { Supprimé : or )

International Bureau by the applicant or holder, or by an Office;

(i) inthe language applicable under Rél2) where the communication corsisf
the declaration of intention to use the mark annexed to the international application under
Rule9(5)(f) or to the subsequent designation under R4I8)(b)(i);

(i) inthe language of the international application where the communication is a
notification addressed by the International Bureau to an Office, unless that Office has notified the
International Bureau thainysuch notifications are to be in Englign Frenchorin Spanish - { supprimé : ai )

:\\ ‘[Supprimé tor ]

<

where the nofication addressed by the International Bureau concerns the recording in the
International Register of an international registration, the notification shall indicate the Ianguagé{ Supprimé : that allsuch notifications
in which the relevant international application was received by the IntenzdBureau; are to be

(iv) inthe language of the international application where the communication is a
notification addressed by the International Bureau to the applicant or holder, unless that applicant

or holder has expressed the wisht, all suchnotificationsare to ben English or in Frenchorin - - { supprimé : to receive
Spanistl 7 777777777777777777777777777777777777777777777777777777777777 . o { Sup_primé_: althoug_h th_e Ia_nguage of}
(3) [Recording and Publication}(a) Where the intenational application is governed the international application is

exclusively by the Agreement, the recording in the International Register and the publication in‘w Supprimé :, or in French although th?

. . . . . I fthe i ional licati
the Gazette of the international registration resulting therefrom and of any data to be both ;‘"S#;}%? he international applicatio
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recorded and published undergberegulations in respect of that international registration shall
be in French.

(b) Where the international application is governed exclusively by the Protocol or is
governed by both the Agreement and the Protocol, the recording in the InternatioizéRaad
the publication in the Gazette of the international registration resulting therefrom and of any data
to be both recorded and published under these Regulations in respect of that international

registration shall be in Engligkrenchand Sparsh The recording and publication of the __— { supprimé : and

international registration shall indicate the language in which the international application was
received by the International Bureau.

Supprimé : If

international registratiothat has been published only in French, or only in English and French™ - { Supprimé : is thefirst designation
the International Bureau shall, together with the publication in the Gazette of thatjsabse » | made under the Protocol

designationgitherpublish the international registration in Englishd Spanistand republish the { supprime : a given

)
|
)

international registration in Frenabr publish the international registration in Spanish and

republish itin English and French, as the case mayTiat subsequent designation shallbe - - Supprimé : Thereafter, t

recorded in the International Register in EngJifenchand SpanishThereafterthe recording in - { supprimé : and

the International Register and the publication in the Gazette of any data to be both recorded\and{ Supprimé : T

published under these Regulations in respect of the international registration concerned shall be 1n

EnglishﬁErgng@nﬁdﬁSﬁgqu@h 7777777777777777777777777777777777777777777777 - [ Supprimé : and
(4) [Translation] (a) The translationgeeded for the notificatits under - '{Supprimé : from English into French
paragrapl{2)(b)(iii) and (iv), and recordings and publications under parag(ayfiv) and(c), or from French into English

)
J
)
)
|

shall be made by the International Bureau. The applicant or the holder, as the case may be, may
annex to the international application, or to a retjfeasthe recording of a subsequent designation

or of a change, a proposed translation of any text matter contained in the international application
or the request. If the proposed translation is not considered by the International Bureau to be
correct, t shall be corrected by the International Bureau after having invited the applicant or the
holder to make, within onmonth from the invitation, observations on the proposed corrections.

(b) Notwithstanding subparagraféd, the International Bureau shabt translate the
mark. Where, in accordance with R@gt)(b)(iii) or Rule24(3)(c), the applicant or the holder
gives a translation or translations of the mark, the International Bureau shall not check the
correctness of any such translations.
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Rule6
Languages

Scenario B

- Supprimé : (a)

Frenchand Spanish \

,
/—A«/ﬁ/ﬁ

Supprimé : governed exclusively by

7| Supprimé : y ]
the Agreement shall be in French. J

Supprimé : |
(b) . Any international application

governed exclusively by the Protocol or
governed by both the Agreemizand the

\! | Protocol

resulting therefrom, shall, subject to Ra&(2)(v) and(3), be Vo
\

Supprimé : or

i

—

Supprimé : and

International Bureau by the applicant or holder, or by an Office;

(i) inthe language applicable under Ré(2) where the communication consists of
the declaration of inteitn to use the mark annexed to the international application under W
Rule9(5)(f) or to the subsequent designation under R4I8)(b)(i);

(i) in the language of the international application where the communication is a
notification addressed by the émhational Bureau to an Office, unless that Office has notified the ||

| Supprimé : (a) Any communication

} apply.

concerning an international application
governed exclusively by the Agreement|
or the international registration resulting
therefrom shall, subject to Rule’(2)(v)
and(3), be in Frenchexcept that, where
the international registration resulting
from an international application

governed exclusively by the Agreement]i

or has been the subject of a subsequen
designation under the Protocol, the
provisions of subparagragh) shall

where the notification addressed by the In&tiznal Bureau concerns the recording in the o

International Bureau thainysuch notifications are to be in Englisin Frenchor in Spanish {

' | Supprimé : . (b) }

International Register of an international registration, the notification shall indicate the Ianguage
in which the relevant international application was received by the International Bureau; i\

\\

'| Agreement and the Protocol,

Supprimé : governed exclusively by
the Protocol or governed by both the

\\

\
{Supprlme

or

(iv) inthe langage of the international application where the communication is a

{Supprlme all

notification addressed by the International Bureau to the appllcant or holder unless that appllcam{

Supprimé : or

Supprimé : that allsuch notifications
are to be

N
ASEEN
\

Supprimé : to receive

the international application is

Supprimé : although the language of

Supprimé : , or in French although the
language of the international applicatio
is English

|
|
|
|
|
]
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3 [Recording and Publication](a)

pubication of the international registration shall indicate the Ianguage in which the internati

shall, together with the publication in the Gazette of that subsequent desigritiemublish
theinternational registration in Englisind Spanishand republish the international registration
Frenchor publish the international registration in Spanish and republish it in English and Fre

as the case may be

shall be corrected by the International Bureau after having invited flesapt or the holder to
make, within onemonth from the invitation, observations on the proposed corrections.

(b) Notwithstanding subparagrafé), the International Bureau shall not translate the
mark.. Where, in accordance with R@@)(b)(iii) or Rule 24(3)(c), the applicant or the holder
gives a translation or translations of the mark, the International Bureau shall not check the
correctness of any such translations.

application was received by the International Bureau. o

|

-| Supprimé : Where the international

\ | shall be in French.

application is govered exclusively by the
Agreement, the recording in the
International Register and the publicatiq
in the Gazette of the international
registration resulting therefrom and of
any data to be both recorded and
published under these Regulations in
respect ofhat international registration

Agreement and the Protocol, t

Supprimé : |
(b) . Where the international

application is governed exclusively by t
Protocol or is governed by both the

é : the

Supprimé : resulting therefrom

Supprimé : and

Supprimé :

é:If

é : made under the Protocol

é : the first designation

é : under the Retocol

o A

é : agiven

I\ | Regulations in respect of the internatin
“\w registration concerned shall be in Englis
'| ‘and French.

Supprlme : Thereafter, that subseque
desigration shall be recorded in the
International Register in Englisind
French. The recording in the
International Register and the publicatiq
in the Gazette of any data to be both
recorded and published under these

Supprimé : from English into French
or from French into English

(

Supprimé : (b) and(c) ]

=
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Rule7
Notification of Certain Special Requirements

[.]

(2) [Intention to U the Mark] Where a Contracting Party requires, as a Contracting
Party designated under the Protocol, a declaration of intention to use the mark, it shall notify that
requirement to the Director General. Where that Contracting Party requires the detlarbe
signed by the applicant himself and to be made on a separate official form annexed to the
international application, the notification shall contain a statement to that effect and shall specify
the exact wording of the required declaration. WhaeeContracting Party further requires the

declaration to be in EnglisfFrenchor Spanishthe notification shall specify the required __ - -| Supprimé : even if the international
|arguage ’’’’’’’’’’’’’’’’’’’’’’’’’’’’’’’’’’ T~ _ | applicationis in

) Supprimé : or to be in French even if
[ ] the international application is in English,

Rule 9
Requirements Concerning the International Application

(4) [Contents of the International Application]

[.]

(b) The international application may also contain,

[..]

Scenario A(iii) where the mark consists of or contains a worgvords that can be translated, a
translation of that word or those words into French if the international application is governed

exclusively by the Agreement, or into Engligfrenchandor Spanishif the international - { supprimé : or )
application is governedkelusively by the Protocol or is governed by both the Agreement and the { supprimé : or both )
Protocol;

Scenario B.(iii) where the mark consists of or contains a word or words that can be translated, a

translation of that word or those worgito English Frenchandbr Spanish __ - 1| Supprimé : into French if the
”””””””””””””””””” RN internationalpplication is governed
. X . . ‘. | exclusively by the Agreement, or
(5) [Additional Contents ban International Application] \ { —. )
\ | Supprimé : or
\

Supprimé : both if the international
[. . ] application is governed exclusively by t
Protocol or is governed by both the
Agreement and the Protocol

@

(9) Where an international application contains the designatiorCofrdracting
Organizationit may also contain the following indications:
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(i) where the applicant wishes to claim, under the law of @aitracthg
Organizationthe seniority of one or more earlier marks registered in, or for, a Member State of
that Orgarzation, a declaration to that effect, stating the Member State or Member States in or for
which the earlier mark is reqistered, the date froniolvtthe relevant registration was effective,
the number of the relevant registration and the goods and services for whedrlibenark is
registered Such indicationshall be on a official form to be annexed to the international

application;

(i) where underthe law of that Contracting Organizatighe applicanis required
toindicate asecondwvorking language before &Office of that Contracting Organizatiom
addition to the language of the international application, an indication of¢bhanhdlanguage.

Rule 14
Registration of the Mark in the International Register

(2) [Contents of the Registration] he international registration shall contain

[...]

(vi) indications annexed to the international application in accordance with
Rule9(5)(q)(i) concerning the Member State or Member States in or for which an earlier mark,
from which seniority is claimed, is registered, the date from which the reqistration of that earlier
mark was effectivaind the number of the relevant registration

Rue 21bis
Other Facts Concerning Seniority Claim

(1) [Final Refusal of Seniority ClaimMWhere a claim of seniority has been recorded in the
International Reqister in respect of the designation@batracting Organizatioihe Office of
that Orgargation shall notify the International Bureau of any final decision refusing, in whole or
in part, the validity of such claim.

(2) [Seniority Claimed Subsequent to the International Registratitvihere the holder of
an international registration designate@ontracting Organizatiohas, under the law of such
Contracting Organizatigrelaimed directly with the Office of that Orgaaaition the seniority of
one or more earlier marks reqistered in, or for, a Member State of that @atiani and where
such clain has been accepted by the Office concerned, that Office shall notify that fact to the
International Bureau. Such notification shall indicate:

(i) the number of the international registration concerned, and

(i) the Member State or Member States iriar which the earlier mark is reqgistered,
together with the date from which the registration of that earlier mark was effectt/éhe
number of the relevant registration
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(3) [Other Decisions Affecting Seniority Claimlhe Office of aContracting ®ganization
shall notify the International Bureau of any further final decision, including withdrawal and
cancellation, affecting a claim to seniority which has been recorded in the International Register.

(4) [Recording in the International RegisterTThe International Bureau shall record in the
International Register the informatiowtified under paragraphs (1) to (3).

Rule 24
Designation Subsequent to the International registration

(1) [Entitlement] (a) A Contracting Party may be the subjecteadesignation made
subsequent to the international registration (hereinafter referred to as “subsequent designation”
where, at the time of that designation, the holder fulfills the conditions, under At{2)eand2 of
the Agreement or under Artic2of the Protocol, to be the holder of an international registration.

(b) Where the Contracting Party of the holder is bound by the Agreement, the holder
may designate, under the Agreement, any Contracting Party that is bound by the Agreement.

(c) Where he Contracting Party of the holder is bound by the Protocol, the holder may
designate, under the Protocol, any Contracting Party that is bound by the Protocol, provided that
the said Contracting Parties are not both bound by the Agreement.

(2) [Presentaibn; Form and Signature](a) A subsequent designation shall be presented
to the International Bureau by the holder or by the Office of the Contracting Party of the holder;
however,

(i) where Ruler(1), as in force before October 4, 2001, appliesiust be presented
by the Office of origin;

(i) where any of the Contracting Parties are designated under the Agreement, the

subsequent designation must be presented by the Office of the Contracting Party of the holder { supprime : .

(i) _where paragraph (7) apes, the subsequent designation resulting from
conversion must be presented by the Office of the Contracting Organization.

(b) The subsequent designation shall be presented on the official form in one copy.
Where it is presented by the holder, it shaldigned by the holder. Where it is presented by an
Office, it shall be signed by that Office and, where the Office so requires, also by the holder.
Where it is presented by an Office and that Office, without requiring that the holder also sign it,
allows that the holder also sign it, the holder may do so.
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indicate
() the number of the international registration concerned,

(i) the name and address oétholder,

(i) the Contracting Party that is designated,

(iv) where the subsequent designation is for all the goods and services listed in the
international registration concerned, that fact, or, where the subsequent designation is for only part
of the goods and services listed in the international registration concerned, those goods and
services,

(v) the amount of the fees being paid and the method of payment, or instructions to
debit the required amount of fees to an account opened with the iveradaBureau, and the

identification of the party effecting the payment or giving the instructions, and,

(vi) where the subsequent designation is presented by an Office, the date on which it
was received by that Office.

(b) Where the subsequent desagjon concerns a Contracting Party that has made a
notification under Rul&(2), that subsequent designation shall also contain a declaration of
intention to use the mark in the territory of that Contracting Party; the declaration shall, as
required by tk said Contracting Party,

(i) be signed by the holder himself and be made on a separate official form annexed
to the subsequent designation, or

(i) beincluded in the subsequent designation.
(c) The subsequent designation may also contain

(i) theindications and translation or translations, as the case may be, referred to in
Rule9(4)(b),

(i) arequest that the subsequent designation take effect after the recording of a
change or a cancellation in respect of the international registration cealoer after the renewal

- [ Supprimé : .

(i) where the subsequent designation concerns a Contracting Organization, the
indications referred to in Rule 9(5)(@) which shall be on a separate official form to be annexed
to the subsguent designatigrand inRule 9(5)(q)(ii)

(d) Where the international registration is based on a basic application, a subsequent
designation under the Agreement shall be accompanied by a declaration, signed by the Office of
origin, certifying that thesaid application has resulted in a registration and indicating the date and
number of that registration, unless such a declaration has already been received by the
International Bureau.
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(4) [Fees] The subsequent designation shall be subject to the payhthe fees
specified or referred to in itef of the Schedule of Fees.

(5) [Irregularities] (a) If the subsequent designation does not comply with the applicable

requirements, and subject to paragréfs}), the International Bureau shall notifyettfact to the - { supprimé : o

holder and, if the subsequent designation was presented by an Office, that Office.

(b) Ifthe irregularity is not remedied within three months from the date of the
notification of the irregularity by the International Bureau, the subsdaiesignation shall be
considered abandoned, and the International Bureau shall notify accordingly and at the same time
the holder and, if the subsequent designation was presented by an Office, that Office, and refund
any fees paid, after deduction of am@unt corresponding to o#elf of the basic fee referred to
in item 5.1 of the Schedule of Fees, to the party having paid those fees.

(c) Notwithstanding subparagrap{@® and(b), where the requirements of
paragraplfl)(b) or(c) are not complied witin respect of one or more of the designated
Contracting Parties, the subsequent designation shall be deemed not to contain the designation of
those Contracting Parties, and any complementary or individual fees already paid in respect of
those Contractingdeties shall be reimbursed. Where the requirements of paragriphor(c)
are complied with in respect of none of the designated Contracting Parties, subpafapshalt

apply.

(6) [Date of Subsequent Designatiof@) A subsequent designationgsented by the
holder direct to the International Bureau shall, subject to subparafgphbear the date of its
receipt by the International Bureau.

(b) A subsequent designation presented to the International Bureau by an Office shall,
subject to sbparagrapkc)(i), (d) and (e)bear the date on which it was received by that Office,
provided that the said designation has been received by the International Bureau within a period
of two months from that date. If the subsequent designation has &otréeeived by the
International Bureau within that period, it shall, subject to subparad@f) (d) and (e)bear the
date of its receipt by the International Bureau.

(c) Where the subsequent designation does not comply with the applicable
requirenents and the irregularity is remedied within three months from the date of the notification
referred to in paragrap)(a),

(i) the subsequent designation shall, where the irregularity concerns any of the
requirements referred to in paragrdBh(a)(i), (iii) and (iv) and (b)(i), bear the date on which that
designation is put in order, unless the said designation was presented to the International Bureau
by an Office and the irregularity is remedied within the period of two months referred to in
subparagpph(b); in the latter case, the subsequent designation shall bear the date on which it was
received by the said Office;

(i) the date applicable under subparagrégtor(b), as the case may be, shall not be
affected by an irregularity concerning tégements other than those which are referred to in

paragrapti3)(a)(i), (iii) and (iv) andb)(i).
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(d) Notwithstanding subparagrapa, (b) and (c), where the subsequent designation
contains a request made in accordance with paradB(@)(ii), it may bear a date which is later
than that resulting from subparagrafal, (b) or(c).

(e) Where a subsequent designation results from conversion in accordance with
paragraph (7), that subsequent designation shall bear the date on which the desigtiaion of
Contracting Organization was recorded in the International Register.

(7) [Subsequenbesignation Resultinrom Conversion](a) Wherethedesignation of a
Contracting Organization has been recorded in the International Reqister and to the aktent th
such designation has been withdrawn, refused or has ceased to have effect under the law of that
Organization, the holder of the international registration concerned may request the conversion of
the designation of the said Contracting Organizationtimodesignation of any Member State of
that Organizationvhich is party to the Agreement and/or the Protocol

(b) A request for conversion under subparagraph (a) shall indicate the elements referred
to in paragraph (3)(a)(i) to (iii) and (v), togetherthui

(i) the Contracting Organization whose designation is to be convertdd,

(i) where thesubsequerdesignation of a Contracting State resulting from
conversion is for all the goods and services listegspect ofhe designation of the Contrau
Organization, that fact, or, where the designation of that Contracting State is for only part of the
goods and services listed in the designation of that Contracting Organization, those goods and
services.

designation conforms to the applicable requirements, it shall record it in the International Register
and shall notify accordingly the Office of the Contracting Party that has been designated in the
subsequerdesignation and at the same time inform the holder and, if the subsequent designation
was presented by an Office, that Office.

(9 [Refusal] Rules16 to18 shall applymutatis mutandis __—{supprime : 8

(1Q [Subsequent Designation Not Considered as Suttije requirements of - supprimé: 9

paragraplf2)(a) are not complied with, the subsequent designation shall not be considered as such
and the International Bureau shall inform the sender accordingly.
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Rule 32
Gazette

(1) [Information Concerning International Registratish(a) The International Bureau

shall publish in the Gazette relevant data concerning

[..]

[..]

(xi) information recorded under Rul@s, 2Mis, 21,21bis, 22(2)(a), 23, 27(3xnd(4)

and40(3);
Rule 36
Exemption From Fees

Recording of the following shall be exempt from fees:

[.]

Rule17(5) or (6) or any declaration under R@lébig(5) or Rule27(4) or (5),
[..]
Rule 40
Entry into Force; Transitional Provisions
Scenario A
[...]

(4) [Transitional Provisions Concerning Languages] R6las in force before [datef
entry into force of Rule 6 as amendeshall continue to apply to any international applicat

- {Supprimé 17

- {Supprimé 18

which was received, or in accordance with Ridé€1)(a) or(c) is deemed to have been received,

by the Office of origin before that dat® any international registration resulting therefranulto

any communication relating theret®ule 6 as in fote before [datef entry into force of Rule 6

as amendddahall cease to apply where a subsequent designation under the Protocol is filed direct

with the International Bureau or is filed with the Office of the Contracting Party of the holder on

or after that date, provided that the subsequent designation is recorded in the International

Reqister.
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Scenario B

[.]

(4) [Transitional Provisions Concerning LanguageBlule6 as in force before [datef
entry into force of Rule 6 as amendeathall continued apply to any international application
whichwas received, or in accordance with RiilH1)(a) or(c) is deemed to have been received,
by the Office of origin before that dat® any international registration resulting therefranato
any communicatio relating thereto Rule 6 as in force before [datd entry into force of Rule 6
as amendddshall cease to apply where a subsequent designation is filed direct with the
International Bureau or is filed with the Office of the Contracting Party of thddradn or after
that date, provided that the subsequent designation is recorded in the International Register.

[Annex I follows]
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PROPOSED CHANGES T@DMINISTRATIVE INSTRUCTIONS FOR THE
APPLICATION OF THE MADRID AGREEMENT AND THE MADRID PROTOCOL

Secion 3: Designation Subsequent to the International Registration

(a) A subsequent designation resulting from conversion pursuant to Rule 24(7) shall be
made on form MM®

(b) Any othersubsequent designation shall be made on form MM4 __— {supprime : A

[..]

Section 4: Other Official Forms

[...]

(i) _Where an international application or a subsequent designation contains the
designation of a Contracting Organization, the indications referred to in Rule 963wl be
made on form MMZ which shall be annexed to tlrgernational application or to the subsequent
designation, as the case may be.

[End of Annex Il and of document]



