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WORLD INTELLECTUAL PROPERTY ORGANIZATION
GENEVA

SPECIAL UNION FOR THE INTERNATIONAL CLASSIFICATION OF GOODS AND
SERVICES FOR THE PURPOSES OF THE REGISTRATION OF MARKS
(NICE UNION)

PREPARATORY WORKING GROUP

Twenty-Sixth Session
Geneva, November 26 to 30, 2007

PROPOSALS FOR CHANGES TO CLASSES5, 29, 30, 32 AND 33

Document prepared by the International Bureau

1.  The Annex to this document contains proposals made by Norway for amendments and
other changesto Classes 5, 29, 30, 32 and 33 of the Nice Classification, received in response
to WIPO Circular NCL 72, dated September 19, 2006.

2. ThePreparatory Working Group is

invited to consider the above-mentioned
proposals and to express its views thereon.

[Annex follows]
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PROPOSAL BY NORWAY TO PREPARATORY WORKING GROUP OF THE

COMMITTEE OF EXPERTS OF THE NICE UNION

The Norwegian Patent Office would like to submit the following proposal to the

Nice Working Group for changes to the Nice Classification system. This proposal

is in substance identical to the proposal we submitted to WIPO in 2005.

. The outline of the proposal

We would like to propose changes to the Nice Classification system regarding the
classes 5, 29, 30, 32 and 33. The proposal consists of three parts. Firstly, we
propose to merge the classes 29 and 30 and to create a new class 32. Secondly, we
propose to merge the classes 32 and 33 and to create a new class 33. And finally,
we propose to transfer some goods from class 5 into one or another of the new
classes.

. We believe that these proposed changes would imply advantages for all parties

involved; the users (applicants, holders and agents), the national and regional
offices and for WIPO. The proposed mergers and transfers will make the new
divisions of certain goods in certain classes easier to comprehend by the users of
the system, and will help make the Classification system more modern, user-
friendlier and more in line with the manner of trade today.

The background and reasons for the proposal &

The Nice Classification Convention as it stands today, must be seen as a result of

how the society and the commercial market worked in 1957. The Nice
Classification Convention has since then been amended and modified to some
degree, but the main structure of it remains as it was entered into force in June
1957.

Since it is now almost 50 years since the Nice Classification Convention entered
into force, we believe that the Working Group would benefit from a discussion

about the contents of certain classes to see if the existing divisions between certain.

classes need to be evaluated.
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In our opinion some of the differences between certain classes in the Nice
Classification Convention might not be so well suited to solve the classification
needs of today. Some of the classes seem to have lost its reason as the manner of
trade and production in many ways has developed into a business for multinational
companies.

The society and way of business are different today than compared to 1957, and
some of the listings and divisions in certain classes might not fit quite as originally
intended. Where there used to be specialized stores for just a few kinds of goods,
we see today more and more department stores, where you can find almost any
kinds of goods represented. Where one trader used to offer only one kind of goods
or services, it is more likely today that one trader will offer a wide range of
different goods and services.

Some of the differences between the classes create a great deal of confusion, both
for the applicants, their agents and the national and regional offices that use the
Nice Classification Convention. An applicant, without prior knowledge of the Nice
Classification system, will most certainly experience difficulties understanding the .
reasons for classifying some of his foodstuffs in one class, and others in another
class. This is sometimes hard to understand even for members of the Committee of
Experts of the Nice Union, as sometimes experienced when trying to determine
where certain foodstuffs should be classified.

Proposal Number 1: The merging of the classes 29 and 30

The classes 29 and 30 are split on the basis of biological origin of the goods in
those classes. Class 29 consists basically of goods with an animal origin while
class 30 consists basically of goods of plant origin. We would like to change the
focus from the material as the classification criteria and rather see the function, or
purpose, of the goods as the main criteria for classifying the goods.

The common function or purpose for all the goods concerned is that the goods are
prepared foodstuffs for human beings. They should therefore be classified in only
one class. The new classheading can be as follows: “Foodstuffs prepared for
consumption or conservation”.

Proposal Number 2: The merging of the classes 32 and 33

The same principle applies for the proposal to merge the classes 32 and 33. Rather
than classifying the beverages according to material (alcoholic - non alcoholic), we
would like to classify the goods according to the criteria that the goods have in
common, namely their function or purpose as beverages and drinks for human
beings. -

The new classheading can be as follows: “Drinks and beverages”.

Proposal Number 3: The transfer of some goods from class 5 into one or
another of the “new” classes

We would also like to propose to transfer some food and beverages from class 5 to
one of the “new” classes according to the nature of the goods concerned. Asa
result of this, class 5 has now been "stripped” or “purified” to contain mainly
healing preparations. All the prophylactic products are proposed transferred to one
of the new classes for foodstuffs or drinks. We would also suggest a change in the
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wording for some of the goods, to make it clearer what kind of goods it is, and
consequently, where it should be classified.

The new classheading can be as follows: “Pharmaceutical and veterinary
preparations; sanitary preparations for medical purposes; medicated and medicinal
foodstuffs preparations; plasters, materials for dressings; material for stopping
teeth, dental wax; disinfectants; preparations for destroying vermin; fungicides,
herbicides”.

The consequences of our proposal - Likelihood of confusion

In previous discussions regarding a merger of the classes 32 and 33, we have heard
the argument that we cannot transfer for example beer from class 32 to class 33
with the other alcoholic beverages, because beer then becomes similar, or even the
same good as the beverages in class 33.

The Nice Classification Convention is merely an administrative tool aiming (among
other things) to make it easier to organize and administer trademark applications
and registrations in a trademark database. In this relation, one can see that the class
number should have no influence on whether two different types of goods are
considered similar or not.

In evaluating whether two or more trademarks are confusingly similar, it is
necessary to examine the nature of the goods or services, and for that reason, it is
never sufficient to find that the trademarks are registered in the same class. To
determine likelihood of confusion, the examining office should always look at the
specific category of goods or services concerned and not simply to the class
number into which the goods are classified.

Trademarks covering different categories of goods in the same class (e.g.,
swimming belts and fire blankets in class 9) do not become more or less likely to
cause confusion simply because the goods in question are classified in separate
classes or in the same class. Trademarks applied or registered for beer and other
alcoholic beverages do not become more or less likely to cause confusion when the
goods in question are classified in separate classes or in the same class.

On the other hand, goods that are classified in different classes might be considered
to be the same or similar goods, and might therefore be likely to cause confusion.
An example is “cotton wool for cosmetic purposes” in class 3, which might be
considered to be at least similar to “wadding for medical purposes” in class 5. In
order to determine likelihood of confusion, it is necessary to look at the goods in
question, and not only to which class they happen to be classified in.

This important trademark principle is stated in Trademark Law Treaty Article 9 and
in the Singapore Treaty on the Law of Trademarks Article 9, see especially (2)(a)
and (b).
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Article 9

Classification of Goods and/or Services

€)) [Indications of Goods and/or Services] Each registration and any
publication effected by an Office which concerns an application or registration and
which indicates goods and/or services shall indicate the goods and/or services by
their names, grouped according to the classes of the Nice Classification, and each
group shall be preceded by the number of the class of that Classification to which
that group of goods or services belongs and shall be presented in the order of the
classes of the said Classification.

(2)  [Goods or Services in the Same Class or in Different Classes]

(a) Goods or services may not be considered as being similar to each other on
the ground that, in any registration or publication by the Office, they appear
in the same class of the Nice Classification.

(b)  Goods or services may not be considered as being dissimilar from each

oother on the ground that, in any registration or publication by the Office,
they appear in different classes of the Nice Classification.

In the notes to Article 9 (note 9.02 in the draft to Singapore Treaty on the Law of
Trademarks TLT/R/DC/5) the following is said: “This provision requires
Contracting Parties not to consider the class or classes under which the specified
goods or services are grouped as the decisive criterion to determine similarity or
dissimilarity among those goods or services. This recognizes that goods or services
classified in different classes may, in the circumstances of a particular case, be
found to be similar or related, while under other circumstances goods or services
covered in the same class may be found to be dissimilar or unrelated. The issue of
similarity between goods or services can be relevant to determine the scope of
protection in cases of conflict between two marks”.

Vacant classes

This proposal leaves some of the existing classes vacant. As this proposal will be
discussed in the beginning of the 10™ revision period, it will be possible to make
more detailed proposals to transfer goods from other classes into these two
mentioned classes. Even if the two classes should remain vacant, we do not see any
major problems with that, as both the Locarno and the Vienna Classification have
vacant classes.

Implementation of changes

Should this proposal be accepted, one arising question would be how the member
States should implement the changes in their national or regional practice and
Registry. Whenever a new version of the Nice Classification system enters into
force, all new applications filed after the date of entering into force, will be
classified in accordance with the new version. It is however up to each contracting
party to determine how they want to proceed with older registrations in their
national or regional Registry. The options are:

to let the Registry be as it is, which means that the older registrations keep on being
classified according to different previous versions of the Nice Classification
system, or

to re-classify older registrations in force, either ex officio or at time of renewal, or
at the hand — and pace — of the holder.



CLIM/GTP/26/5
Annex, page 5

23. This proposal does not intend to put burdens on the member States to
mandatory re-classify all older registrations that are in force.

24. Even though this proposal (with its three parts) might cost resources from
WIPO and Preparatory Working Group, we believe it will lead to a better
classification system and be user-friendlier than the system we have today,
and because of this we believe it will surely be worth the resources spent.

Yours Sincerely

Bernt %(rivik ’

Director
Design and Trademark Department
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