WIPO/IP/JU/RYD/04/2
ORIGINAL: English
DATE: May 2004

X

KINGDOM OF SAUDI ARABIA WORLD INTELLECTUAL
PROPERTY ORGANIZATION

WIPO NATIONAL WORKSHOP FOR JUDGES

organized by
the World Intellectual Property Organization (WIPO)

in cooperation with
the Government of the Kingdom of Saudi Arabia

Riyadh, December 13 to 15, 2004

ENFORCEMENT OF INTELLECTUAL PROPERTY RIGHTS (COPYRIGHT)

prepared by Mr. Henry Olsson, Judge at the Court of Appeal,
and Special Government Adviser, Ministry of Justice, Sockholm

c:\winnt\apsdoc\nettemp\640\$asqwipo_ip_ju_ryd_04 2.doc
13/12/04



WIPO/I1P/JU/RY D/04/2
page 2

1. What isenforcement ?
Appropriate legidation

Isit usually said that any efficient copyright system is based on three main pillars. Oneis
that an appropriate legidation exists which provides for a sufficient level of protectionin
the form of exclusive rights which cover al forms of exploitation of works and other
protected subject matter.

Management mechanisms

The second pillar consists of a sufficiently developed system for the management of the
rights under copyright law. Normally individual authors do not have sufficient experience
or sufficient negotiating powers to negotiate contracts on the exploitation of their works.
Also, in particular in respect of mass usesit is simply not possible to keep track of al uses
which take place, much less to negotiate royalties for those. The only way in which
copyrights can be properly exploited is through mechanisms set up for that purpose.

Enforcement

Thethird pillar isenfor cement (in French “ mise en oeuvre’). Enforcement isthe system of
sanctions to be applied in case the rights under copyright law are infringed. They are
needed in order to make the rights respected. Without a sufficiently efficient such system
the temptation may simply be too great for many persons to violate the rights, something
that is al the more tempting because the possibility to make profit is so great. Without an
appropriate system of sanctions, copyright law isjust a particularly teeth-less paper tiger.

2. Which factors should betaken into account in designing and applying enfor cement
provisionsin the copyright field?

First, two genera observations should be made.
Very big amountsinvolved in piracy activities

The first one is that violations of copyright nowadays is certainly not a phenomenon of
purely academic interest. It has been estimated that the trade in counterfeit and pirated
goods (which includes trademark counterfeiting and copyright piracy) accounts for
between 5to 7 % of the value of the world trade.

Some sectors are more exposed to piracy than others. It would seem that music, the
audiovisual field, books and computer software are among those which are hit the hardest
by lack of efficient enforcement mechanisms. Even if traditiona piracy has a predominant
place, the Internet offers new and increased possibilities to access material and exploit it
without the consent of the right-holder. There are, in the case of the Internet practica
problems in finding the unauthorised materia (even if the so-caled “web-crawler
software” makes it possible to scan the Net) but there also lega problem (liability,
applicable law etc.).

Enormous profits are made from pirated films and music on the Internet and el sewhere and
very much of the computer software distributed comes from illegal sources. Just to take
one example, namely the music industry, statistics available show that in in 2003 the global
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sales were 400 million CD’s for avaue of USD 2,2 billion, which meant an increase of 7
% from the preceding year. In around 25 countries, the piracy sales outnumber the sale of
legal copies. The result is of course an enormous loss for the industry which, as a
consegquence has much less possibility to promote for instance new and promising artists.
Another example that could be mentioned concerns computer software. The global piracy
rate for PC business software applications is said presently to be 36 % (which is after all
less than in 1994 when it was 49 %).

Linksto organised crime

The second observation is that copyright piracy activities are nowadays part of organised
crime. This has been shown in severa studies where it has been made clear that income
from piracy serves at financing terrorist activities or more generally organised crime. This
is briefly dealt with in another document.

Here it suffices to mention that in Europe examples have shown that counterfeiting and
piracy is part of activities run by mafia gangs in certain countries in the former Soviet
union and by certain paramilitary groupsin Northern Ireland.

Sufficiently severe sanctions
For any efficient enforcement system in the copyright field there are two priorities.

The first one is that the system of sanctions is sufficiently severe to serve as a deterrent. It
must not be so that the sanctions are such that they can easily be absorbed as operational
costs.

The system must provide for quick action

The second priority is that the system is construed in such a way that it works quickly,
because it is so easy to close down and move piracy activities somewhere else of the
perpetrator gets wind that something is coming up. The system must therefore contain
sufficiently efficient provisional measures.

3. Which aretheinternational standardsin thisfied ?

Generally, the substantive standards for the protection of copyright are governed by
international norms, in particular the Berne Convention and the TRIPS Agreement.

As regards the management of rights and as regards enforcement those areas are so
closdly linked to nationa traditions and approaches that they are normaly left to the
national legidatorsto regulate.

At the same time it has to be recognised that lack of efficient enforcement provisions or
differing standards very much hurt the enjoyment of the rights. If they can not be enforced
properly, they smply do not exist. Therefore it has become necessary to establish some
international standards also as regards enforcement.

Elementsin the enforcement system
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The enforcement system consists of severa elements.

One such element comprises the substantive standards on enforcement, that is, the
various sanctions and the procedures to be observed.

Another element concerns the issue of applicable law.

A third element concerns the jurisdiction as such in copyright cases (which the court is
that has jurisdiction) and the issue of applicable law (which legidative provisions that
should apply to an infringement of the rights, i.e. where the infringement has taken place).

A fourth element concerns the recognition and enforcement of decisionsin infringement
cases.

Generdly speaking there are some internationa instruments which deal with the
recognition and enforcement of decisionsin civil and commercial matters which apply aso
to decison in infringement cases. The issue of jurisdiction as such and the issue of
applicable law is, on the other hand, largely unclear athough the matter is on the agenda
for discussion within WIPO.

The main enforcement area where there exists an international standard concerns the
substantive standards for enforcement, that is to say, the sanctions. As has been mentioned
before, sanctions form part of the TRIPS Agreement. Section 3 in that Agreement contains
detailed provisions in this respect. As that Agreement applies in a binding form to almost
150 States (those that are members of the World Trade Organization) one can say that there
isin fact an international benchmark for the sanctions to be applied in the case of violation
of copyright or related rights.

In addition to the TRIPS standard there exist aso various solutions at the national level
which would constitute a “TRIPS+” situation. As an example could be mentioned the
recently adopted so-called “ Enforcement Directive’ within the European Union.

4. What isthe contents of the inter national standard as regar ds sanctions

As mentioned above, Section 3 of the TRIPS Agreement contains detailed provisions on
the various sanctions that are to be applied in case of infringement not only of
copyright/related rights but also other intellectua property rights. Those are binding and
failure to apply them may entail trade sanctions, and it is therefore important to have a
fairly good knowledge of what they contain.

In addition to establishing binding standards, Part 11l of the TRIPS Agreement provides a
catalogue of the various elements that should be included in any enforcement system which
isto be considered as efficient. Those elements are basically the following

1. Some basic principlesto be applied in enforcement cases
2. Civil and administrative measures

3. Border measures, and

4. Criminal Sanctions.
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The TRIPS Agreement deals with all those elements. They are described and elaborated on
somewhat in the following. In fact it isimportant for judges to have some basic knowledge
about the internationally recognised standards in this respect. This is particularly so in
situations where the judge is able to use his discretion; in such cases it may in fact be very
useful to have a look a what the TRIPS Agreement says and perhaps consider to act
accordingly.

5. Which general principlesshould be applied in infringement cases ?

Above, some generad considerations have been mentioned which should be taken into
account in designing and applying an enforcement system. One is that infringements of
copyright and related rights are to be taken serioudly, both because it isimportant to respect
the law and because such violations often involve huge sums and are linked to organised
crime.

As regards the procedura elements the TRIPS Agreement contains some basic principles
which should be applied and respected. They can be summarised as follows

a) procedures must be available to permit effective action against infringements of rights
covered under the Agreement,

b) those procedures must include expeditious remedies to prevent infringements and
remedies strong enough to deter from further infringements,

c) the procedures must be applied in such a manner as to avoid barriers to legitimate
trade and to provide safeguards against their abuse,
d) the procedures must be fair and equitable,

€) they must not be unnecessarily complicated or costly or entail unreasonable time-
limits or unwarranted delays, and,

f) there must be a possibility for judicial review of, in particular, final administrative
decisions

These statements are of course general in nature but they contain nevertheless some
important principles.

The most important obligation is that enforcement procedures must bein place; that is, it
isnot alowed to have an intellectual property law but no enforcement procedures.

In this respect the Article, however, also states, that there is no obligation to create any
judicial system for enforcement of intellectual property law that is distinct from that for
enforcement in general. Nor —and thisis also important to note— is there any obligation to
re-distribute resources between enforcement of intellectual property and enforcement in
general. These provisions were inserted at the request of developing countries who feared
that they would have to devote even more resources to enforcement.

Another practically important point is that a possibility must exist for judicial review of
final administrative decisions, a provision which has caused some countries to change
their law in this respect. Also, the Article states that decisions on the merits of a case must
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be based only on evidence in respect of which the parties were offered an opportunity to be
heard.

6. Which specific elements should form part of enforcement procedures ?

As mentioned above, the TRIPS Agreement which is then the international standard in this
respect contains specific provisionsin four fields, namely

- civil and administrative procedures (Section 2, containing Articles 42 to 49), including
provisional measures (Section 3, containing Article 50,

- gspecia requirements related to border measures (Section 4, containing Articles 51 to
60), and

- criminal procedures (Section 5, containing Article 61).

Each one of the Sections contains provisons which are either obligations (members
“shall”) or provisions on desirable elements (members “may”). Only the former ones are
formal obligations, breach of which may entail dispute settlement procedures.

6.1 Civil and administrative procedures

Which eements should be taken into account in designing proper civil and administrative
procedures relating to copyright infringements ? This question can well be answered by
looking at what the TRIPS Agreement includes in this context, combined with some
comments. Those elements would be applicable both to civil procedures properly speaking
and to administrative procedures relating to infringements.

6.1.1 Fair and equitable procedures

One fundamental principle which follows from Article 42 of the Agreement is that
members shall make available to right-holders civil judicial procedures concerning the
enforcement of any intellectua property right covered by TRIPS. This is a fundamental
principle, in that it obliges TRIPS members to design civil procedures which make it
possible for right-holders to enforce their rights. According to a Note to the Agreement, the
term “rightholder” for the purpose of this Part shall include federations and associations
having alegal standing to assert such rights.

This provision contains also certain more specific obligations as to procedure. Thus, it
prescribed that parties shall have the right to written notice and shall also be alowed to be
represented by an independent legal counsel. Furthermore, it is prescribed that procedures
shall not impose “overly burdensome’ requirements concerning persona appearances. This
provison came into the Agreement because certain courts in certain countries has
requested the Chief Executive Officer of large corporations to appear to testify whether
copies seized in a case were actually piracy copies.

Furthermore, all parties shall have the right to substantiate their claims and to present al
relevant evidence. Finally it is aso prescribed that the procedure shall provide the meansto
identify and protect confidential information, unless this would be contrary to existing
congtitutiona requirements. This latter provision is particularly important in patent cases
where such confidentia information is often presented in cases.

Generaly speaking these provisions correspond to what actually exists in most procedural
laws, but they contain certain provisions of particular relevance for intellectua property
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cases. As can be seen, they areal “shall” provisions, which means that they are obligations
and that non-compliance is a breach of the TRIPS Agreement with the consequences that
may entail.

6.1.2 Evidence

Regulation of questions concerning evidence is obviousy a fundamental part of any
enforcement system. In the TRIPS Agreement, such provisions are included in Article 43.
One important element relates to the situation when a party in a case has presented
reasonably available evidence sufficient to support its claims and has indicated certain
specified evidence that isin the control of the opposing party. Is such a case the judicia
authorities shall have the authority to order that opposing party to produce that evidence.
This shall be subject to appropriate conditions which would ensure the protection of
confidential information.

The provision just indicated is an obligation. The Article also contains another provision
which is not mandatory but a “may” provision, that is, a facultative one. It deals with
obstruction by a party and refers to cases where a party voluntarily and without good
reason either refuses access to or otherwise does not provide necessary information without
a reasonable period or otherwise significantly impedes a procedure relating to an
enforcement procedure. For such cases, members of TRIPS may accord the judicia
authorities the authority to make preliminary or final determinations, affirmative or
negative, on the basis of the information presented, subject to certain conditions which are
not repeated in detail here. The provision of course aims at making decisions possible in
intellectual property cases aso when one of the party obstructs the procedures in one way
or another.

6.1.3 Injunctions

The possibility to have recourse to injunctions in various situation forms a particularly
important part of the procedure in intellectual property cases. The reason is that such
measures form an efficient and quick way of dealing with the practica effects of
infringements., without having to wait for the final outcome of a civil or crimina
proceeding.

Provisionsin this respect are included in Article 44 of the Agreement. The main provision,
in Article 44.1, prescribes that judicia authorities shall have the authority to order a party
to desist from an infringement. This shal apply inter alia to prevent the entry into
commercia channels of imported goods that involve the infringement of an intellectua
property right, immediately after customs clearance of such goods. This provision
consequently contains an obligation to ensure that such an authority exists and its main
thrust is that the court shal be able to order a party to desist from an infringement.
Violation of such court order normally entails severe sanctions.

The provision applies in particular to the prevention of infringing goods from entering
commercia channels after customs clearance. It is, however, not limited to such situations.
In the former respect aso the provisions in Article 50 on provisiona measures in such
cases are important as well as the specia requirements as to border measures in Section 4
according to which customs authorities may suspend the release of counterfeit and pirated
goods.
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The provision in Article 44 contains one condition, which is not mandatory but facultative.
It says that members are not obliged to accord such authority in cases where the person
concerned acquired or ordered the subject matter concerned before he or she knew or had
reasonable grounds to know that the act would entail an infringement of an intellectua
property right. It is consequently up to each state to determine how far-reaching injunctions
should bein this respect.

6.1.4 Damages

Damages aso form a particularly important part of system of sanctions for infringements
of intellectual property rights. The right-owner has to be compensated for the loss he or she
has suffered from the infringement of his or her rights. Such damages can either be pure
compensative or they can aso be punitive, in order to frighten other from committing the
same violations.

Theissue of damagesis asensitive but at the same time important one. It has happened and
still happens that courts are inclined to be lenient as regards damages for copyright
infringements, for reasons which may vary and which will not be discussed here. The
TRIPS Agreement has tried to counterbalance this tendency through the provisions in
Article 45 of the Agreement.

The main provision in Article 45.1 prescribes that judicia authorities shal have the
authority to order an infringer to pay to the right-holder damages adequate to compensate
for the injury that the right-holder has suffered because of the infringement. This is a
particularly important provision because it clearly states as an obligation that the damage
shall be an adequate compensation and not be merely symbolic. The provision furthermore
states that it is applicable in cases where the infringer acted with knowledge that he or she
was involved in an infringing activity or had reasonable ground to know this.

Another obligation in respect of damages is contained in Article 45.2. It is there stated that
the authorities shall aso have the authority to order the infringer to pay certain costs which
the right-holder has suffered, namely expenses, which may include appropriate attorney’s
fees.

That part of Article 45 also contains a facultative provision relating to cases where the
infringer had no knowledge and no reasonable grounds to know that he or she was
involved in an infringing activity. For such situation members of TRIPS may authorise
judicial authorities to order recovery of profits and/or payment of pre-established damages.
Also here, it is a matter for the national legidator to determine how far the obligation to
pay damages should go.

6.1.5 Disposal of infringing goods, and other remedies

As intellectual property rights are of an immaterial nature and very difficult to control
efficiently, it is of primary importance that actions can be taken in respect of infringing
goods so asto avoid further damage to the right-holders.

The provisions in Article 46 in the TRIPS Agreement deal with this aspect, the purpose of
which is, as stated in the introductory part of the Article, to create an effective deterrent to
infringement. The judicia authorities shal have the authority to order that infringing goods
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shall be disposed of outside commercial channels in such away as to avoid any harm
caused to the right-holder.

The order can dternatively be that the goods be destroyed. For this case there is, however,
the caveat that this does not apply in case it would be contrary to congtitutiona
requirements.

As regards counterfeit trademarked goods, the Article contains a specific provision to the
effect that the smple remova of the unlawfully affixed trademark shall not, except in
“exceptional cases’, be sufficient to permit the release into commercia channels. The
reason isthat it is of course easy to affix the trademarks on the goods again.

The purpose of this provision is the very practical aspect of preventing infringing goods to
enter the market. The provision applies to infringing goods. The Article also contains a
similar provision which concerns “ material and implements the predominant use of which
has been in the creation of infringing goods.” It concerns, in other words, for instance
printing equipment, copiers and recorders; the condition is that their predominant use has
been the production of the infringing goods. Also in this respect, the sanction is that the
material at issue shall be disposed of outside commercial channels in such a manner as to
minimize therisk for further infringements.

The provisions on disposal of materia used for the production of infringing goods are of
course rather severe and would far-reaching effects. The Article contains, however, a
provision on proportionality. It states that in considering requests for such actions, the need
for proportionality between the seriousness of the infringement and the remedies ordered
shall be taken into account as well as the interests of third parties. This proportionality
principle applies only in respect of material and implements and of course not to infringing
goods themselves.

6.1.6 Right of information

Article 47 contains a provision which is also of considerable practical importance in
infringement cases, namely to find out the commercia chain in which infringing goods has
bee used.

Article 47 of the TRIPS Agreement contains a provision in this respect. The provision is
not mandatory, because it is a “may”-provision. Members may provide that the judicia
authorities shall have the authority to order the infringer to inform the right-holder of the
identity of third persons involved in the production and distribution of the infringing goods
or services and of their channels of distribution.

This shal apply, unless this would be out or proportion to the seriousness of the
infringement; consequently the principle of proportionality shall apply aso here. As
mentioned, the provision is not mandatory and members are free to implement it or not; it
should be noted, however, that such a provision a the nationa level would be of
considerable values, because of the difficulties which sometimes exist in ascertaining who
the real pirates are; it is not enough to catch the street vendors when the real infringers are
higher up in the chain.

As mentioned this is an option and not an obligation under the Agreement. Is has to be
stressed, however, that it is very important to really come to know how pirated goods is
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brought on the market and from where it comes. It would therefore be advisable to consider
the introduction in national laws of such provisions aong the lines of what the TRIPS
Agreement says and which contains a considerable number of safeguards. Then another
guestion is how far-reaching such aright of information should be, for instance, if it should
apply only to the infringer or also to other persons who are in the possession of infringing
goods. This raises questions about the protection of commercial secrets etc. and has to be
considered carefully.

6.1.7 Indemnification of the defendant

Abuse of justice may of course occur in al kinds of cases, including in intellectua
property cases, and the defendant may suffer considerable injuries in such cases. Thisisa
situation which should be remedied. Article 48 in the TRIPS Agreement contains a specific
mandatory provision in this respect. Article 48.1 relates to cases where a party at whose
requests measures were taken has abused enforcement procedures. In such cases the
judicia authorities shall have the authority to provide a party who has been wrongfully
enjoined or restrained adequate compensation for the injury suffered because of such
abuse. In addition, the authority shal cover dso orders to pay the defendant expenses
which may include appropriate attorney’s fees. It should be stressed that this applies to
“appropriate”’ attorney’s fees and not to exaggerated such fees, which may sometimes
occur.

Article 48.2 dedls with a specific situation, namely the liability of public authorities or
officials for their acts in respect of the administration of any laws pertaining to the
protection or enforcement of intellectua property rights. Members shall only exempt such
authorities or officias from liability to appropriate remedia measures where actions are
undertaken or intended in good faith in the course of the administration of that law. Thisis
of course an interesting provision; the immunity of public officials is at the same time
limited but on the other hand wide (because it applies both to actions undertaken and to
actions intended in good faith). The rationale for the provision is of course to act as a
barrier against unjustified exemptions from liability when public authorities or officials are
involved.

6.1.8 Provisional measures

In intellectual property cases, quick measures are often caled for, particularly in order to
prevent evidence of any kind to disappear, and also because the longer an infringement is
going on, the bigger the injury isto the right-holder.

Therefore, the TRIPS Agreement pays specia attention to provisional measures. Detailed
provisions in this respect are contained in Article 50, which has aso caused some disputes
between various WTO members, something that shows the importance of the provisions.

Normally, provisona measures are taken in the course of a civil procedure. Article 50.8
prescribes, however, that if a provisona measure can be ordered as a result of
administrative procedures, such procedures shall conform to principles that are equivalent
in substance to those contained in Article 50. Those principles consequently have genera
application regardless of the nature of the procedure.

Article 50.1 contains the basic provision in this respect. It states that judicia authorities to
order prompt and effective provisional measures for two purposes
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- Oneisto prevent an infringement of an intellectual property act from occurring and
in particular to prevent the entry into channels of comers of goods, including imported
goodsimmediately after customs clearance.

- The other purpose is to preserve relevant evidence in regard to the alleged
infringement.

Normally, the opposite party shall be heard before such an order is issued. Article 50.2.
contains, however, an exception from that rule to the effect that measures can be
undertaken without hearing the other party (“inaudita altera parte”). This may be the case
in different situations, but the provisions mentions, in particular, where any delay is likely
to cause irreparable harm to the right-holder or where there is a demonstrable risk of
evidence being destroyed. As can be seen, the requirements for issuing orders without
hearing the other party are rather strict; there must be arisk for for “irreparable harm” or a
“demonstrablerisk” for the destruction of evidence.

The provisions in Article 50.2 are complemented by the provisions in Article 50.4.
According to that provision the parties affected shall be given notice, without delay after
the execution of the measure ordered without hearing the other party. Furthermore, a
review, including the right to be heard, shall take place at the request of the defendant
within a reasonable period after the notification of the measures; the purpose shall be to
decide whether these measures shall be modified, revoked or confirmed.

Article 50.3 deals with certain procedural issuesin relation to provisional measures. It says
that the judicial authorities shall have the authority to require the applicant to provide “any
reasonably available evidence’” in order to satisfy the authorities “with a sufficient degree
of certainty” that a) the applicant is the right-holder, and b) that the applicant’s right is
being infringed or that such infringement if imminent.

Furthermore they shall be able to order the applicant to provide a security or equivaent
assurance which is sufficient to protect the defendant and to prevent abuse. These
provisions are mandatory and shall consequently be respected. In addition,

Article 50.5 contains a further provision, which is facultative and which consequently can
be considered at the national level.. It states that the applicant may be ordered to supply
other information necessary for the identification of the goods concerned by the authority
that has to execute the measures. All these provisions are important in order to ensure the
procedureisin fact fair and equitable.

Further procedura requirements are dealt with in Article 50.6. Provisional measures shall,
upon request by the defendant, be revoked or otherwise cease to have effect, if proceedings
leading to a decision on the merits of the case are not initiated within a reasonable period
decided by the juridical authority that has ordered the measure. This applies in case the
national law of the member so permits; if there is no determination, the period may not
exceed 20 working days or 31 calendar days, whichever isthe longer.

These are al safeguards to ensure that provisional measures are in fact provisiona and not
intended to be alasting matter.
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It may of course happen that the measure lapses or it is found that there was in fact no
infringement. Provisions for such cases are included in Article 50.7. It related to three
situations, namely that the provisional measure is revoked, or it lapses due to any act or
omission by the applicant or it is found that there has in fact been no infringement or threat
of infringement. In such cases, the judicia authorities shall have the authority to order the
applicant, if the defendant so requests, to pay to the defendant appropriate compensation
for any injury caused by these measures. Also this provision is there in order to ensure a
fair and equitable procedure.

7. Border measures

As regards counterfeit and pirated goods, an important issue is of course to control the
import of and the further distribution into the commercial channels of a country. Border
controls are consequently of crucia importance and the customs authorities have an
important role to play in this context. The TRIPS Agreement devotes an entire Section to
border measures, which are thus considered to play an important role in controlling
infringement of intellectual property rights.

The key provision is to be found in Article 51 which is a mandatory provision which the
members of TRIPS have to comply with. Such members shall adopt procedures which
enable aright-holder who has valid ground to suspect that import of counterfeit trademark
or pirated copyright goods may take place to apply for the suspension by the customs
authorities of the release into free circulation of those goods. The application shal bein
writing and be lodged with the competent administrative or judicia authorities.

Thisisthe main provision, and it applies, as the wording indicates, to import of counterfeit
trademark goods or pirated copyright goods. A Note to the Agreement contains definitions
of those two notions. “Counterfeit trademark goods’ shall mean any goods, including
packaging, bearing without authorization a trademark which is identical to a trademark
validly registered in respect of such goods, or which cannot be distinguished in its essentid
aspects from such a trademark, and which thereby infringes the rights of the owner of the
trademark in question under the law of the country of importation.

Similarly, “ pirated copyright goods’ means any goods which are copies made without the
consent of the right holder or person duly authorized by the right-holder in the country of
production and which are made directly or indirectly from an article where the making of
that copy would have constituted an infringement of a copyright or arelated right under the
law of the country of importation.

As mentioned, the mandatory key provision in the first sentence of Article 51 relates only
to counterfeit trademark goods or pirated copyright goods. However, members may enable
such applications aso in respect of other infringements of intellectual property rights,
provided that the requirements of Section 4 are complied with. This is consequently an
issue to be considered at the national level.

Furthermore, the key provision concerns only importation. Article 51 also prescribes that
corresponding procedures may be provided for aso as regards suspension of infringing
goods intended for export. Also this is an issue which can be considered at the national
level.
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According to Article 60 it is alowed for members of TRIPS to exclude from the
application of the provisions in respect of “small quantities of goods of a non-commercia
nature contained in travellers’ persona luggage or sent in small consignments.”
Consequently it is alowed to permit import of counterfeit or pirated goodsif it isin small
guantities and the purpose is persona use and not for commercia purposes. Thisis caled
“DeMinimisImport”.

The Article then contains a number of procedural requirements. Thus Article 52 contains
provisions concerning the application for such a suspension of the release of the goods. The
applicant shall be required to provide @) adequate evidence that there is a prima facie
infringement of the intellectua property right of the right-holder in the country of
importation, and, b) a sufficiently detailed description of the goods to make them “readily”
recognizable by the customs authorities.

According to the subsequent Article 53 the competent authorities shall have the authority to
require an applicant to provide a security or an equivalent assurance sufficient to protect
the defendant and the competent authority. In addition, the Article contains certain
provisions according to which the owner, importer or consignee may obtain the rel ease of
the goods subject to the posting of a security sufficient to protect the right-holder for any
infringement; this applies only to infringements of rights in industrial designs, patents,
layout designs or undisclosed information.

The importer and the applicant shall, according to Article 54, be “promptly” informed of
the suspension of the release of the goods.

A very important provision is contained in Article 55 which deals with the duration of the
suspension. This duration is counted from the date when the applicant has been served
notice of the suspension. The goods has to be released if during 10 working days from that
date the customs authorities have not been informed that proceedings leading to a decision
on the merit have been initiated by someone el se than the defendant or that the authority
empowered has taken provisiona measures to prolong the suspension of the release. “In
appropriate cases’ this 10-day period may be extended with 10 further working days.

The decision as to suspension of the release of goods is, as just mentioned, to be taken by a
“duly empowered authority” which can be a customs authority or an administrative
authority but it may also be a judicial authority, and the decison may be a decision on a
provisional measure under Article 50. In such a case solely the provisions of that Article
apply; in this case Article 50. 6.

Like in the case of provisona measures under Article 50, it may happen that the
suspension of the release of the goods is unfounded. Article 56 contains a provision
according to which the relevant authorities shall have the authority to order the applicant to
pay the importer, the consignee and the owner of the goods an appropriate compensation
for the wrongful detention of the goods, etc .

A particularly important element in proceedings like these is the possibility to inspect the
goods detained. Article 57 contains a provision according to which the competent
authorities shal be able to give the right-holder sufficient opportunity to inspect the goods
detained in order to substantiate the right-owner’s claims. Also, the authorities shall have
an equivaent opportunity to inspect such goods. In case a positive determination has been
made on the merits of a case, members of TRIPS may (not “shall”) determine that the
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authorities shall have the authority to inform the right-holder of the names and addresses of
the consignor, the importer and the consignee and of the quantity of the goods at issue.

As mentioned the actions to be undertaken in respect of suspected counterfeit or pirated
goods are based on an application by the right-holder (“ex parte” proceedings). The
TRIPS Agreement also contains some provisons on ex officio proceedings. Those
provisions, in Article 58, apply only in cases where a member of TRIPS require the
competent authorities to act upon their own initiative and to suspend the release of goodsin
respect of which they have acquired prima facie evidence that an intellectual property right
is being infringed. For such cases, which consequently are not mandatory, that Article
contains certain provisions. One such provision isthat the competent authorities may at any
time seek from the right-holder any information that may assist them to exercise their
powers. Furthermore, the importer and the right-holder shall be promptly notified of the
suspension. In case the importer has lodged an apped against the suspension, the
provisions on the duration of the suspension in Article 55 shall apply.

Finaly, Article 58 prescribes that public authorities and officials shall be exempted from
liability to appropriate remedies only in where actions are taken or intended in good faith.
These provisionsin Article 58 aim at ensuring afair proceeding also in cases where actions
are taken ex officio without any application from the right-holder.

A very important issue is which the remedies shal be in case of infringing goods. The
basic provision in this respect, in Article 59 prescribes that the authorities shall be able to
order the destruction or disposal of infringing goods and that this shall take place in
accordance with the principles in Article 46, which have been dedlt with above. This key
provision is subject to any other rights of action which may be open to the right-holder and
without prejudice to the defendant’s right to seek review by ajudicia authority. As regards
counterfeit trademark goods, it shall not be permitted to allow the re-exportation of the
goods in an unatered state or subject them to a different customs procedure, except in
exceptiona circumstances. This provision is similar to the onein Article 46 also in respect
of counterfeit trademark goods, and the aim is that to prevent circumvention of the
measures taken in respect of such goods. No corresponding provision applies to pirated
copyright goods.

8. Criminal procedures

Copyright law is part of civil law. It established exclusive rights in literary and artistic
works for those who have created them. Therefore, and logicaly, it is for those to secure
themselves that those rights are respected. In the last 20 years there has, however, been a
growing tendency to give public authorities a responsibility for the enforcement of
copyright law.

Thisis dueto severa factors. The most important one seems, however, to the fact that new
technology has immensely improved the possibility to exploit works in different ways,
which in turn has made infringement and piracy activities very lucrative and linked them to
all sorts of organised crime. Therefore, crimina sanctions have increasingly found their
way into the copyright enforcement system. The peak of that development was the
inclusion of provisions on criminal procedures into the TRIPS Agreement. Those are
contained in Article 61.
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The Article first includes some mandatory provisions. The key provision is that members
of TRIPS shall provide for criminal procedures and penalties to be applied “at least” in
cases of wilful trademark counterfeiting or copyright piracy on a commercial scale. In
this case. As can be seen, crimina procedures and penalties are mandatory in these two
cases, provided that the acts are undertaken wilfully, that is, with knowledge.

The Article al'so, however, prescribes that members “may” provide for criminal procedures
and penalties aso in other cases of infringement of intellectual property rights, in
particular where they are committed wilfully and on a commercia scae. This means that
TRIPS member are free to have criminal proceedings also where acts are committed not
wilfully but with, for instance, gross negligence. They are aso free to apply crimina
procedures and penalties for infringements of, for instance, patents and industrial design
rights.

As far as remedies are concerned it is prescribed that they shal include imprisonment
and/or monetary fines sufficient to provide a deterrent, consistently with the level of
penalties applied for crimes of a corresponding nature. This is an important provision. It
makes it mandatory to include imprisonment and/or monetary fines as a sanction in these
cases. It furthermore prescribes that the remedies must be severe enough to provide a
deterrent against infringements, and that they shall correspond to crimes of a similar
gravity. Thisis generaly to be interpreted as meaning that the penalties should correspond
to that of theft or smilar crimes.

In addition to penalties of this kind aso other remedies may be appropriate. The Article
specifically mentions, that in appropriate cases the remedies shal include the seizure,
forfeiture and destruction of the infringing goods and of materials and implements
whose predominant use has been in the commission of the offence. These provisions
correspond to those mentioned in Article 46 and their purpose is to ensure that the goods
do not enter the market and that the devices used for their production are not used again for
production of infringing goods. It is to be noted that the provision applies only to material
whose predominant use has been for this purpose. Materia which has been used aso for
other legal activitiesis not intended to be covered.

8. Other comments on enfor cement

So much for the TRIPS Agreement. That Agreement contains minimum provisions.
Countries are perfectly free to apply additional measures if they so want, and in fact a
number of countries have added some elements in order to further improve the
enforcement system. Some of those are discussed in the following. They are mentioned
here just an illustration for Saudi Arabian judges about how other countries may deal with
certain problems in the field of enforcement. They are to some extent taken from the
European Union Enforcement Directive which is the subject of a separate presentation.

Standing to ingtitute enforcement proceedings

The person or entity who or which isin the first instance authorised to institute proceedings
is naturaly the author or his successor in title; this should normally include exclusive
licensees. In addition, it may be appropriate to grant such standing to institute proceedings
also to for instance collective rights management bodies (“collecting societies’). The
association contracts through which authors join those societies frequently contain either
explicitly or implicitly aso provisionsin this respect.
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It should dso more generdly be underlined that collecting societies and authors’
organisations in general have a very important function in the context of enforcement of
rights. Individua authors often do not have the professional, economic or legal experience
(or simply have no time) required so successfully take action against infringements of their
rights. These qualities are, on the other hand, very much present in professional bodies
such as collecting societies and corresponding entities.

Rules of presumption

One of the difficult issues in the context of infringement proceedings concerns evidencein
various respects. For that reason it might be desirable to consider rules of presumption to
facilitate evidence in such cases.

Only two examples of such presumptions shall be given here.

One such concerns authorship or ownership of copyright or related right in a work or
other production. Article 15 of the Berne Convention contains a provision on presumption
of authorship in the sense that, in the absence of proof to the contrary, as the author of a
work shall be considered the person whose name appears on the work in the usua manner.
This could be applied aso in relation to enforcement of the copyright in that work. In the
absence of proof to the contrary, a person whose name appears on a work in the usua
manner would also be entitled to institute infringement proceedings. The same could apply
to related rights.

Another presumption which could be considered concerns what is reasonable evidence in
piracy cases, in particular when copies are found in the possession of the opposite parties.
It could be considered, for instance, that a reasonable sample of a substantial number of
copies or a work or other protected matter should be considered to constitute such
reasonable evidence..

Publication of judgements

In several countries, judgements in intellectual property cases, including in copyright
infringement cases, are published in the newspapers. This is a measure which could
contribute considerably to improving respect for the law and deter from infringing actions.

Monitoring the manufacture of optical discs, etc.

Undoubtedly, much of the piracy activities to-day are linked to the manufacture of optica
discs (CDs and DVDs). The industry has a system for identification of such discs which
gresatly facilitates determining whether copies are infringing or not. This system should be
encouraged and taken into account also by nationa legidators.

Similarly, in some countries a system is in force whereby all legaly produced copies of
certain types of works (phonograms, videograms, etc) have to be provided with a specific
banderole (usualy including a hologram). Also such a system contributes greatly to aquick
and effective identification of what is the real thing and what isfase.
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Protection of technical protection measures and electronic copyright management
information

The WIPO Copyright Treaty and the WIPO Performances Treaty contain provisions on
technical protection measures (such as encryption, watermarking, etc.) and on rights
management information (information about the work, the author etc. linked to the work).
The obligations under the Treaties include that efficient legal protection shall be given to
such measures and such information. it is of great importance that that protection is
effective so that deterrant measures can be undertaken against violations in this respect.

I nstitution of criminal proceedings

Criminal proceedings are normally conducted by a public prosecutor who is aso the one
who institutes such proceedings. As rights under copyright law are civil rights under
private law, usually any action by a public prosecutor presupposes that there is a complaint
from the author/injured party. In some cases, this could lead to undesirable consequences,
for instance because the author does not dare to take action or it is not possible to find the
right-owner despite the fact that large quantities of piracy copies are found.

For these reasons some countries prescribe that crimina actions in copyright cases may be
instituted by a public prosecutor not only upon complaint but also if it is in the public
interest that such action is taken.

[End of Document]



