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Structure of the presentation 



Terrritoriality Patent rights enforcable within the 
country in which a patent is granted 

Revocation of a patent effective within the 
country in which the patent is revoked 
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Filing foreign applications – Priority claim 

Based on the Paris Convention (1883) – 176 Member States 
During the priority period, applicants may consider in which countries 
they wish to protect their inventions. 
 

File Applications  
A, B, C… in other 
countries, claiming 
priority of 
Application X 

File 
Application X 
locally 

within 12 months  
(priority period) 

Subsequent applications (A, B, C …) shall not be 
invalidated by publications, public presentations etc. of 
the invention during the priority period 

A 

B 
C 



Seeking patent protection abroad 

Using national patent systems 
 

Using regional patent systems 
  ARIPO: African Regional Intellectual Property Organization 
  OAPI:  African Intellectual Property Organization 
  EPO:  European Patent Organisation 
  EAPO:  Eurasian Patent Organization 
  GCC:  Gulf Cooperation Council Patent Office 

 
Using the Patent Cooperation Treaty (PCT) system  

   



Using national patent systems 
-  Different exclusions from patentable subject matter 
-  Different patentability requirements 
-  Different Forms, languages 



Using regional patent systems 

EPO 

  Regional patents granted by a regional patent office 
  -  A regional patent having effect in all member states; or 
  -  A bundle of national patents (having effect in designated Member States) 
 

EAPO 

OAPI GCC 

ARIPO 
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Directory of national / regional intellectual property offices  
 http://www.wipo.int/directory/en/urls.jsp 
 

National, regional and international IP laws (WIPO Lex) 
 http://www.wipo.int/wipolex/en/ 
 

 
Resources 

http://www.wipo.int/directory/en/urls.jsp�
http://www.wipo.int/wipolex/en/�


Seeking patent protection abroad 

Using national patent systems 
 
Using regional patent systems (EPO, EAPO, OAPI, ARIPO, GCC) 
 
Using the Patent Cooperation Treaty (PCT) system  

   

Nat. Pat. Off. 

Reg. Pat. Off. 

International 
phase 

Nat. Pat. Off. 

[National phase] 

(months) 
 0 12 30 

File local  
application 

File a PCT 
application 



1.  Often, before filing a PCT application, a national application 
is filed.  

(months) 
 

File a PCT 
application 

12 30 

Int. search report  
& written opinion 
by ISA 

16 18 

International 
publication File local 

application 
 

22 28 

(optional) 
Int. preliminary report on 
patentability (Chapter II) 

0 

(optional) 
File demand for int. 
preliminary exam. 



2.  A PCT application filed. 
 

(months) 
 

File a PCT 
application 

12 30 

Int. search report  
& written opinion 
by ISA 

16 18 

International 
publication File local 

application 
 

22 28 

(optional) 
Int. preliminary report on 
patentability (Chapter II) 

0 

(optional) 
File demand for int. 
preliminary exam. 



PCT international application 

-  Filing one “international” patent application has the same effect as filing 
national applications in 148 PCT Contracting States 
-  In general, an applicant may file a PCT application with its national office or 
WIPO. If permitted by the national law, possibility of filing with a regional patent 
office (applicants who are nationals or residents of the ARIPO MSs may file a 
PCT application with ARIPO). 
-  Possibility of 90% reductions of certain fees for LDC applicants and for a 
natural person from developing countries.  



3.  International search report and written opinion prepared by 
an International Search Authority (ISA)  

(months) 
 

File a PCT 
application 

12 30 

Int. search report  
& written opinion 
by ISA 

16 18 

International 
publication File local 

application 
 

22 28 

(optional) 
Int. preliminary report on 
patentability (Chapter II) 

0 

(optional) 
File demand for int. 
preliminary exam. 

Relevant prior art 

Written opinion 
a preliminary and non-binding 
opinion on whether the invention 
appears to meet the patentability 
criteria in light of the search report 
results.  



4.  The PCT application and the international search report 
published on the WIPO PATENTSCOPE website.  

(months) 
 

File a PCT 
application 

12 30 

Int. search report  
& written opinion 
by ISA 

16 18 

International 
publication File local 

application 
 

22 28 

(optional) 
Int. preliminary report on 
patentability (Chapter II) 

0 

(optional) 
File demand for int. 
preliminary exam. 



5.  [OPTIONAL] An applicant may request an international 
preliminary examination by an International Preliminary 
Examining Authority.    

 

(months) 
 

File a PCT 
application 

12 30 

Int. search report  
& written opinion 
by ISA 

16 18 

International 
publication File local 

application 
 

22 28 

(optional) 
Int. preliminary report on 
patentability (Chapter II) 

0 

(optional) 
File demand for int. 
preliminary exam. 

An applicant has an opportunity to amend the claims, 
description and drawings. 

ex.   
Claim 1 as filed:  A form of the methanesulfonic acid addition salt of a 

compound of formula I, comprising crystals of the β-modification. 
Claim 1 as amended:  A form of the monomethanesulfonic acid 

addition salt of a compound of formula I, comprising at least 90% 
by weight crystals of the β-modification, said crystals of the β-
modification being non-hygroscopic and remaining essentially 
dry in a glass climatic chamber at 25oC and relative humidifies 
up to and including 93%.    



6.  An international preliminary examination report is prepared 
and sent to the applicant and WIPO ( to national offices).  

(months) 
 

File a PCT 
application 

12 30 

Int. search report  
& written opinion 
by ISA 

16 18 

International 
publication File local 

application 
 

22 28 

(optional) 
Int. preliminary report on 
patentability (Chapter II) 

0 

(optional) 
File demand for int. 
preliminary exam. 

A preliminary and non-binding 
opinion 

Novelty 
Inventive step 
Industrial applicability 
Other defects (ex. non-
clarity of claims, claims not 
supported by the 
descriptions) 



7. The applicant decides whether, and with respect to which 
countries, he wishes to proceed with the international 
application. 

 

(months) 
 

File a PCT 
application 

12 30 

Int. search report  
& written opinion 
by ISA 

16 18 

International 
publication File local 

application 
 

22 28 

(optional) 
Int. preliminary report on 
patentability (Chapter II) 

0 

(optional) 
File demand for int. 
preliminary exam. 

Typically, the applicant must pay national fees and, in some 
cases, file translations with the national offices. 
 Each national office determines whether it grants patent or 
not, based on the substantive patentability requirements under 
its law.  

The international search report & written opinion (and the 
international preliminary examination report, if any) 
facilitate, but does not bind, the examination at the national 
phase. 

National 
phase 
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National/regional patent application  
   vs. PCT international application 

-- Translation fees 
-- Filing fees 
-- Fees for local patent  
attorneys 

0 12 

File local  
application 

File 
applications 

abroad 

(months) 

National/ 
Regional 

(months) 
 

File a PCT 
application 

12 
30 

International  
search report & 
written opinion 

of ISA 

16 18 

International 
publication 

File local 
application 
 

Enter 
national 
phase 

22 28 

(optional) 
International  
preliminary 
report on 

patentability 
(Chapter II) 

PCT 0 

(optional) 
File demand for 

international 
preliminary 
examination 

-- Translation fees 
-- Filing fees 
-- Fees for local patent 
attorneys 
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PCT: Advantanges   

One application has the same effect of filing patent applications in 
148 countries. 
 
Postpone the major costs associated with seeking patent 
protection internationally 

Translations 
Fees 
Local patent attorneys 

 
Provide a basis for patenting decisions 

International search report and written opinion 
(optional) International preliminary report on patentability II 
 

Better business prospect and geographical coverage 
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Contact and assistance 

PCT 

Further information: http://www.wipo.int/pct/ 

- PCT Distance Learning Course (4h) 

- Learn the PCT Video Series 

 

General questions:   pct.infoline@wipo.int   

 
  

http://www.wipo.int/pct/�


 
Thank you 

 
  

Tomoko.miyamoto@wipo.int 
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