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The Madrid system 

A global registration system facilitating the 

protection of marks through a simple, expeditious 

and cost-effective procedure for the central: 

 

filing of requests for protection; and, 

 

management of acquired rights 
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98 members* (including EU and OAPI)  

covering 114 countries 

Members of the Madrid System 

*All are party to the Protocol, the governing 

treaty, while 55 are also party to the Agreement 



Legal framework 

Paris Convention (1883) 
as in force on September 28, 1979 

 

Madrid Agreement (1891) 
latest revised in 1979 
 

Madrid Protocol (1989)  
 as in force from September 1, 2008 

 

Common Regulations 
as in force from April 1, 2016 

 

Administrative Instructions 
as in force from January 1, 2008 

 

Laws, regulations and practices of each Contracting Party 
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Main features 

Application or registration of a 
mark (basic mark) in a CP 

Connection between the 
holder and that CP: 
establishment, domicile, or 
nationality 

International application filed 
through Office of that CP 
(Office of origin) in E/F/S 

International application must 
designate at least one CP, 
other that the CP of origin 

Bundle of fees in Swiss francs 
(basic + standard or individual 
fees) 

Time limit for the Office of 
designated CP to refuse 
protection (12 – 18 months +) 

Further CP may be designated 
following the registration 
(subsequent designation) 

International registration 
depends on fate of basic mark 
for five years (dependency – 
central attack – transformation) 

10-year period of protection, 
renewable for similar periods 

Centralized management of IR 
direct with the International 
Bureau 

7 



Madrid international procedure 

Applicant 

files before 

Office of 

origin 

WIPO 

registers and 

notifies 

designated 

Contracting 

Parties 

Designated 

Offices 

examine and 

grant or 

refuse 

protection 

WIPO 

records and 

notifies 

holder 

Holder has 

equal rights 

as if he had 

filed directly 

8 



Roles and responsibilities of an Office 

in the Madrid System 
As Office of origin 

 

Inform and support users 

Receive, examine, certify and 

transmit to WIPO the 

international application 

Remedy certain irregularities in 

the international application 

Monitor basic mark an notify 

ceasing of effect 

Transmit to WIPO requests 

from holders 

As Office of a designated 

Contracting Party 

Substantive examination of 

international registrations 

Send WIPO grant of protection 

or notify provisional refusal 

When refused, send WIPO 

final decision 

Send WIPO further decisions 

or notify invalidation 

Examine licenses, limitations 

and change in ownership and 

notify WIPO they have no 

effect  
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Role as the Office of origin of an 

international application 
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Certification of international 

applications 
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Certification and Signature by the OO 
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Office of origin must certify that 

the name of the applicant is the same in the basic mark 

the reproduction corresponds to the basic mark 

claims that the mark is a color, 3-D, sound, collective, 

certification or guarantee mark appear in the basic mark 

colors claimed are also claimed or appear in the basic 

mark 

G&S are covered by the basic mark 
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Is there correspondence? 

International application Basic Mark 
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Are G&s covered by basic mark? 

Basic application or registration: 

      classes 7, 9 and 25 

 International application:   

      classes 7 and 25 

 

Basic application or registration: 

      class 7: cutting machines; metalworking machines 

 International application: 

      class 7:  machines 



Receipt of the 
IA by the OO 

 

2 months 

* 

Receipt of the IA 
by the OO 

 2 months 

Receipt of the IA by the 
IB 

* 

Receipt of the 
IA by the OO 

 2 months 

Receipt of the IA 
by the IB 

 

Receipt by the IB of the 
last missing element 

* 
Receipt of the 

(irregular) IA by the 
IB 

Date of the international registration 
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Irregularities in international 

applications 
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Irregular international application 

Formalitites 
no certification, using wrong form, no indication of entitlement, 

missing form MM18, no payment, etc.  (Rule 11) 

 

Classification of goods and services 
no indication of class or terms wrongly classified (Rule 12) 

 

Indications of goods and services 
linguistically incorrect, incomprehensible or too vague for the 

purposes of classification (Rule 13) 
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Consequences 

Formalities (Rule 11) 

where not remedied, application is declared abandoned 

 

Classification of goods and services (Rule 12) 

recorded with the classification considered to be correct by the 

International Bureau;  applicant has a new deadline to pay any 

additional fees 

 

Indications of goods and services (Rule 13)  
without a satisfactory proposal from Office of origin, original term is 

inscribed with a note from the International Bureau 

19 



Remedying an irregular application 

Office of origin: 

using wrong form 

defective application 
(missing applicant, mark, 
goods and services or 
designations) 

missing or defective 
entitlement 

missing number or date of 
basic mark 

irregular certification 

goods and services  
(Rules 12 y 13) 

 

Applicant: 

address not sufficient for 
postal communication 

unclear reproduction of the 
mark 

missing transliteration 

description of the mark not 
in a working language 

insufficient fees 

missing form MM18 
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Time-limit to remedy irregularities 

A late priority claim will be disregarded 

 

Where form MM18 is not received by WIPO within two 

months from date on which international application was 

received by the Office of origin, designation of the US is 

disregarded 

 

Other irregularities must be remedied within three 

months from their notification 
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Ceasing of effect 
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Independence 

Article 6(2) 

Upon the expiry of a period of five years from the date of 

the international registration, such registration shall 

become independent of the basic application or the 

registration resulting therefrom, or of the basic registration, 

as the case may be, subject to the following provisions. 



Before the expiry of the  

dependency period 

The basic 
application 
is 

withdrawn 

the subject of a final decision of rejection 

The basic 
or resulting 
registration 

lapses 

is renounced 

is the subject of a final decision of revocation, 
cancellation or invalidation 



Basic application 

After the 
expiry of the 
dependency 
period, the 
basic 
application 
is 

the subject of a final decision of 
rejection resulting from 

an appeal against a decision refusing the 
effects of the basic application which 
begun before the expiry of such period 

an opposition to the basic application 
which begun before the expiry of such 
period 

the subject of a final decision 
ordering its withdrawal resulting 
from an action requesting such 
withdrawal which begun before 
the expiry of such period 

withdrawn while being still the 
subject of a proceeding in the 
above-mentioned appeal, 
opposition or action 



Basic or resulting registration 

After the 
expiry of the 
dependency 
period, the 
registration 
(basic or 
resulting) is 

the subject of a final decision of revocation, 
cancellation or invalidation resulting from an 
action requesting such revocation, 
cancellation or invalidation which begun 
before the expiry of such period 

renounced while being still the subject of a 
proceeding in the above-mentioned action. 



Article 6(4) 

The Office 
of origin 
must 

notify the International Bureau the facts and 
decisions relevant under paragraph (3) 

request the International Bureau to cancel, to the 
extent applicable, the international  registration 

The 
International 
Bureau 
must 

notify interested parties and publish 

cancel the international registration to the extent 
requested by the Office of origin 



MF9 – Ceasing of effect 



Role as the Office of a designated 

Contracting Party 
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Effects of an international 

registration 
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Effects of an international registration 

From the date of the international 
registration or of the subsequent 
designation, it has the effects of: 

 

an application filed with the 
Office of the designated CPs; 
and, 

 

a registration effected by the 
Office of the designated CPs 
where protection is not refused 
within the applicable time limit 
or refusal is withdrawn 
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18 months 

from this date 
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18 months 

from this date 
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Decisions by Offices of designated CPs 

Notification of 

designation

Statement of grant 

of protection

Rule 18ter(1)

Provisional refusal

Rule 17(1)
Final decision

Further decision

Rule 18ter(4)

Invalidation

Rule 19

Tacit 

acceptance

Article 4(1)(a)

- partial provisional

refusal; or,

- total provisional

refusal

- grant of protection

following a provisional

refusal – Rule 18ter(2); or,

- confirmation of a total

provisional refusal –

Rule 18ter(3).

Applicable

time limit

to refuse
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Communications before the 

expiry of the refusal period 
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Communications before the expiry of the 

refusal period 

Statement of grant of protection (Rule 18ter(1)) 

 

Notification of provisional refusal (Rule 17(1)) 
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Statement of grant of Protection 
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MF4 – Statement of Grant of Protection 

under Rule 18ter(1) 

Within refusal period 

No grounds to refuse 

All procures completed 
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Provisional refusal 
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MF3A – Total provisional refusal 



MF3B – Partial Provisional refusal 
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Provisional refusal : example 
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24.10.2015 

Trademark 
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Following substantive examination 

Article 1483(1) of the applicable law provides for lack of distinctiveness as 

absolute ground for refusal 

The Office considers that MARCA DE FÁBRICA (TRADE MARK) lacks 

distinctiveness; other traders are likely to identify their trade marks on their 

goods by using the words MARCA DE FÁBRICA and should be able to use 

MARCA DE FÁBRICA in connection with their goods 

All goods and services are affected 

The holder may disclaim the indication directly with the Office and obtain 

protection for the mark 

A local attorney or agent is required to file the disclaimer 

The holder may file the disclaimer within six (6) months from the date on 

which WIPO sends the notification to the holder 

Failure to file a disclaimer would result in abandonment 
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Issues with provisional refusal 
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Types of issues 

Irregular refusal recorded – Rule 18(1)(c) 

 

Irregular refusal not recorded – Rule 18(1)(d) 

 

Refusal not considered as such – Rule 18(2)(a) 

48 



Refusal recorded with irregularities 

Rule 18(1)(c) 

Grounds 

not signed by the Office 

does not comply with the 
administrative instructions 

not in a working language 

without the details of the 
previous or opposing 
mark 

without the particulars of 
the opponent 

does not indicate scope 

Consequence 

refusal is recorded 

refusal transmitted to the 
holder 

Office invited to send a 
rectified notification within 
2 months 
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Irregular refusal not recorded 

Rule 18(1)(d) 

Grounds 

does not indicate a time 
limit to file for review, 
appeal or to respond; or, 

does not indicate the 
authority with which to file 
the review, appeal or 
response 

 

Consequences 

refusal is not recorded; 

Office invited to send a 
rectified notification 

copy sent to the holder 

rectified notification 
recorded if received 
within 2 months 
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Refusal not regarded as such 

Rule 18(2)(a) 

Grounds 

sent too late 

missing the number of the 

IR or other indications for 

its identification; 

missing the grounds for 

the refusal 

Consequences 

refusal is not recorded 

notification returned to 

Office 

nevertheless, a copy is 

sent to the holder 
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Communications following a 

provisional refusal 
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Communications following a provisional 

refusal – Rule 18ter(2) or (3) 

Final Decisions 

Protection following a provisional refusal 

Rule 18ter(2) 

Confirmation of a total provisional refusal 

Rule 18ter(3) 
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MF5 – Total or partial grant of 

protection after a provisional refusal 
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MF6 – Confirmation of total refusal 

under Rule 18ter(3) 
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Holder disclaims MARCA DE FÁBRICA 
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Further decision and invalidation 
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Further decision under Rule 18ter(4) 

Further decision now 

Can be sent only after a 

final decision under Rule 

18ter(2) or (3) 

As from November 1, 2017 

Can be sent after tacit 

acceptance, grant of 

protection under Rule 

18ter(1) or final decision 

under Rule 18ter(2) or (3) 
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Difference between further decision 

and invalidation 

Further decision 

Can increase or reduce 

the scope of protection 

Subject to review or 

appeal 

Can be modified by 

another further decision 

MF7 – Further decision 

Invalidation 

All or part of the 

registration no longer has 

effect 

No longer subject to 

appeal 

Registration cannot 

regain effect; except 

under a later subsequent 

designation 

MF10 – Invalidation  
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Centralized management 
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Renewal and recordings 

Renewal of the international registration 

Appoint a representative before the International Bureau 

Subsequent designation of new Contracting Parties 

Change ownership of the international registration 

Change in the name of the holder 

Cancellation of the international registration 

Renunciation of a designated Contracting Party 

Limitation in a designated Contracting Party 

Recording, change or cancellation of licenses 
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Declarations of no effect 

Change in ownership 

MF11 – Declaration that a change in ownership has 

no effect 

MF12 – Final decision stating that a change in 

ownership has no effect 

Limitation 

MF13 – Declaration that a limitation has no effect 

MF14 – Final decision stating that a limitation has no 

effect 

License 
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