W,

WIPO

Study Visit of Focal Persons of ——
AﬂmanEmmommeﬁmumnpsand INTELLECTUAL PROPERTY
Exe Bodies of the African Union ORGANIZATION

Trademarks
Thelir role and significance

Geneva
May 18,
2016

Martha Parra Friedli
Head, Trademark Law Section



Trademarks

What, When, Where and How?
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What?

W Subject-matter of protection

W A trademark is: ..."any sign or any combination
of signs, capable of distinguishing the goods or
services of one undertaking from those of other
undertakings...”

TRIPS 15(1)
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What?

“... signs, in particular words including personal names,
letters, numerals, figurative elements and combinations of
colors, as well as any combination of such signs...”
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http://en.wikipedia.org/wiki/Image:Zorroz.jpg
http://upload.wikimedia.org/wikipedia/en/4/43/Lacoste_logo.svg

What: Exceptions & Limitations

descriptive

customary in
trade

contrary to
public policy or
morality

deceptive

Article 6quinquies B. 2 and 3 Paris Convention

A TM cannot be granted If
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What: Exceptions & Limitations

TOURMALINE SOAP (JP)
PRV Z) =7,

GOLDEN PAGES (DE)

"‘EXTASY IF YOU TASTE IT, (FR)
YOU ' LL BE ADDICT"”
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What: Exceptions & Limitations

B A TM cannot be granted

B If the sign Is of such a nature as to
Infringe rights acquired by third parties in
the country where the protection Is
claimed

Article 6quinquies B. 1 Paris Convention
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What: Exceptions & Limitations

LIVIA NIVEA NIVEA [ NTVEA QryPe
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http://www.google.ch/url?sa=i&rct=j&q=&esrc=s&frm=1&source=images&cd=&cad=rja&uact=8&ved=0CAcQjRw&url=http://www.rottentomatoes.com/m/the_incredible_hulk/&ei=BEfsVLr2DY3eOJPSgegL&bvm=bv.86475890,d.ZWU&psig=AFQjCNEHTLnJEvoSizUyWA2kBOiN23Up9g&ust=1424857015452983

How?

Distinguishing goods and/or services

B Company A B Company B
M Product: Carbonated M Product: Carbonated
drinks drinks

B Mark: Coca-Cola

B Mark: Pepsi
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http://en.wikipedia.org/wiki/Image:Pepsi_logo.svg
http://en.wikipedia.org/wiki/Image:Pepsi_ball.png

How?

Distinguishing goods and/or services

B Company A B Company B
M Service: Private M Service: Private
Banking Banking

B Mark: HSBC

B Mark: Lloyds TSB

Lloyds TSB
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http://www.google.ch/imgres?imgurl=http://www.watchlistnews.com/logos/lloyds-banking-group-plc-logo.jpg&imgrefurl=http://www.watchlistnews.com/2013/05/30/lloyds-banking-group-plc-given-sell-rating-at-espirito-santo-investment-bank-research-lloy/&usg=__TWkAryZZFFbvB2l4en5zdAC_hgs=&h=473&w=390&sz=25&hl=en&start=1&zoom=1&tbnid=zYUzok2_zpJ8CM:&tbnh=129&tbnw=106&ei=R5bJUYO4KY_TsgbL24GADg&prev=/search?q%3DLLOYDS%2Bbank%2Blogo%26rls%3Dcom.microsoft:en-us%26tbm%3Disch&itbs=1&sa=X&ved=0CC4QrQMwAA
http://www.google.ch/imgres?imgurl=http://1.bp.blogspot.com/_5xhNioIPENo/THUqG9MOV6I/AAAAAAAAABQ/m0mpmHnM8XU/s1600/hsbc.jpg&imgrefurl=http://edicionydiseno15.blogspot.com/2010/08/logo-hsbc-dora-andocilla.html&usg=__c2z_lByROonz8oQzJXMBGhbWdjo=&h=1012&w=1179&sz=79&hl=en&start=11&zoom=1&tbnid=enK5dCSQvJZaAM:&tbnh=129&tbnw=150&ei=FpfJUazMGInjOuPQgYAO&prev=/search?q%3Dhsbc%2Blogo%26rls%3Dcom.microsoft:en-us%26tbm%3Disch&itbs=1&sa=X&ved=0CEAQrQMwCg
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When? .
il
W Trademark rights may result from registration

M a mark for which registration is sought must be
presented to the relevant registration authority

B The date of registration fixes the starting date of
protection

W Trademark rights may also be recognized from
use

M The holder of a mark who claims his right from
first use in trade needs to prove that first use
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http://www.google.ch/url?sa=i&rct=j&q=&esrc=s&frm=1&source=images&cd=&cad=rja&uact=8&ved=0CAcQjRw&url=http://yr-stationery.en.hisupplier.com/product-1240752-Rubber-Date-Stamp.html&ei=rls-Va6ACIvaU66DgKgD&bvm=bv.91665533,d.d24&psig=AFQjCNHbJ89dgWfHJKCIcP0M4KXv91Uxww&ust=1430236438620853

Where?

Paris Convention: Article 6

“The conditions for the filing and registration of
trademarks shall be determined in each
country ... by its domestic legislation.”

(principle of territoriality and independence)
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Apple Computer, USA Apple Corps., UK
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http://en.wikipedia.org/wiki/Image:Applecorps.jpg

Where?

M Protection is granted within a territory

N
- a country; >‘ o

- dln area, R
R EVIPO
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M Protection may be “internationalized”

- Madrid System for the International
Registration of Marks
- In up to 97 countries




Why Is this important for us?

B Since ancient times, trademarks have helped traders to
distinguish their products

B Trademarks, which are the legal expression of brands
help establish the connection between producer and the
consumer
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https://www.google.ch/url?sa=i&rct=j&q=&esrc=s&source=images&cd=&cad=rja&uact=8&ved=0ahUKEwix0IXZxuHMAhVFSRoKHeOxAqQQjRwIBw&url=https://en.wikipedia.org/wiki/Jericho&psig=AFQjCNHimgI6F6a8JcTkI-6wiyKtDMv3EQ&ust=1463589687221632

Why Is this important for us?
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TRANSFORMING AFRICA
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https://www.google.ch/url?sa=i&rct=j&q=&esrc=s&source=images&cd=&cad=rja&uact=8&ved=0ahUKEwjIgPvmjt_MAhWOSxoKHbeTA5UQjRwIBw&url=https://www.giz.de/en/worldwide/20759.html&psig=AFQjCNH0ukbZLmd7BR2YpJO3KhW_s4fgPA&ust=1463505989770371
http://www.google.ch/url?sa=i&rct=j&q=&esrc=s&source=images&cd=&cad=rja&uact=8&ved=0ahUKEwjrhuW9juHMAhXHNhoKHdhHDtUQjRwIBw&url=http://dhanaanmedia.com/igad-welcomes-outcome-of-the-meeting-between-the-federal-government-of-somalia-and-leaders-of-regional-federal-states/&psig=AFQjCNEvr9mVm1OzT3ybsLbRENcB1GJcFA&ust=1463574622992958
https://www.google.ch/url?sa=i&rct=j&q=&esrc=s&source=images&cd=&cad=rja&uact=8&ved=0ahUKEwjpneWI_t7MAhWLDxoKHTWNDIEQjRwIBw&url=https://www.daily-mail.co.zm/?tag%3Dcomesa&psig=AFQjCNFbMNsqJ0d5LWoQWHXk4lqo6lJRGw&ust=1463501493699440
https://www.google.ch/url?sa=i&rct=j&q=&esrc=s&source=images&cd=&cad=rja&uact=8&ved=0ahUKEwjCw8WT3ODMAhWCSRoKHUYgAZYQjRwIBw&url=https://en.wikipedia.org/wiki/File:Sadc_logo.png&psig=AFQjCNGJjtJT3_JW28mBO_HJjlaLRVx2qg&ust=1463561105858748
https://en.wikipedia.org/wiki/File:Emblem_of_the_African_Union.svg
http://www.google.ch/url?sa=i&rct=j&q=&esrc=s&source=images&cd=&cad=rja&uact=8&ved=0ahUKEwjTwuKzkt_MAhULVRoKHbmyCP0QjRwIBw&url=http://www.l-integration.com/?p%3D2691&psig=AFQjCNHk7-RldWwpopIvYaQvX6n8xsaUCw&ust=1463506940533794

Why Is this important for Africa?
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Protection of IGO emblems

M Article 6ter of the Paris Convention for the Protection of
Industrial Property

B What: armorial bearings [logos], flags, abbreviations and
names of international intergovernmental
organizations

B How: prohibit the registration and use of trademarks
which are identical or present a certain
similarity with the signs communicated under
Article 6ter

B But: Defensive protection and not the establishment of
any intellectual property right
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Article 6ter

Article 6ter Express Database

B Contains all signs communicated by States Party to
the Paris Convention and International
Intergovernmental Organizations

B Not an international registry

B Information is used as evidence to prevent
registrations of identical or similar signs

http://www.wipo.int/article6ter/en/
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African IGOs In Article 6ter Express

Two institutions of UEMOA
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https://en.wikipedia.org/wiki/File:Emblem_of_the_African_Union.svg
https://en.wikipedia.org/wiki/File:African_Union_flag.svg
http://www.wipo.int/ipdl/IPDL-IMAGES/SIXTERXML-IMAGES/images/qo1138.jpg

African IGOs In Article 6ter Express

B Two Regional Intellectual Property Organizations:
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Good news for Africa

B Bangui Agreement establishing
OAPI
(Organisation Africaine de la Propriété Intellectuelle)

B This treaty is at the same time the national intellectual
property law of OAPI Member States (17)

M It was amended on December 14, 2015

B New Bangui Agreement will enter into force once it is
ratified by 2/3 of OAPI Members (11 out of 17)
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Good news for Africa

B Recently, OAPI joined two WIPO treaties:
-The Madrid Protocol Concerning the International

Registration of Marks
- The Singapore Treaty on the Law of Trademarks

B This means great opportunities for trade to and from
Africa

B This also presents the challenge to update national laws
and practices

B WIPO lends its technical-legal support in the form of
legislative advice
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Good news for Africa

The Bestselling Pan-African Business Magazine

African
BUSINTESS

An IC Publication 48th Year Special Edition November 2015

FRICAS BE
bRF“Q)J

The definitive ranking of Africa’s most
admired and most valuable brands
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Good news for Africa

B Safaricom/M-Pesa, Tusker and Pilsner

B Dangote, Zenith Bank, Golden Penny Foods
M Orijin, Star Beer, Gulder Beer and Maltina
B are valued the strongest supported African brands

(Safaricom | M=PEsh i

DANGOTE

ZENITH BANK PLC
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Thanks for your attention!
Merci beaucoup de votre attention!

martha.friedli@wipo.int

Disclaimer: Some images included in this presentation may be subject to IP
rights. While use of those images for training purposes is allowed, any other
use without the express authorization of the holder should be avoided
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